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Why is inventorship important for your 
company?

 In some countries, notably the United States, a 
false declaration of inventorship can lead to a 
patent being invalidated.  

 It is key to give proper consideration to 
identifying all the inventors and also to not 
declaring as an inventor any person who should 
not properly be identified as such. 



Inventorship is not Authorship

 In academic culture it is customary to name as 
an author everyone who worked on a project.  

 Nevertheless the legal requirements to be an 
inventor are much more demanding.



What are the actual requirements

 This depends to some extend on the country, 
but.....  

 The most widespread practice is to require 
conception of the invention to be an inventor......

 .....while excluding any other reason to attain 
such qualification.



An inventor is someone who:

 Has a definite and permanent idea of the 
complete, operative invention as it is to be 
applied in practice, meaning that he has a 
specific, settled idea or a particular solution to a 
problem.

 Can describe his idea with particularity 
(complete mental picture of the invention) to 
allow a skilled artisan to reduce the concept to 
practice without extensive research or 
experimentation.



An inventor is someone who: (II)

 Conceived the initial, but detailed ideas, which defined 
the research which leads to the invention.

 Actually devised the experiments which form the basis 
of the patent application.

 Carried out experiments described in the application 
which required initiative to complete (i.e. because of 
unexpected practical difficulties).

 Interpreted the data disclosed in the application if the 
data was unexpected or its implications were unclear.



An inventor is not someone who: (I)

 Merely suggests a desired result without any disclosure of 
the means by which to accomplish the result.

 Simply carried out work under instruction (regardless of 
how much skill and effort this took).

 Merely assisted the actual inventor after conception of the 
claimed invention.

 Contributed ideas while the invention was being developed, 
but those ideas don’t contribute to the claimed invention.



An inventor is not someone who: (II)

 Supplied labour, supervision, routine techniques 
or other non-mental contributions.

 Had no part in the research, regardless of whether 
he funded it, contributed general work or 
assistance or was associated with it in other ways

 Was a Project Manager or Supervisor but did not 
contribute technically to the actual invention



How should inventorship be determined?

 Decisions on inventorship have to be made on a case by case basis
taking the claims as the definition of the invention and the 
documented evidence of participants.

 Each “potential inventor” needs to answer the questions, “what did I 
contribute intellectually to the patent application?” and “would the final 
conception without my contribution have been less (less efficient, less 
simple, less economical, less something of benefit)?

 Determination of inventorship is best done at the Patent Department
working in close cooperation with researchers and backing the 
decisions on documentary evidence.

 The Patent Department may make errors! Help them avoid them by 
keeping good records of your work! 



Some examples in Chemistry

 For conception of specific compounds one must not 
only have a mental picture of the structure or other 
characteristics that distinguish it from the prior art but 
also an operable process for making it.

 General knowledge regarding biological or other 
functional properties of groups of complex chemical 
compounds does not confer inventorship status with 
respect to specific compounds.



Challenges in implementation

 It frequently requires a change in corporate’s culture.

 Decisions on inventorship may not appear fair.

 An understanding by everyone that good ideas will be 
patented will encourage everyone who wishes to be an 
inventor to think creatively.

 One must not expect to be given the title of “inventor”
unless he truly deserves it.
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Why keeping lab notebook?

What needs to be determined:
• Who the inventor(s) is/are?
• What the dates of conception and reduction to practice 

are?

 Primary source of evidence when discussions on 
invertorship do arise:

• Interference in the US because of first-to-invent 
system

• Discussions with uncooperative inventors



Some concepts of US Patent Law

To prove a date of invention it is necessary:
• to have proof of the date of conception
• to show diligence in its reduction to practice, i.e steady, uninterrupted 

and constant work following conception

Invention in the US comprises two elements:
• Conception: A description containing details of the invention to 

enable a person of ordinary skill to make it operational without
further creative action is sufficient to establish conception . 

• Reduction to practice: Reduction to practice can be “constructive”
(by filing an enabling patent application) or “actual” (by making 
continuous and deliberate steps to reduce an idea into practice by 
completing a working finished product, such as a functional 
prototype or a useful composition e.g. the synthesis of a chemical 
compound)



Typical US Scenarios

 Party 1 was the first to conceive and 
reduce to practice

Party 1 prevails

Party 2 prevails

Party 1 prevails

 There are 3 simplified scenarios when determining first to 
invent:

 Party 1 was first to conceive, did not 
show diligence and Party 2 was first    
to reduce to practice

 Party 1 was first to conceive did show 
diligence but Party 2 was first to 
reduce to practice



Consequences

To prove a date of invention it is necessary:
• to have proof of the date of conception
• to show diligence in its reduction to practice, i.e steady, 

uninterrupted and constant work following conception

 Unexplained periods of inactivity could lose a case. 
Thus, all activities must be accounted for, say, sample 
analysis that resulted in a delay in the proceedings. 
Even apparently irrelevant entries noting “on vacation”
should be included

Rule:



What is essentially a lab notebook?

 A notebook is a log providing timed 
evidence of every activity undertaken by its 
owner.



The Golden Rule

 “The notebook should be maintained so carefully and 
completely that, at some later time, its author or any 
other scientist could repeat any experiment or operation 
using only the lab notebook as a resource”



Do use bound books (I)

 Inventors should use permanently bound notebooks, e.g., 
notebooks with glue bindings. 

 Each notebook is for the exclusive use of the person to whom 
it was issued.

 An exception is when several people are working on the 
same project in such a way that having entries split among 
several notebooks will result in notebooks which are not self-
understandable. 

 In such a case all people should share the same notebook 
(issued to all of them) and initial their own entries 



Do use bound books (II)

 The first pages of the notebook should contain the Table of 
Contents where each experiment is given a number, a title and 
the pages where information is to be found on the experiment.

 In general, the notebook should be arranged in chronological 
order, so that when an experiment ends the next one begins. 

 If one must start an experiment before another is finished, a 
note is made in the last page of the unfinished experiment with 
the page on which it will be continued.



Do sign and date (I)

 Each notebook should be signed and dated on the inside front 
cover to indicate the first day the recipient started using the 
notebook. Each entry should be signed and dated on all its 
pages.

 
 At least one but preferably two independent witnesses, i.e. 

someone who understands the technology but will not be 
named as a co-inventor in the invention, should sign and date 
each entry after the statement “Read, witnessed and 
understood by___________.”



Do sign and date (II)

 The objective of signing is not to merely show that the witness 
knows that the book existed at a certain date but to 
corroborate the inventor’s written evidence that certain work 
was actually done when and as that evidence indicates. 

 For this reason it is necessary that the witness has observed 
the work done and is actually able to understand what he 
reads and signs. 

 The witness should preferably sign the entries on a 
contemporaneous or fairly contemporaneous basis, but 
entries can also be reviewed, signed and dated on a periodic, 
e.g., weekly or biweekly basis.



Do use ink

 Notebook entries should be made in ink and in 
chronological order. 

 Entries should not be erased or "whited out". If an entry 
contains an error, a line should be drawn through the 
error so it can still be read and new text should continue 
in the next available space.



Don’t leave blank spaces

 Although for the sake of cleanliness and to make things easier 
to find, it is advisable to start each entry in a new page, blank 
gaps between entries should be avoided. 

 If a blank space is left on a page, a line or cross should be 
drawn through the blank space, and the page dated to 
prevent subsequent entries.



Don’t modify

 Prior entries should not be modified at a later date. If data 
were omitted, the new data can be entered under a new date 
and cross-referenced to the previous entry. 

 If necessary (i.e. the reason for the alteration is not obvious), 
a reason for the alteration should be given. This is to avoid 
suspicion of concealment. 

 Record experiments when they are performed.



Do staple attachments (I)

 Equipment generated data should be attached in the notebook 
or, when this is not feasible, notes should be made where such 
data can be found. 

 Cross-reference the notebook and the data that is not actually 
in the notebook. 

 Attachments such as graphs, or computer printouts should, 
when feasible, be permanently affixed in the notebook (e.g., by 
stapling). Sign and date across both the attachment and the 
underlying notebook page. 



Do staple attachments (II)

 If the attachment cannot be stapled, it should be placed in an 
envelop stapled to the notebook. The envelop and page 
should then be signed and witnessed making reference to the 
attachment being place in the envelop. 

 It is also advisable to label the space where the attachment 
will go with a description of the item and the results it 
contained. This way, if it is removed, there will be a record of
it.



Don’t remove originals

 No original pages should be removed from the notebooks 
(the pages should be numbered).



Do explain abbreviations and special terms

 Do use standard accepted terms; avoid abbreviations or 
code names, trademarks and trade names if possible.

 If they are used, explain abbreviations and terms that are 
non-standard. Explain in context, in a table of abbreviations, 
or in a glossary.



Do provide factual detail (I)

 Record test descriptions, including preferred operating 
conditions, control conditions, operable and preferred ranges 
of conditions, and alternate specific materials; test results and 
an explanation of the results; and photos or sketches of the 
results or the test device. 

 If standard procedures are used and not discussed in the 
notebook in detail, it should be noted where full descriptions of 
such standard procedures can be found. 

 For sketches, graphs and photos do provide an explanatory 
memoranda sufficient to identify and explain the subject 
matter. 



Do provide factual detail (II)

 Any conclusions should be short and supported by the factual 
data. 

 Only scientific conclusion based on what was actually done 
and observed and not on what one believes should have been 
done or observed must be made. 

 Opinions or speculation about the invention should be avoided 
(Avoid statements like: “the experiment failed (or worked)”, 
“the idea is obvious” .....)



Do outline new experiments

 Every time a new project or experiment is started a 
new page should be used, a title given and the 
objective and rationale should be briefly outlined 
(e.g., in a short paragraph or by providing a 
flowchart). 

 This will assist in removing subsequent speculation 
as to why the experiments were conducted.



Do keep a complete log of your activities

 Not only experiments run in the lab are important to 
support the existence of an invention.

 Relevant discussions from lab meetings should be 
recorded as should ideas or suggestions made by 
others. 

 The names of the people making the ideas and 
suggestions should be carefully documented. This 
information may be important in establishing 
inventorship



Do track notebooks

 Ideally, each lab should maintain a catalogue of notebooks in 
which each notebook is assigned a number, and the name of 
the author of each notebook is recorded.

 
 Further, the date the author received the notebook as well as 

the date the notebook was completed and turned should be 
recorded. 

 Upon leaving the lab, the author should return all notebooks 
checked out by or to him.



Do save completed notebooks

 All completed notebooks should be indexed (e.g., by 
number, by author, by subject area) and safely kept in a 
central repository, together with corresponding patent 
applications or patents. 

 Lab notebooks that relate to inventions on which patents 
have been granted should be kept for the life of the 
patent plus six years.



Do use correct grammatical style
(not key)

 In English use the past tense (e.g.,  “was heated) to 
describe the experiments that were actually performed.

 In Spanish use the impersonal (e.g.,  “se calentó) to 
describe the experiments that were actually performed.



Do not be frightened to write too much!

 Your laboratory notebook should be a complete record of 
what has been done.

 Remember, the more details you give, the better chances 
you will have of successfully proving you were the “first-to-
invent” if someone tries to patent your invention in the 
United States.



The Guidelines at a glance

• Do use bound books
• Do sign and date
• Do use ink
• Don’t leave blank spaces
• Don’t modify
• Do staple attachments
• Don’t remove originals
• Do explain abbreviations and special terms
• Do provide detail 
• Do outline new experiments
• Do keep a complete log of your activities
• Do track notebooks
• Do save completed notebooks
• Do use past tense



How does this may apply to your organization?

 In an ideal situation every R&D worker should maintain his own personal lab 
notebook.

 Some departments are more unlikely than other to generate patentable subject 
matter.

 Some departments’ way of working is not easily compatible with personal 
hand-written notebooks (microbiology, analysis).

 All other departments should implement personal notebook guaranteeing that, 
at least, a detailed log of the book owner’s activities is recorded with cross-
reference to the information not part of the notebook.

 All electronic information should be printed out in paper which can be dated, 
signed and counter-signed.



Notebooks’ physical requirements

 All pages must be numbered 
 Pages must be permanently bound (spiral not enough)
 Notebooks may be prenumbered
 Heading to contain space for:

• Project identification
• Title
• Identification of preceding page

 Footnotes to include:
• Name of experimenter, signature and date
• Name of witnesses, signatures and dates



 All pages must be numbered

 Pages must be permanently 
bound (spiral not enough)

 Project identification

 Title

 Identification of preceding page

 Name of experimenter, signature 
and date

 Name of witnesses, signatures 
and dates



The Notebook’s use instructions
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Overview

Recent US Case Law on Inventorship:
• University of Pittsburgh v. Hedrick, 573 F.3d 1290 (Fed. 

Cir. 2009) – conception does not require “scientific 
certainty”

• Nartron Corp. v. Schukra U.S.A., Inc., 558 F.3d 1352 (Fed. 
Cir. 2009) – inventor must contribute more than prior art

• IBEP v. Amgen, Inc., 475 F.3d 1256) (Fed. Cir. 2007) – co-
inventor’s transfer of rights can remove standing to sue

Experience Litigating “Date of Invention” in US Tribunals:
• Defending against AT&T ´335 in US District Court, Private 

Arbitration and US International Trade Commission 
• Notebooks show IBM 5,760,475 (priority claim to March 

30, 1987) is 102(g)(2) prior art against AT&T ‘335 (priority 
claim to Nov. 10, 1986) 
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US Courts
2001-06
2008-present

Private
Arbitrations
2006-07, ??

US ITC 
2008-present

 Fundamental Semiconductor Process Patent; 
 Frequently Asserted by AT&T and Successors
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 IBM ´475 issues in 1998, describes the invention in AT&T ´335, but 
priority date is later than November 1986 date of AT&T ‘335

“before such person's invention thereof, 
the invention was made in this country by 
another inventor who had not abandoned, 
suppressed, or concealed it.” 102(g)(2)….
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102(g)(2) prior art

 But notes in ‘475 file history show Oct 1985 reduction to 
practice, 17 months before filing (constructive reduction to 
practice) and 11 before AT&T ‘335; issue was whether IBM 
“had not abandoned, suppressed, or concealed”
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AT&T ´335 – The Patent That Won’t Die

 Agere v. Atmel, U.S. District Court, E.D. Pa. (2003-06):
• Agere (AT&T successor) sues Atmel on four patents, 

including AT&T ‘335
• Inventors Rana (AT&T) and Cronin (IBM) testify at trial
• Jury enters verdict that AT&T ‘335 invalid over prior art, 

including IBM ‘475
• Judge affirms
• Cases settles and non-final judgment vacated

 Agere v. Rohm, private arbitration (2006-07)
• Arbitration pursuant to licensing agreement
• Multiple patents
• Cronin testifies at arbitration
• Arbitrator rules AT&T ‘335 invalid over IBM ‘475 or not 

infringed by Rohm
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AT&T ´335 – The Patent That Won’t Die

 Agere and LSI v. 23 Respondents before U.S. International 
Trade Commission, Washington D.C. and E.D. Tex. (2008-
present):
• Seven respondents remain at July 2009 hearing (all but 

one of remainder settle)
• IBM inventors Cronin and Lee testify
• September 2009, ALJ enters initial determination that all 

asserted claims invalid over IBM ‘475
• Commission reverses and remands on issue of validity of 

single dependent claim
• January 2010, ALJ enters findings of infringement of single 

depndent claim
• Issue of remedies being briefed/heard
• Patent expires in July 2010; Can ITC exclusion order issue 

in time? (Back to E.D. Tex. for damages?)
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University of Pittsburgh – Conception 
Does Not Require Scientific Certainty

Patent for isolated stem cells derived from human fat 
tissue; University of Pittsburgh is actual assignee (despite 
University of California being listed on face)

22 March 2010 - Lunes de Patentes - © ABG Patentes

• Independent claims: 
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University of Pittsburgh – Conception 
Does Not Require Scientific Certainty

1996 – Katz and Llull at University of Pittsburgh begin working on 
cells derived from human adipose tissues (fat)

April 1997 – Katz and Llull realize and describe in laboratory 
notebooks and elsewhere how the cells can differentiate into bone, 
cartilage, fat and muscle cells, and into cells resembling nerve cells

June 1997 to June 1998 – Hedrick from the University of California 
visits Pittsburgh laboratory

June 1998 – Hedrick returns to California to continue work on 
Pittsburgh cells with Benhaim and Lorenz, later joined by Zhu

1999 – University of Pittsburgh files two provisional patent 
applications with Katz, Llull, Futrell and Hedrick as co-inventors 
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University of Pittsburgh – Conception 
Does Not Require Scientific Certainty

2000 – Hedrick files invention disclosure in U.C.; and Pittsburgh files 
PCT claiming priority from provisional apps with seven inventors

October 2004 – University of Pittsburgh files in Ca. C.D. section 256 
action to remove all ‘ 231 inventors except Katz and Lllull

June 2008 – Judge, relying on laboratory notebooks and other 
contemporaneous evidence, rules Katz and Llull had conceived 
invention in April 2007, before Hedrick´s fellowship; orders Hedrick 
and others removed; no deceptive intent, so patent still valid

July 2009 – Fed. Cir. affirms, since Llull and Katz, in April 1997:
“While not scientifically certain that they were observing a nerve cell, 
...had the firm and definite idea that nerve cells were present”
sufficient to inform one of ordinary skill of their invention
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35 U.S.C. § 256 Correction of Named 
Inventor

Whenever through error a person is named in an issued 
patent as the inventor, or through error an inventor is not 
named in an issued patent and such error arose without 
any deceptive intention on his part, the Director may, on 
application of all the parties and assignees, with proof of 
the facts and such other requirements as may be 
imposed, issue a certificate correcting such error.

The error of omitting inventors or naming persons who 
are not inventors shall not invalidate the patent in which 
such error occurred if it can be corrected as provided in 
this section. 
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Nartron Corp. – Inventor Must Contribute 
More Than Prior Art

22 March 2010 - Lunes de Patentes - © ABG Patentes

• Benson’s sole contribution: 
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Nartron Corp. – Inventor Must Contribute 
More Than Prior Art
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2006 – Nartron sues Borg Indak, supplier of electronic components to 
Schukra – a manufacturer of lumbar support systems that had 
contracted Nartron for work that led to the ‘748 patent – for 
contributory infringement 

Borg Indak moves to dismiss for failure to join a necessary party (i.e, 
for lack of standing), Schukra employee Benson, purported co-
inventor on the basis of his contribution of the extender of claim 11

2008 – Despite extender being known from prior art, E.D. Mich. 
grants motion to dismiss for failure to add co-inventor Benson

2009 – Fed. Cir. reverses: Benson’s addition of a prior art feature was 
insignificant in terms of the invention of claims 11, 6, 5 and 1, so he 
cannot be a co-inventor
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IBEP – Even With Correct Inventorship 
Co-Inventor Can Block Suit

22 March 2010 - Lunes de Patentes - © ABG Patentes

Rubinstein and 
Englemann´s 
invention; not 
assigned to IBEP
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IBEP – Even With Correct Inventorship 
Co-Inventor Can Block Suit

22 March 2010 - Lunes de Patentes - © ABG Patentes

Israel Bio-Engineering Project obtained rights to inventions made 
at the Weizmann Institute between 1982 and 1987

Claims 2 and 3 of ‘701 patent based on discoveries made by co-
inventors Engelmann and Rubinstein after 1988: under terms of 
five-year contract signed in 1982, not assigned to IBEP

2002 – IBEP sues Amgen and others in C.D. Ca. alleging 
product for treating rheumatoid arthritis and psoriasis infringes 
‘701 patent 

2005 – after appeal and remand, C.D. Ca. dismisses for lack of 
standing by IBEP

2007 – Fed. Cir. affirms
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IBEP – Even With Correct Inventorship 
Co-Inventor Can Block Suit

22 March 2010 - Lunes de Patentes - © ABG Patentes

A co-inventor of even one claim has co-ownership of entire 
patent

A single co-owner can stop other co-owners from suing for 
patent infringement

Looking beyond IBEP, lack of standing for divided ownership can 
occur in ways unrelated to co-inventorship – e.g., can be 
unintended consequence of tax avoidance scheme – and, like in 
IBEP, can be difficult to fix – e.g., in bankruptcy proceedings 
where creditors’ interests are rarely aligned
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Conclusions
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Winning a contest over date of invention requires 
contemporaneous documentation and corroboration, i.e., 
laboratory notebooks 

Conception does not require scientific certainty on the part of the 
inventor (University of Pittsburgh)

In the absence of deceptive intent, inventorship can be corrected 
without invalidating the patent (35 U.S.C. § 256 )

Adding single, insignificant limitation from the prior art will not 
confer co-inventorship (Nartron Corp.)

Co-ownership follows from co-inventorship, so even if 
inventorship is correct, co-ownership can remove ability to sue, 
and can be impossible to fix (IBEP) 
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