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History of Patent Reform

Last major revision to the patent statute was ~60 
years ago

Current efforts represent fourth attempt in the last 
six years:

– 2009 in House and Senate (reported out of the 
Judiciary Committee)

– 2007 passed House, placed on Senate calendar, 
but no action

– 2005 introduced in House
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Current Status:  Senate

Introduced on January 25, 2011

Unanimously approved by the Senate Judiciary 
Committee
– Third time committee has reported out a version of the 

Patent Reform Act since 2007

Full senate approval March 8, 2011, by a vote of 
95-5
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Current Status:  House

Introduced on March 30, 2011

April 14, 2011, House Judiciary Committee 
approved a slightly amended version by a vote of 
32-3

Full House vote is expected sometime in May 2011
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Highlights of Legislation

Changes from first-to-invent to 
first-inventor-to-file
– Eventually eliminates interferences and

creates derivation proceedings

Adds post-grant review proceedings

Replaces inter partes reexamination with 
inter partes review
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Highlights of Legislation

Allows preissuance submission by third parties

Allows for supplemental examination

Best mode, still required by applicants, but no 
longer a defense to infringement

Prioritized examination for technologies important 
to American competitiveness (e.g., “Green Tech.”)

Eliminates false marking suits except when filed by 
US or competitor suffering injury



99

Agenda

Introduction

First-To-Invent First-Inventor-To-File

Mechanisms to Challenge Patent/Application
– Post-Grant Review

– Inter Partes Review

– Preissuance Submission by Third Parties

Other Proposed Changes

Questions



1010

First-Inventor-To-File

First-To-Invent First-Inventor-To-File

Filing
Date
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Why First-Inventor-To-File v. First-To-File?
Provides relief for true inventors against derived patents

Provides for derivation proceedings within PTO and 
District Court (will likely be handled much like the current 
interference proceedings that exist today)

Effectively impose an obligation to monitor publication 
databases or risk losing patent to a deriving “inventor”
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Derivation Proceedings in PTO
Proposed 35 U.S.C. 135 provides:

– An applicant for patent may file a petition to institute a 
derivation proceeding.

– Any such petition may only be filed within 1 year after the 
first publication of a claim to an invention that is the same 
or substantially the same.

– If the Director determines that the standards for instituting 
a derivation proceeding are met, the Director may 
institute a derivation proceeding.

– Director’s determination whether to institute shall be final 
and nonappealable.
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Derivation Proceedings in District Court

Proposed 35 U.S.C. 291 provides:
– Owner of Patent A may file civil action against the owner 

of Patent B that claims the same invention and has an 
earlier effective filing date if Patent B was derived from 
the inventor of Patent A

– Such an action must be filed within 1 year after the 
issuance of the first patent (i.e., Patent B) containing a 
claim to the allegedly derived invention

– Expected to be procedurally similar to current actions 
under 35 U.S.C. 291
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First-Inventor-To-File

Senate vs. House
– House adds Prior User Rights

To an earlier inventor who failed to be the first inventor to file 

But both reduction to practice and commercial use must be at 
least 1 year before the effective filing date

Impact of change
– Rethink internal filing strategies (e.g., greater use of 

provisional filings)

– File as early as possible, especially in crowded 
technologies
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First-Inventor-To-File

Consider the following implication:
– A does not publicize invention until application publication

– B’s application may be blocked on obviousness over A

In EP/JP A’s application not used in obviousness (inventive 
step) analysis unless published prior to B’s filing date

Inventor A

Inventor B

Files app.
Jul. 1, 2010

Claims drawn to similar but different invention

Files app.
Jan. 1, 2010

Publication
Jan. 1, 2010
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Post-Grant Review (PGR) - Introduction

Allows challenge within 9 months (S) or 1 year (H) 
of patent grant

Can be based on any ground that could be raised 
under paragraphs (2) or (3) of 35 U.S.C. § 282
– Prior art

– Utility and patent eligibility

– Enablement, written description, definiteness

Broader grounds than current reexam or inter 
partes review
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PGR – Petition Requirements

A petition for post-grant review must:

– Identify all real parties in interest

– Identify with particularity each claim challenged and 
of challenge

– Affidavits or declaration of supporting evidence and 
opinions being relied upon by petitioner

Petitioner has the burden of proving unpatentability by 
a preponderance of the evidence
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PGR – Patent Owner Response/PTO Determination

Patent Owner has a right to file a preliminary 
response within 2 months of the petition.

– The response should set forth reasons why no 
post-grant review should be instituted.

The PTO must determine whether to institute a 
post-grant review within 3 months after receiving a 
preliminary response or, if no response is filed, the 
expiration of the time for filing such a response.

The determination by the PTO whether to institute a 
post-grant review shall be final and nonappealable.
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PGR – Standard for Initiation

Standard PTO will use for determining whether 
post-grant review is appropriate:

– Information, if not rebutted, would demonstrate 
that it is more likely than not that at least 1 claim 
is unpatentable

PTO may not need to consider rebuttal 
arguments that patentee could present

More likely than not (>50%)

– Or petition raises a novel or unsettled legal 
question of important to other patents
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PGR – Conduct of Proceeding
The Patent Trial and Appeal Board will conduct each 
proceeding

– May allow for discovery of relevant evidence

– Provide for Protective Orders

– Oral hearing

Final determination will be issued within 1 year after 
initiation

– For good cause shown, PTO may extend the 1-year period by 
no more than 6 months

Patent Owner may be allowed to amend claims but the 
amendments cannot enlarge the scope of the claims
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PGR - Appeals

Appeals from final decision

– Allows appeals to Federal Circuit

– Either party may appeal

– If appealed, both parties can 
participate

Decision to institute post-grant 
review is not appealable
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PGR - Estoppel
PTO:  May not request or maintain 
proceeding on ground petitioner raised or 
reasonably could have raised in the post-
grant review that resulted in final written 
decision

Civil action/ITC:  May not assert ground 
that petitioner raised during the post-grant 
review that resulted in final written 
decision

– Omits “could have raised”

– “final written decision” ≠ settlement
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PGR – Pros v. Cons

Advantages
– Broader grounds than reexamination or inter partes 

review

– Lower threshold than litigation

– Lower cost than litigation

– Fast:  final determination within 1-1.5 years

Disadvantages

– Must identify real parties in interest

– Estoppel effect (but lower than in inter partes review)
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Inter Partes Review

Replaces inter partes reexamination

Legislation discourages this procedure compared 
to Post-Grant Review

Trying to produce “stronger patents” from earlier 
challenges

Can only be filed 9 mos. after grant or after a PGR 
is terminated
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Inter Partes Review

Fewer arguments available
– Prior art only

Higher threshold standard
– Raising the threshold for inter partes review to 

reasonable likelihood that petitioner would prevail on 1 
claim

Would require more than more likely than not (PGR) and could 
require consideration of patentee rebuttal

– Also compare to current reexam threshold of substantial 
new question of patentability
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Inter Partes Review

Conduct of IPR
– Allows limited discovery

Includes deposition of witnesses submitting affidavits 
or declarations

– Like PRG

Can move to seal document or petition

Provides for protective orders

Allows either party to request an oral hearing

Final decision with 1 to 1.5 years
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Inter Partes Review

Once initiated, petitioner has burden of proof
– Prove proposition of unpatentability by preponderance of 

the evidence (same as PRG)

Any party can appeal to Federal Circuit
– Any party in IPR shall have right to participate in appeal

No appeal from decision whether to institute IPR
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Inter Partes Review

Estoppel effect
– Another factor encouraging PGR

– PTO:  May not request or maintain proceeding on ground 
petitioner raised or reasonably could have raised in IPR 
that resulted in a final written decision

– Civil action/ITC:  May not assert ground that petitioner 
raised or reasonably could have raised during IPR that 
resulted in a final written decision

Includes “could have raised”
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Inter Partes Review

Advantages
– Extends the “window” to request proceeding

– Like current inter partes reexamination, presents a less 
expensive way to challenge a patent

Short time to final decision

Oral hearing and appeal available

Motion to seal and protective order

– Does not require standing (compared to declaratory 
judgment action)

– Some discovery opportunities
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Inter Partes Review

Disadvantages
– Fewer arguments

– Higher threshold to initiate

– Bigger estoppel impact



3232

Preissuance Submissions by 3rd Parties

Offers substantially more 
opportunities than 37 C.F.R. 1.99, 
which specifically prohibits 
explanation of the submission or any 
other information and limits 
submission to 10 documents

Proposal requires concise 
description of the relevance of each 
document

No limit to number of documents
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Preissuance Submissions by 3rd Parties

Identify problematic applications during their 
pendency and submit prior art during examination
– Limited period of time

Unless case has been allowed

Have later of

– at least 6 months from publication

or

– until 1st rejection
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Preissuance Submissions by 3rd Parties

Advantages
– Can significantly impact prosecution

Opportunity to present art and arguments when examiner first 
evaluating claims

Can raise any ground of patentability

– Can remain anonymous

– Cost would be low

– No threshold
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Preissuance Submissions by 3rd Parties

Disadvantages
– Very early window

– Need to learn about and act on potentially-threatening 
applications shortly after their publication

– No opportunity to present additional arguments during 
pendency, no oral hearing, no appeal

– Puts art before Examiner presumption of validity over 
that art
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Supplemental Examination

Responds to calls for inequitable conduct reform

Mechanism for submitting prior art in your own 
applications

If you identify art after issuance, can submit and the 
PTO will indicate whether or not it raises a 
substantial new question of patentability

Feedback within 3 mos.
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Supplemental Examination

Can trigger reexamination
– But, patentee does not need to make any admissions 

regarding the art or claims

House added amendment that prohibits supplemental 
examination if Director determines fraud on Office was 
practiced or attempted

– In application or patent

– What investigation (if any) would be required regarding 
fraud
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Supplemental Examination

When to use?
– After due diligence

– After prelitigation analysis

– Alternative to withdrawing case from issue for citation of 
office actions in related cases, etc.

Protects you from this art being raised in an 
unenforceability challenge

– But, cannot submit art that has already been 
raised by a challenger in litigation
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Best Mode

Applicants still required to “set forth” the Best Mode 
contemplated for carrying out the invention.

But a failure to disclose a Best Mode will no longer 
be a basis for invalidity
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