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AN EXAMPLE... 

Granted Claim 

15°C 

10°C 

20°C Prio  

25°C 

In the priority year, a document is published that dicloses 17 °C.  
Is this document novelty-destroying?  
Does it matter whether this document was filed by the same applicant? 



ART 87 EPC 

      (1) Any person who has duly filed, in or for  

(a) any State party to the Paris Convention for the 
Protection of Industrial Property or  

(b) any Member of the World Trade Organization,   
 
an application for a patent, a utility model or a utility 
certificate, or his successor in title, shall enjoy, for 
the purpose of filing a European patent application in 
respect of the same invention, a right of priority 
during a period of twelve months from the date of 
filing of the first application.  

LEGAL BASIS 



ART 88 EPC 

(2) Multiple priorities may be claimed in respect of a 
European patent application, notwithstanding the fact that 
they originated in different countries. Where appropriate, 
multiple priorities may be claimed for any one claim …  
 
(3) If one or more priorities are claimed in respect of a 
European patent application, the right of priority shall cover 
only those elements of the European patent application which 
are included in the application or applications whose priority 
is claimed.  

LEGAL BASIS 



ART 88 EPC 

(2) Multiple priorities may be claimed in respect of a 
European patent application, notwithstanding the fact that 
they originated in different countries. Where appropriate, 
multiple priorities may be claimed for any one claim …  
 
G2/98 provides an explanation on how to understand the 
legislative intent underlying this provision.  G2/98 states 
that it is necessary to consult the historical documentation 
related to the EPC, in particular documents M/19, M/22, M/
23 M/48/I and M/PR/I (r. 6.3) 

LEGAL BASIS 



 
 
 
 
Headnote:  
“The requirement for claiming priority of "the same invention", 
referred to in Article 87(1) EPC, means that priority of a 
previous application in respect of a claim in a European patent 
application in accordance with Article 88 EPC is to be 
acknowledged only if the skilled person can derive the subject-
matter of the claim directly and unambiguously, using common 
general knowledge, from the previous application as a whole”.  
 
(see also Guidelines for Examination, F‑VI, 1.3) 

G 2/98 

Assessment of multiple priorities 



 
 
 
Reasons 8.4  
For selection inventions: the criteria applied by the EPO with 
a view to assessing novelty of selection inventions over the 
prior art must also be considered carefully when assessing 
whether the claim in the European patent application is in 
respect of the same invention as the priority application 
within the meaning of Article 87(1) EPC. 
 

NOVELTY/ADDED MATTER TEST 

Assessment of multiple priorities 

G 2/98 



THE FICPI MEMORANDUM  

§  G2/98, r. 6.4, “the [FICPI] memorandum can be 
said to express the legislative intent underlying Art. 
88(2), second sentence, EPC”. 

 
r. 6.7: The “OR”-claim 
Multiple priorities can be claimed for an “OR”-claim  
“As regards the "OR"-claim (point 6.5 (ii) supra), it is held in the 
memorandum that where a first priority document discloses a 
feature A, and a second priority document discloses a feature B for 
use as an alternative to feature A, then a claim directed to A or B 
can enjoy the first priority for part A of the claim and the second 
priority for part B of the claim”.  

 

LEGAL BASIS 
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THE FICPI MEMORANDUM  

§  G2/98, r. 6.4, “the [FICPI] memorandum can be 
said to express the legislative intent underlying Art. 
88(2), second sentence, EPC”. 

 
r. 6.7: The “OR”-claim 
Multiple priorities can be claimed for an “OR”-claim  
“It is further suggested that these two priorities may also be claimed 
for a claim directed to C, if the feature C, either in the form of a 
generic term or formula, or otherwise, encompasses feature A as 
well as feature B. The use of a generic term or formula in a claim 
for which multiple priorities are claimed in accordance with Article 
88(2) EPC, second sentence, is perfectly acceptable under Articles 
87(1) and 88(3) EPC, provided that it gives rise to the claiming of a 
limited number of clearly defined alternative subject-matters”.  
 

LEGAL BASIS 



„OR“-claim 
–  Priority document P1: feature A 
–  Priority document P2: feature B (either explicit or implicit it should be 

an alternative to feature A) 
–  Claim directed to “A or B” can enjoy priorities of P1 and P2, 

respectively, i.e. P1 for A and P2 for B 
–  Claim directed to C in the form of, e.g., a generic term or formula 

encompassing A and B can also enjoy the priorities of P1 and P2 
–  An “OR”-claim requires a „limited number of clearly defined 

alternative subject-matters“ 

       P1    P2 



§ What does “limited number” mean? 
§ What does “clearly defined” mean? 
§  Must these alternative subject-matters be set forth in the 

application of the EP application in the form “or” 
alternatives? 
§  E.g. must the claim recite nails or screws, to secure priority P1 for 

nails and priority P2 for screws, or can the claim simply be 
directed to “fastening means”? 

§  In the latter case, claim would have partial priority P1 for nails, P2 
for screws and EP filing date for any other fastening means! 

  

…PROVIDED THAT IT GIVES RAISE TO LIMITED NUMBER OF 
CLEARLY DEFINED ALTERNATIVE SUBJECT-MATTERS 



§ What does “limited number” mean? 
§ What does “clearly defined” mean? 
§  Must these alternative subject-matters be set forth in the 

application of the EP application in the form “or” 
alternatives? 
§  E.g. must the claim recite chlorine or bromine, to secure priority 

P1 for chlorine and priority P2 for bromine, or can the claim simply 
be directed to “halogens”? 

§  In the latter case, claim would have partial priority P1 for chlorine , 
P2 for bromine and EP filing date for any other halogen! 

  

…PROVIDED THAT IT GIVES RAISE TO LIMITED NUMBER OF 
CLEARLY DEFINED ALTERNATIVE SUBJECT-MATTERS 



1. Broadening of chemical formulae 
§  P1:    narrow chemical formula 
§  P2: broader chemical formula including the narrower 

formula of P1 
§  EP:  claims broad formula from P2 and has specific 

example from P1 
§  Broader chemical formula will enjoy priority date of P1 for 

the narrower formula and the priority date of P2 for the 
remaining formula 

 P1    P2 
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FICPI MEMORANDUM – PAGE 2 



FICPI MEMORANDUM – PAGE 4, ITEMS 26-28 

Granted Claim 

15°C 

10°C 

20°C Prio  

25°C 

2. Broadening of range (temperature, pressure, 
 concentration, etc.) 



§  P1: method for coating the inner wall of a pipe 
§  P2: method for coating the inner wall of bottles or any other 

hollow bodies 
§  Broader claim directed to the method of P2 will enjoy priority 

date of P1 for the use according to P1 and the priority date of P2 
for the remaining uses (only the method for coating the inner 
wall of a pipe will enjoy the first priority date) 

        P1    P2 

 

FICPI MEMORANDUM – PAGES 4-5, ITEMS 29-32 

3.  Broadening of field of use  



„A claim may have multiple priorities“ (Article 88(2) EPC, 2nd sentence) 

 “The use of a generic formula in a claim for which multiple priorities 
are claimed in accordance with Article 88(2) EPC, second sentence, is 
perfectly acceptable under Article 87(1) and 88(3) EPC, provided that it gives 
rise to the claiming of a limited number of clearly defined alternative 
subject matter”. 

(Memorandum expressing the legislative intent underlying Article 88(2) EPC, second sentence) 

 
 
 

 
 

Since this decision of the Enlarged Board of Appeal, the boards have held that in 
order to be able split a claim into different priorities, each priority domain must 
be individualized in the claim (e.g. T 1127/00, r.6)  

 

 

 

Assessment of multiple priorities 

Confirmed in G 2/98 
“It follows that priority for a claim, ie. an "element of the invention" within the meaning of 
Article 4H of the Paris Convention, is to be acknowledged, if the subject-matter of the 
claim is specifically disclosed be it explicitly or implicitly in the application documents 
relating to the disclosure, in particular, in the form of a claim or in the form of an 
embodiment or example specified in the description of the application whose priority 
is claimed, and that priority for the claim can be refused, if there is no such disclosure” (r.4). 



„A composition comprising a component of type A in an amount of 1 and 10%”. 
 

The priority document lacks a disclosure of the broad range (1 to 10 %) 

The priority document discloses a range of 4 to 6 %.  

Since the range of 4 to 6 % is not individualized in the claim at stake, the 
priority claim was considered invalid. 

Document published after “priority document” but before “filing date” was found 
to be prior art under Art. 54(2) EPC for the subject-matter of claim 1 

 relevant for inventive step 

T 1877/08  Board 3.3.10 FEB 2010 



T 1877/08  Board 3.3.10  FEB 2010 

Comp A Comp B Comp C 

Prio Doc 30-35% 35-65% 2-10% 

Granted claim 30-65% 33-69% 1-10% 

2.3 … claim 1 discloses ranges of numerical 
values different from those disclosed in the 
priority document  The skilled person cannot 
derive the subject-matter of claim 1 directly and 
unambiguously, us ing common general 
knowledge, from the previous application as a 
whole    priority not acknowledged. 



T 1877/08  Board 3.3.10  FEB 2010 

Comp A Comp B Comp C 

Prio Doc 30-35% 35-65% 2-10% 

Granted claim 30-65% 33-69% 1-10% 

 
2.4 “… in the present case, however, the claimed amounts 
represent a continuum of a numerical range of values which 
does not correspond to distinctive alternative embodiments. 
Consequently, no separable alternative embodiments, i.e. 
elements in the sense of Article 88(3) EPC, can be 
identified within that continuum, which could enjoy the claim 
to the first priority date of 26 July 1990”. 



„A composition comprising a component of a generic 
formula A”. 

The priority document failed to disclose such generic 
formula. 

The priority document discloses a specific compound falling 
underneath this formula.  

The priority claim was considered invalid 

T 1127/00  Board 3.3.08  DEC 2003 



TOXIC DIVISIONAL APPLICATIONS 

Divisional application may become prior art under Art. 54 (3) 
EPC against parent application. 

  
 
 
 
 
 
 
 
 
 

Claim 1 
Prio 



TOXIC DIVISIONAL APPLICATIONS 

Divisional application may become prior art under Art. 54 (3) 
EPC against parent application. 

  
 
 
 
 
 
 
 
 
 

Claim 1 
Div 

Prio 



TOXIC DIVISIONAL APPLICATIONS 

Divisional application may become prior art under Art. 54 (3) 
EPC against parent application. 

  
 
 
 
 
 
 
 
 
 

Claim 1 
Div 

Prio 

Claim 1 Div 



§  Priority document:  
§  Security device that “comprises a printed or embossed feature (10)” 

§  Opposed EP Patent: 
§  Claim 1: Security device that “comprises a feature (10)” 
§  Claim 1 not entitled to priority 

(due to omission of “printed or embossed”)  
§  Unallowable intermediate generalization of specific embodiment 

§  Prior Art cited: Divisional application of the same patent 
family:  
§  Divisional application contained a specific embodiment falling within 

scope of claim 1 of patent in suit… 
§  … which was disclosed in the priority document 

“TOXIC DIVISIONALS” (T 1496/11) 

e.g. T 1127/00 



 

§  Disclosure of the specific embodiment in the 
divisional application takes away novelty of the parent 
application under Article 54(3) EPC, because 

§  Divisional has an earlier effective filing date 
§  Divisional discloses subject-matter within claim 1 of the 

parent patent 

“TOXIC DIVISIONALS” (T 1496/11) 

Claim 1 Div 



TOXIC PRIORITY APPLICATIONS 

Priority application may become prior art under Art. 54 (3) EPC 
against subsequent application 
 
Priority application published EP application 

  
 
 
 
 
 
 
 
 
 

Claim 1 Prio 



In T 1222/11 of December 4, 2012, Board 3.3.07 disagreed with the 
previous approach.  

They held that also a generic claim may have multiple priorities, 
independent of whether or not a specific embodiment disclosed in the 
priority document is identified in the claim as a separate alternative 
embodiment. 

 
•  11.4 “The Board is aware of decisions … according to which the condition 

"provided that it gives rise to the claiming of a limited number of clearly 
defined alternative subject-matters" … was seen as characterizing the 
manner in which the subject-matter of the "OR"-claim must be defined. In 
decisions T 1877/08 and T 476/09, the claim of the application defined larger 
numerical ranges than those defined in the priority document”.  

•  11.6 “…there is no reason why the assessment of partial priority for an “OR”-
claim should be different depending on whether a single priority or multiple 
priorities are claimed, nor is there any provision in the EPC which would 
support a different view…” 

T 1222/11 – OBITER DICTUM 

T 1222/11  Board 3.3.07 DEC 2012 



 
Legislative intent stipulates that 
§  “limited number of clearly defined alternative subject-matters“ is to 

be conceptually identified “by a comparison of the subject-matter of 
that OR-claim with the disclosure of the multiple priority documents, 
so as to determine which parts of the OR-claim or alternative 
subject-matters are covered by the rights of priority claimed 

§  It “does not depend on whether the narrower subject-matter 
disclosed in the earlier application is identified in said later 
application” 

§  “…partial priority is not reserved only to claims which define on their 
own ‘a limited number of clearly defined alternative subject-matters’ 
” (e.g. product with feature A or B) 
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T 1222/11 – OBITER DICTUM 

T 1222/11 – OBITER DICTUM 



More liberal approach of Board 3.3.07 

 

Is this to the advantage of the applicant? 

Not necessarily! 

According to this approach, any application that discloses an embodiment 
falling within the claim of a subsequent application is the first application in 
the sense of Art. 87 EPC.  
 

January 
1, 2010 

August 
1, 2010 

January 
1, 2011 

August 
1, 2011 

4 % of A 1-10% of A 



More liberal approach of Board 3.3.07 

 

Is this to the advantage of the applicant? 

Not necessarily! 

According to this approach, any application that discloses an embodiment 
falling within the claim of a subsequent application is the first application in 
the sense of Art. 87 EPC.  
 

January 
1, 2010 

August 
1, 2010 

January 
1, 2011 

August 
1, 2011 

4 % of A 1-10% of A FIRST APPLICATION? 
PRIORITY YEAR? 

T 1127/00 T1222/11 



T 0557/13 3.3.06 DECEMBER 17, 2014 

EP 0921183 (based on a divisional application of 95 923 
299.2) 
Granted claim: 
 
 
 
 
The patent was revoked by the OD based on the claims not being fully 
entitled to their priority and, as a result, the published parent application 
(D1) becoming Art. 54(3) EPC prior art. 
 
The OD is of the opinion that the claim 1 is unambiguously derivable 
from the parent application D1 (r. 2.2). 
 
 

 
 



Priority 
document, 
page 10  

Claim 1  



Priorit
y 
docu
ment, 
page 
10  

Clai
m 1  

The passage on page 10 of D16 does not constitute a basis for 
granted claim 1. The omission of „an amine salt and/or amide 
formed by reacting at least one molar proportion of a hydrocarbyl 
acid having from 1 to 4 carboxylic groups or ist anhydride“ in granted 
claim 1 constitutes an intermediate generalization of the teaching 
of D16.  The subject-matter of claim 1 has been generalized and 
thus not represent the same invention as set out in the priority 
document. 



The passage on page 10 of D16 does not constitute a basis for 
granted claim 1. The omission of „an amine salt and/or amide 
formed by reacting at least one molar proportion of a hydrocarbyl 
acid having from 1 to 4 carboxylic groups or ist anhydride“ in granted 
claim 1 constitutes an intermediate generalization of the teaching 
of D16.  The subject-matter of claim 1 has been generalized and 
thus not represent the same invention as set out in the priority 
document. 
Priority not validly claimed: The parent application (D1) … discloses 
at least in Example 1 an embodiment falling within the scope of 
claim 1. 
 
…the embodiment disclosed in D1 anticipates the subject-matter of 
granted claim 1 which is only entitled to the filing date…    
Parent application is novelty destroying for the divisional application

  



r. 3.2 
 
The parent application (D1) … discloses at least in Example 1 a cold flow 
improver in the form of an oil-soluble polar nitrogen composund carrying 
two or more substituents … 
 
The description of this embodiment is identical to that provided in the 
priority document … and is entittled to the claimed priority date… 
 
Therefore the embodiment disclosed in D1 anticipates the subject-matter 
of granted claim 1 which is only entitled to the filing date. 

Claim 1 Parent 
T 1877/08 

In agreement with  



r. 3.2 
 
The parent application (D1) … discloses at least in Example 1 a cold flow 
improver in the form of an oil-soluble polar nitrogen composund carrying 
two or more substituents … 
 
The description of this embodiment is identical to that provided in the 
priority document … and is entittled to the claimed priority date… 
 
Therefore the embodiment disclosed in D1 anticipates the subject-matter 
of granted claim 1 which is only entittled to the filing date. 

Claim 1 Parent 
T 1877/08 

In agreement with  

PATENT PROPRIETOR 
APPEALED THE 

DECISION 

T 0557/13 3.3.06 DECEMBER 17, 2014 



T 0557/13 3.3.06 DECEMBER 17, 2014 

Minutes of the oral proceedings of December 17, 2014: 
 
The Chairman then declared the debate closed and announced that the 
Board will refer one or more questions to the Enlarged Board of Appeal … 
 

So far, no questions have been decided on 
 
 
 

  
 



DECISION DATES 

§  T 1127/00 – 16.12.2003 – 3.3.08 – strict 
§  T 0665/00 – 13.04.2005 – 3.3.07 – lenient 
§  T 1443/05 – 04.07.2008 – 3.3.01 – very strict 
§  T 0184/06 – 21.03.2007 – 3.3.06 – very strict 
§  T 0680/08 – 15.04.2010 – 3.2.05 – lenient 
§  T 1496/11 – 12.09.2012 – 3.2.05 - strict 
§  T 1222/11 – 04.12.2012 – 3.3.07 – generous (obiter) 
§  T 0571/10 – 03.06.2014 – 3.3.07 – generous  
§  T 0557/13 – 19.12.2014 – 3.3.06 – Referral to EnBoA 
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TRANSFERRING PRIORITY RIGHTS 
ART 87 EPC 

      (1) Any person who has duly filed, in or for  

(a)  any State party to the Paris Convention for the 
Protection of Industrial Property or  

(b)  any Member of the World Trade Organization,   
 
an application for a patent, a utility model or a utility 
certificate, or his successor in title, shall enjoy, for 
the purpose of filing a European patent application 
in respect of the same invention, a right of priority 
during a period of twelve months from the date of 
filing of the first application.  



PATENT/PATENT APPLICATION 
 
 

Patent/Patent 
application 

as such  

Right of priority 

Two independent rights that can be transferred 
independently one from the other 

TRANSFERRING PRIORITY RIGHTS 



Art. 4 A Paris Convention 
 
(1) Any person who has duly filed an application for a patent, or for the 
registration of a utility model, or of an industrial design, or of a trademark, 
in one of the countries of the Union, or his successor in title, shall enjoy, 
for the purpose of filing in the other countries, a right of priority during the 
periods hereinafter fixed. 
 
The right of priority belongs to the person who filed the first application.  
The right to priority can only be exercised by the applicant of the priority 
application or by the successor in title of this applicant. 
 
 
 
If the applicant of the priority application and the applicant of the 
subsequent application claiming its priority are not the same (or his 
successor in title), the priority may not be validly claimed. 
 
 



Applicant A    EP 1       1.01.2012 
 
 
 
 



Applicant A   EP 1     1.01.2012 
 
 
 
Applicant A   EP 2/PCT etc.    1.01.2013 
 
 
+ Applicant B, C 
etc. 

Claiming priority  



Applicant A   EP 1   1.01.2012 
 
 
 
Applicant X   EP 2/PCT etc.  1.01.2013 
 
 

Transfer of priority right from Applicant A to 
Applicant X  

+ Applicant B,C 
etc. 

Claiming 
priority 



 

Example:  
An English inventor, working for a UK subsidiary of a German company, 
makes an invention. A US provisional is filed as first application in the 
name of the inventor. Within the priority year, a EP application is filed in 
the name of the German mother company. No documents are signed to 
transfer the right of priority. 

Is the priority claim valid? 
 
What are the formal requirements for the transfer of the priority right? 
 

TRANSFERRING PRIORITY RIGHTS 



Recent EPO case law dealing with the assignment of priority rights 

•  T0062/05 
Priority application JP filed by Nihon GE Plastics K.K. 
 
Subsequent EP application filed by General Electric Co. 
No assignment – The patentee tried to demonstrate that the 
assignment was implicit to the circumstances (without success). 
 
The Board concluded that the same standard has to be applied 
for such a transfer as for the transfer of a European patent 
application (Art. 72 EPC): in writing and signed by both parties. 
 
Severe standard for a valid transfer of priority right of a first 
filing. 



 
•  In Germany, such an assignment of a priority right does 

not have to be in written form and may even be implied. In 
its decision Fahrzeugscheibe of 16.4.2013, the 
Bundesgerichtshof explicitly disagreed with T 62/05. In 
this case, the implied transfer of the priority right between 
two companies of the group was acknowledged. 

•  In the USA, a written assignment is necessary. 

So applicable law may be decisive for the validity of the 
priority claim! But which law is applicable? 



English case law, High Court of Justice, 12.6.2009 
 
US priority application filed in the name of an employee of Cook Biotech and two 
further inventors not employees of Cook Biotech 
 
Subsequent PCT application filed by Cook Biotech 
 
EP granted and validated in GB 
 
The only assignment document between the two further inventors and Cook 
Biotech was a document dated after the filing date of the PCT application 

Claiming 
priority  



English case law, High Court of Justice, 12.6.2009 
 
US priority application filed in the name of an employee of Cook Biotech and two 
further inventors not employees of Cook Biotech 
 
Subsequent PCT application filed by Cook Biotech 
 
EP granted and validated in GB 
 
The only assignment document between the two further inventors and Cook 
Biotech was a document dated after the filing date of the PCT application 

The patent was revoked because the assignment of the priority right should have 
taken place before the filing of the subsequent application, and documents which 
were published in the priority interval were found to be prejudicial to the 
patentability. 
 

In this case, the law of the country of protection (lex protectionis) is applied. 

Claiming 
priority  



Recent EPO case law dealing with the assignment of priority rights 

•  J 0019/87 
Priority application GB filed by A. 
 
 
Transferred to B „with all rights derived therefrom“ 
 
 
Transferred back to A 
 

Within the 
priority 
year 

Transfer in writing and signed by both 
parties 

Transfer in writing and signed 
only by B 

Under Art. 114(1) EPC the Board requested legal opinion as to whether 
according to English law A is the successor in title of B and whether A is entitled 
to validly claim priority. 
The English patent barrister found that in spite of the lacking signature of A, of 
the final assignee, the transfer back was valid according to English law. The 
Board concluded that the transfer was valid and that the priority was validly 
claimed. 
Not so severe standard for a valid transfer of priority right of a first filing, but 
verified the situation according to national law. 



Recent EPO case law dealing with the assignment of priority rights 

•  T 1008/96 
Priority application IT utility model filed by A. 
 
 
Subsequent EP application filed by B 

The documents produced by patentee and opponent as concerns the 
valid transfer of the priority were however inconsistent.  
 
At the end therefore the Board came to the conclusion that the 
documents proving transfer of the priority right according to Italian law 
were not sufficiently convincing.   
 
Consequently the priority was not validly claimed and the patent revoked 
due to a public prior use of the patentee within the priority year. 
 

Claiming 
priority  



Decision of the OD in EP 09 000 013.4 / 31.05.2013 
 
§  US provisional filed by Taiwanese inventor 
§  EP application filed by partner of inventor’s employer with whom 

special trust agreements had been signed. 

§  OD: Transfer from Taiwanese inventor to his employer governed by 
Taiwanese law, without a need of assignment. The fact that US 
application was filed in the name of the inventor is only due to the 
formal US requirement. 

§  Transfer from the employer to the EP applicant has to be analyzed 
under US law. “35 U.S.C. 261 leaves no doubt that such an instrument 
in writing must contain clear language with regard to the fact thae 
somehting is assigned...”. The trust agreements do not meet this 
requirement. Priority thus invalid.  



German case law, OLG Düsseldorf, 6.12.2012 
 
US priority applications (provisionals) filed in the name of the inventors 
(employees of a JP University) 
 
Subsequent PCT application filed by JP University 
 
No assignment document dated before the filing of the PCT application. 
Applicant argued that priority applications are assigned according to Japanese 
Inventor law  Court not persuaded 

i)  US law is applicable. 

ii)  The right of priority can be transferred only after filing of the priority application. 
Consequently, also in the case where the inventors are US applicants only due 
to formal US requirements, there must be a subsequent transfer of right.  

Claiming 
priority  



CONSEQUENCES FOR PRACTICE AND PRACTICAL ADVICE 
 
Applicable law not clear (at least not in all countries): Danger that the single document for 
the assignment of priority right be interpreted and assessed using a multitude of different 
laws.  
 
Risk of priority being invalid          Relevant prior art added to the proceedings 
 
The assignment must be made before filing the subsequent application: there is no remedy 
at a later stage 
 
Safer to file the subsequent application in the name of exactly the same applicants as the 
priority application, and assign the application later on. 
 
If an assignment of the priority right is to be made, do it: 

–  In writing 
–  Dated before the filing of the subsequent application 
–  Signed by all parties to the assignment  
–  Clearly state that not only the right to priority but also the right to the patent in the same 

(internal priority) and in all other countries is assigned 
–  Clearly identify the priority application (country of filing, filing date and filing number) 
–  Clearly state that the priority right derived from the application is transferred 
–  Indicate the law which governs the assignment 

 



55 

THANK YOU FOR YOUR ATTENTION 
 

Questions? 
 

jrenken@hoffmanneitle.com 


