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In page 499 of a paper published in1990 (*), Giles S. Rich, then Chief Judge of the
US Court of Appeals for the Federal Circuit, coined the phrase:

"The name of the game is the claim"

(*) Giles S. Rich, "Extent of Protection and Interpretation of Claims - American Perspectives", 
International Review of Industrial Property & Copyright Law (IIC), 1990, vol. 21, pp 497-519 
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If "The name of the game is the claim", every patent 
professional should learn how to play the game 
nowadays, particularly in the EPO and the USPTO.

Besides, in order to play the game fairly, the following 
codes of professional ethics should be followed: (*) 

The patent professional must always be honest in his 
communications with the patent office and with his clients

The patent professional must be an advocate for his client : 

- Not to draft only narrow claims unless his client has requested 
it (the examiner has no duty to say that broader claims are 
possible); 

- Not to conform to the caprices of the examiner just to 
expedite allowance of a case, but be ready to argue on his 
client's behalf.

(*) From "WIPO Patent Drafting Manual", pp.125-126.
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When looking for a valuable patent protection, the question 
"Is there anything patentable among these R&D results?" is 
WRONG
If the results are original, one can always find something patentable; but 
it may be minor and worthless.

Example: granted EP for

The RIGHT question is: "From this knowledge (R&D results, etc.) 
are we able to find out any invention which is worth being 
patented?"

WORTHY
PATENT 

APPLICATION
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Inventors/applicants knowledge
- "Positive" experiments (those that 
"work", preferably ordered by their activity)

- "Negative" experiments (those that "do 
not work". They are not part of the 
invention, but they may be useful to define 
limits (comparative examples) and/or as 
inventive step arguments

- Technical ideas/drawings related to de 
invention

- Business considerations (PATENTS 
ARE ABOUT MAKING MONEY!), often 
provided from non-inventors (e.g. managers 
or marketing people)

- Known prior art

- Etc.

?

Are we able to draft claims which are worth being patented?       
(out of inventors/applicants knowledge and our own skills)

Inventions, i.e. claims
- products/entities,

- processes of making products,

- other processes/methods, including 
"uses"

claims which are:

... technical solutions to technical 
problems (have technical character 
and industrial applicability)

... patentable (are novel, involve 
inventive step, are supported by the 
description, etc.) 

... enforceable before courts (to deter 
imitation or to prosecute infringers), and

... protecting against imitation of 
some profitable activity (to provide a 
competitive advantage)

This is the question!
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When an claim has been drafted, one should carry 
validity and infringement checks

With experience, the draftsman applies the following checklist without 
thinking, and continuously while the claim is being drafted. The objective 
are that the claim, being clear, is not so narrow as to be commercially 
useless but not so broad that is unpatentable.

Main validity checks:
- Is the claim novel?

- Does the inventive step argument work?

- Is the claim a "mere desideratum" (a result without mentioning how it is 
achieved)?

Main infringement checks:

- Does the claim have an too limiting word or feature?

- Does the claim cover what is made or sold, including components?

- Is the claim self-contained? (can it be understood without reference to 
external, non-claimed matter?)
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Bibliography on patent application drafting
- J.G. Sheldon, "How to Write a Patent Application",  Practising Law 
Institute, New York, 2nd Edition (loose-leaf, updated approx. 1-2 times/year); 
Release  No.1, April 2010, more than 1.300 pp.; ISBN 978-1-4024-1295-0.

- R.C. Faber, "Faber on Mechanics of Patent Claim Drafting", Practising 
Law Institute, New York, 6th edition (loose-leaf, updated approx. 1 time/year); 
more than 1.000 pp; Release No. 3, July 2010; ISBN 9781402411342.

- P. Cole (author & compiler), "Fundamentals of Patent Drafting", The 
Chartered Institute of Patent Attorneys (CIPA), London 2006, 306 pages; ISBN 
0903932237. Price (postage not included): 25 GBP.

- G. Roberts, "A Practical Guide to Drafting Patents", EIPR Practice Series 
# 3, Thomson-Sweet & Maxwell, London 2007, 168 pages; ISBN 10 
0421938609. Price (postage not included): 85 GBP. 

- S.A. Becker, "Patent Application Handbook", 2008 edition, West Group; 
more than 1.000 pages; ISBN 0314102426. Price: 607 USD.

- "WIPO Patent Drafting Manual", Pub. No. 867E (2009). "Manual de la 
OMPI de redacción de solicitudes de patentes", Pub. No. 8675 (both are 
free of charge in www.wipo.int, and will be distributed to the list)
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Official references for claim drafting
EPO

- EPC & Regulations (15th ed., Oct. 2013)
- EPO Guidelines for Examination in the EPO. Part A, Chapter IX; Part F, Chapters 
I-IV (June 2012 Edition; latest revision Sept. 2013). Referred to as "[EPO Guidelines]" 
in the slides.

USPTO
- 35 United States Code - Patents (35 USC)
- 37 Code of Federal Regulations (37 CFR)
- Manual of Patent Examining Procedure (MPEP), Chapter 600 (Parts, Fom, and 
Content of Application), 8th Edition August 2011, Revision August 2012. Referred to 
as "[US MPEP]" in the slides.

OEPM
- Ley de Patentes (LP) y Reglamento de Ejecución (RLP) [revisándose; se han 
publicado dos borradores de anteproyecto, oct. y dic.2013; quiere aprobarse en 2014]
- OEPM Directrices de Examen de Solicitudes de Patente. Octubre 2006.
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The first time that the Guidelines structure has 
been substantially modified, by concentrating 

substantive law in new parts F, G & H 

"These Guidelines are addressed primarily to EPO staff but it 
is hoped that they will also be of assistance to the parties to the 
proceedings and patent practitioners, since the success of the 
European patent system depends on the good cooperation 
between the parties and their representatives on the one hand 
and the EPO on the other" (General Part, 3.1). 
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USPTO Manual of 
Patent Examining 
Procedure (MPEP) 

Latest revision 
August 2012

35 USC, 37 CFR

600 Content of 
Appln. 

608 Disclosure

608.01 
Specification

608.01(i) 
Claims
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EPC Article 84: Claims

The claims shall define the [subject] matter for which protection
is sought [claims do not define 'the invention']. They shall be clear                    
and concise and be supported by the description.

EPC Article 69: Extent of protection

(1) The extent [scope] of the protection conferred by a European patent or a 
European patent application shall be determined by the claims. Nevertheless, the 
description and drawings shall be used to interpret the claims.

Protocol on the Interpretation of Article 69 EPC

(1) General principles. Article 69 should not be interpreted as... On the contrary, it is
to be interpreted as defining a position between these extremes which combines a 
fair protection for the patent proprietor with a reasonable degree of legal 
certainty for third parties.

(2) Equivalents. For the purpose of determining the extent of protection conferred by 
a European patent, due account shall be taken of any element which is equivalent 
to an element specified in the claims.
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35 USC 100. Definitions.
When used in this title unless the context otherwise indicates
(a)The term “invention” means invention or discovery ['discovery' inter 
alia in USA Constitution 1789, and in Spanish Constitution 1812].
(b)The term “process” means process, art, or method, and includes a 
new use of a known process, machine, manufacture, composition of matter,
or material... [but there are not 'use claims' in US]
...
(j) The term "claimed invention" means the subject matter defined by a 
claim in a patent or an application for a patent.

35 USC 101. Inventions patentable [statutory classes of 
claims]
Whoever invents or discovers any new and useful process, machine, 
[article of] manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title ['use' is not a claim class in US].
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35 U.S.C. 112 Specification 
... 

(b) CONCLUSION. The specification shall conclude with one or more 
claims particularly pointing out and distinctly claiming the subject 
matter which the inventor or a joint inventor regards as the invention. 

(c) FORM. A claim may be written in independent or, if the nature of the 
case admits, in dependent or multiple dependent form. 

(d) REFERENCE IN DEPENDENT FORMS. Subject to subsection (e), a 
claim in dependent form shall contain a reference to a claim previously 
set forth and then specify a further limitation of the subject matter 
claimed. A claim in dependent form shall be construed to incorporate by 
reference all the limitations of the claim to which it refers.

[cont.]                       
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35 U.S.C. 112 Specification [cont.]

(e) REFERENCE IN MULTIPLE DEPENDENT FORM. A claim in multiple 
dependent form shall contain a reference, in the alternative only, to more 
than one claim previously set forth and then specify a further limitation of 
the subject matter claimed. A multiple dependent claim shall not serve 
as a basis for any other multiple dependent claim. A multiple dependent 
claim shall be construed to incorporate by reference all the limitations of 
the particular claim in relation to which it is being considered. 

(f) ELEMENT IN CLAIM FOR A COMBINATION. An element in a claim
for a combination may be expressed as a means or step for performing a 
specified function without the recital of structure, material, or acts in 
support thereof, and such claim shall be construed to cover the 
corresponding structure, material, or acts described in the specification 
and equivalents thereof.
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EPC Rule 43(1). Form and content of claims

(1) The claims shall define the matter for which protection is 
sought in terms of the technical features of the invention. 
Wherever appropriate, claims shall contain [in a two-part claim]:

(a) a statement [un préambule in French] indicating the 
designation [i.e. the 'subject'] of the subject-matter of the invention 
and those technical features which are necessary for the definition 
of the claimed subject-matter but which, in combination, form part 
of the prior art; 

(b) a characterising portion, beginning with the expression 
"characterised in that" or "characterised by" and specifying the 
technical features for which, in combination with the features 
stated under sub-paragraph (a), protection is sought



16

Improvement claims (Jepson claims)
37 CFR 1.75 Claims
...
(e) Where the nature of the case admits, as in the case of an improvement, 
any independent claim should contain in the following order: (1) A preamble
comprising a general description of all the elements or steps of the claimed 
combination which are conventional or known,
(2) A phrase such as “wherein the improvement comprises,” and
(3) Those elements, steps, and/or relationships which constitute that portion 
of the claimed combination which the applicant considers as the new or 
improved portion.

608.01(m) Form of Claims [R-7]
...
The form of claim required in 37 CFR 1.75(e) is particularly adapted for the 
description of improvement-type inventions. It is to be considered a 
combination claim. The preamble of this form of claim is considered to positively 
and clearly include all the elements or steps recited therein as a part of the 
claimed combination.
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Terminology 1: What are we talking about
invention [blurred, undefined] ≈ inventors' contribution to the art [technique]

claimed invention = [technical] subject matter defined by the claims

claim = definition of the subject matter for which protection is sought

subject matter in claims is defined in terms of:

- technical features (EPO)                                                    [usually]

- limitations (US)                                                           elements

- elements, steps, means & relationships (EPO + US) 

protection? In general, to protect is to keep (someone or something) 
from being harmed, lost, etc. But, what is patent protection?
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¿Estáis de acuerdo en que en materia de reivs. 

- las características técnicas (technical features) del EPC

- las limitaciones (limitations) de US, y

- los elementos (elements) (p.ej. del Art. 2 del Protocolo 
Interpretativo del Art. 69 EPC)

significan lo mismo? 

--------------------------

¿Os parece que esos conceptos incluyen relaciones mutuas
entre términos de una reiv. [¿elementos relacionales?], medios 
(means) para una función, y pasos (steps) de una reiv. de 
procedimiento/método?

---------------------------

¿Os parece bien que se les llamen internacionalmente 
elementos (elements) ? (como hace p.ej. la AIPPI en su Q. 175 y 
el WIPO Patent Drafting Manual)
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[ The EPC does not have such an article,
but TRIPS, AUPC (not yet in force), and all National laws do ]

Art. 28 TRIPS. Rights conferred by a patent
1. A patent shall confer on its owner the following exclusive rights:

(a) where the subject matter of a patent [of a claim, in practice] is a 
product, to prevent third parties not having the owner’s consent from the 
acts of:  making, using, offering for sale, selling, or importing [or "stocking" 
in ES] for these purposes that product;

(b) where the subject matter of a patent [of a claim] is a process
[method], to prevent third parties not having the owner’s consent from the 
act of using the process, and from the acts of:  using, offering for sale, 
selling, or importing for these purposes at least [in the US there are more 
rights] the product obtained directly by that [preparation] process
[process/method for making].

Art. 27 TRIPS. Patentable Subject Matter
"1. ... patents shall be available for any inventions, whether products or 
processes, in all fields of technology...."
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Actos que constituyen infracción directa
Art. 50 LP: "1. La patente [reivindicación, en la práctica]       
confiere a su titular el derecho a impedir a cualquier                 
tercero que no cuente con su consentimiento:

a) La fabricación, el ofrecimiento, la introducción en el comercio o la 
utilización de un producto objeto  [materia] de la patente o la 
importación o posesión del mismo para alguno de los fines 
mencionados.

b) La utilización de un procedimiento objeto [materia] de la patente
o el ofrecimiento de dicha utilización, cuando el tercero sabe o las 
circunstancias hacen evidente que la utilización del procedimiento está
prohibida sin el consentimiento del titular de la patente.

c) El ofrecimiento, la introducción en el comercio o la utilización del 
producto directamente obtenido por el procedimiento objeto 
[materia] de la patente o la importación o posesión de dicho producto 
para alguno de los fines mencionados".                          cont.
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Agreement on a Unified Patent Court (AUPC), 2013

(not yet in force)

13.09.2013: signed [but not 
yet ratified] by all EU 
countries, except Spain, 
Poland and Croatia
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23 AUPC 2013 (not yet in force)

Art. 25 AUPC. Right to prevent the direct use
[direct exploitation] of the invention

A patent shall confer on its proprietor the right to prevent any third party not 
having the proprietor's consent from the following:

(a) making, offering, placing on the market or using a product which is 
the subject matter of the patent [of the claim, in practice], or importing 
or storing the product for those purposes;

(b) using a process which is the subject matter of the patent [of the 
claim] or, where the third party knows, or should have known, that the use 
of the process is prohibited without the consent of the patent proprietor, 
offering the process for use within the territory of the Contracting Member 
States in which that patent has effect;

(c) offering, placing on the market, using, or importing or storing for 
those purposes a product obtained directly by a [preparation] process
which is the subject matter of the patent [of the claim, in practice].
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Art. 26 AUPC. Right to prevent the indirect use [indirect 
exploitation] of the invention

(1) A patent shall confer on its proprietor the right to prevent any third party 
not having the proprietor's consent from supplying or offering to supply, 
within the territory of the Contracting Member States in which that patent 
has effect, any person other than a party entitled to exploit the patented 
invention, with means, relating to an essential element of that 
invention, for putting it into effect therein, when the third party knows, 
or should have known, that those means are suitable and intended for 
putting that invention into effect.

(2) Paragraph 1 shall not apply when the means are staple commercial 
products, except where the third party induces the person supplied to 
perform any of the acts prohibited by Art. 25.

(3) Persons performing the acts referred to in Art. 27(a) to (e) shall not
be considered to be parties entitled to exploit the invention within the 
meaning of paragraph 1.

AUPC 2013 (not yet in force)
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Art 27 AUPC. Limitations of the effects of a patent
The rights conferred by a patent shall not extend to any of the following:

(a) acts done privately and for non-commercial purposes

(b) acts done for experimental purposes relating to the subject matter of the 
patented invention;

(c) the use of biological material for the purpose of breeding, or discovering and 
developing other plant varieties;

(d) the acts allowed pursuant to Article 13(6) of Directive 2001/82/EC [veterinary 
medicinal products] or Article 10(6) of Directive 2001/83/EC [medicinal products 
for human use] in respect of any patent covering the product within the 
meaning of either of those Directives;

(e) the extemporaneous preparation by a pharmacy, for individual cases, of a 
medicine in accordance with a medical prescription or acts concerning the medicine 
so prepared;

(f) the use of the patented invention on board vessels... (g), (h), (i), (j), (k) and (l).

AUPC 2013 (not yet in force)
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Art. 28 AUPC. Right based on prior use of the invention
Any person, who, if a national patent had been granted in respect of an invention, 
would have had, in a Contracting Member State, a right based on prior use of that 
invention or a right of personal possession of that invention, shall enjoy, in that 
Contracting Member State, the same rights in respect of a patent for the same 
invention.

Art. 29 AUPC. Exhaustion of the rights conferred by a 
European patent
The rights conferred by a European patent shall not extend to acts concerning a 
product covered by that patent after that product has been placed on the 
market in the Union by, or with the consent of, the patent proprietor, unless 
there are legitimate grounds for the patent proprietor to oppose further 
commercialisation of the product.

Art. 30 AUPC. Effects of supplementary protection 
certificates
A supplementary protection certificate shall confer the same rights as conferred by 
the patent and shall be subject to the same limitations and the same 
obligations.

AUPC 2013 (not yet in force)
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EPC Article 84: Claims
The claims shall define the [subject-]matter for which protection is 
sought [claims do not define 'the invention']. They shall be clear and 
concise and be supported by the description.

USPTO - MPEP 608.01(k) Statutory Requirement of Claims
35 U.S.C. 112 requires that the applicant shall particularly point out and 
distinctly claim the subject matter which he or she regards as his or her 
invention. The portion of the application in which he or she does this forms 
the claim or claims. This is an important part of the application, as it is 
the definition of that [subject matter] for which protection is granted.

Do you agree that 'patent 
protection' is the set of exclusive 
negative rights that prevent third 
parties from carrying out any of 
the prohibited acts defined by 
patent laws in the articles of 
"rights conferred by a patent" or 
"acts of infringement"?
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Terminology 2: What are we talking about

claim = definition of the subject matter for which protection is sought

protection = set of negative exclusive rights (ius prohibendi) to prevent third 
parties from carrying out any of the prohibited acts defined by patent laws

prohibited acts depend on the kind of subject matter defined by the claim

subject matter defined by a claim can be of three kinds:

- product

- process/method (in general)

- process/method of making (obtaining, preparing, manufacturing...)
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Relación entre "lo que está reivindicado" y "Io que 
está protegido" por una reivindicación válida (1)

Cada reivindicación es una unidad de protección jurídica. De cada 
reivindicación puede predicarse si es válida o nula, y, en el caso de ser 
considerada válida, si se infringe o no por la actividad de un tercero. Una 
patente se infringe cuando se infringe al menos una de sus 
reivindicaciones válidas. 

Cada reivindicación define un objeto por el que se solicita la 
protección (cf. Art. 26 LP y Art. 83 EPC), y cada reivindicación 
determina un alcance de la protección (cf. Art. 60.1 LP y Art. 69.1 
EPC); pero "la protección" conferida por la reivindicación es un 
conjunto de derechos -no una definición- que en cada país (no en el 
Convenio de la Patente Europea) viene estipulado en los respectivos 
artículos sobre "derechos conferidos por la patente" de la 
respectiva ley nacional de patentes.

En España los derechos conferidos por una patente nacional o por una 
traducción de patente europea están estipulados en el Art. 50 LP (similar 
al Art. 28 ADPIC), con las matizaciones de los Arts. 51-59 LP.
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Relación entre "lo que está reivindicado" y "Io que 
está protegido" por una reivindicación válida (2)

No deben confundirse estos dos conceptos, que son 
claramente diferentes en algunos casos.  

El caso donde se manifiesta con mayor claridad es cuando "lo 
que está reivindicado" es un producto A. En tal caso, "lo que 
está protegido" es mucho más que el producto reivindicado A, 
dado que su titular tiene derecho a impedir también la explotación 
industrial/comercial de cualquier combinación/composición de A con 
otros productos B, C, etc. Así pues, las combinaciones A+B, A+C, 
A+B+C, o cualquiera de ellas con otros componentes, son 
todos "productos que están protegidos por la patente", aunque 
estos productos distintos de A no estén reivindicados o no estén 
descritos en la patente. Y ello porque la explotación de p.ej. A+B, 
implicaría el uso de A, además de su fabricación o importación 
previa. A y B pueden ser p.ej. dos piezas yuxtapuestas en un 
aparato, dos productos químicos, etc.                                        .../...
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Relación entre "lo que está reivindicado" y "Io que 
está protegido" por una reivindicación válida (3)

Cuando "lo que está reivindicado" es el producto A, resulta que "lo 
que está protegido" incluye también a todos los posibles usos de A y 
a todos los posibles procedimientos/métodos de obtención de A, 
independientemente de que los usos y procedimientos estén descritos o 
reivindicados en la misma patente.

Cuando "lo que está reivindicado" es un procedimiento de obtención 
de un producto A, "lo que está protegido" es el procedimiento 
reivindicado (siendo la protección el derecho a impedir su utilización -o 
sea, la fabricación del producto- o el ofrecimiento de dicha utilización, cf. 
Art. 50.1.b); pero también está protegido el producto directamente
obtenido por el procedimiento reivindicado (siendo la protección el 
derecho a impedir su ofrecimiento, introducción en el comercio, utilización, 
importación o posesión, cf. Art. 50.1.c). O sea, que una reivindicación de 
procedimiento de obtención de un producto también protege (i.e. confiere la 
protección del Art. 50.1.a) al producto directamente obtenido por el 
procedimiento reivindicado.
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Closed surfaces representing 'claim scope': a teaching tool

"The extent [scope, ambit] of the protection conferred by a patent shall be 
determined by the claims " (Art. 69.1 EPC)

But what is protected is sometimes more than what is claimed.

Nevertheless, for the sake of simplicity, here we often refer to 'extent/scope of 
protection conferred by a claim', when strictly speaking we mean 'extent/scope of 
claimed subject matter'.

For teaching purposes, the two concepts are here be represented by closed 
surfaces on paper/screen plane (we mostly use a rectangle, and not a circle or an 
ellipse, because the former is easy to draw with the Power Point, and it can be easily 
filled with information)

Strictly speaking, a rectangle like this represents the
"extent/scope of claimed subject matter"; but, for the sake of 
simplicity and teaching purposes, it will also be called
"extent/scope of protection conferred by a claim"

¿Os parece que esta representación es adecuada?
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35 USC 100. Definitions.

When used in this title unless the context otherwise indicates
(a)The term “invention” means invention or discovery.
(b)The term “process” means process, art, or method, and includes 
a new use of a known process, machine, manufacture, composition of 
matter, or material...

35 USC 101. Inventions patentable [statutory classes of 
claims]

Whoever invents or discovers any new and useful process, machine, 
[article of] manufacture, or composition of matter, or any new and 
useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title ["use" is not a class of claim 
in US].



34

Statutory classes of claims (inventions) in US
Machine claim = apparatus, system para un propósito (elemento 
intencional). Generalmente definida como combinación de elementos 
físicos interrelacionados. Si el propósito no es necesario para separarse 
del estado de la técnica anterior, limitará innecesariamente el ámbito.

Article of Manufacture claim (article), describe un producto 
manufacturado, generalmente sin partes móviles (p.ej. un cenicero, un 
condensador). No está bien diferenciado de una machine claim.

Composition of matter claim (material), equivalente a producto 
químico/farmacéutico/biológico en el sentido de sustancia pura o 
mezcla-combinación-composición. Cuando son de origen natural, deben 
ir acompañados de purified, isolated, substantially pure, biologically 
pure... para que tengan novedad.

Process/method claim, definen, en general, cómo funciona una 
máquina, artículo o material (process/method or process/method of 
using). Entre ellas, en particular, están las que definen cómo se obtiene
algo (process/method of making).
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Chapter F-IV: Claims (form and content)
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Categories of Claims at the EPO
[EPO Guidelines] F-IV, 3 Kinds of claim. 3.1 Categories
The EPC refers to different "categories" of claim ("products, process, 
apparatus or use"). For many inventions, claims in more than one category 
are needed for full protection. In fact, there are only two basic kinds of 
claim, viz. claims to a physical entity (product, apparatus) and claims to 
an activity (process, use). The first basic kind of claim ("product claim")
includes a substance or compositions (e.g. chemical compound or a 
mixture of compounds) as well as any physical entity (e.g. object, article, 
apparatus, machine, or system of co-operating apparatus) which is produced 
by a person's technical skill. Examples are: "a steering mechanism 
incorporating an automatic feed-back circuit ..."; "a woven garment 
comprising ..."; "an insecticide consisting of X, Y, Z"; or "a communication 
system comprising a plurality of transmitting and receiving stations". The 
second basic kind of claim ("process claim") is applicable to all kinds of 
activities in which the use of some material product for effecting the process 
is implied; the activity may be exercised upon material products, upon 
energy, upon other processes (as in control processes) or upon living things 
(see, however, G-II, 4.2 and 5.4).
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Categorías de reivindicaciones                    
SAP Mad-28, 26.10.2006, Ratiopharm vs. Pfizer (atorvastatina)

"Fundamento de Derecho 7º: [en el contexto de las Reservas al EPC]

La distinción entre patentes [reivindicaciones] de producto, patentes de 
procedimiento de fabricación y patentes de procedimiento de utilización estaba 
contemplada en el EPC y en la legislación nacional. A esta clasificación se refiere el 
término "categoría" de la Regla 29.2 RCPE. En realidad se trata de dos 
categorías, atendiendo a que las reivs. recaigan sobre una entidad física o 
sobre una actividad (reivs. de procedimiento y de utilización).

La distinción entre las referidas categorías estriba en que los derechos que la 
patente confiere a su titular son distintos (Arts. 64.1 EPC, 50 LP y 28 ADPIC). Las 
reivs. que recaen sobre una entidad física confieren una protección sobre el 
producto, cualquiera que sea el procedimiento de producción o cualquiera que sea 
su utilización, fueran o no conocidas en el momento en que se solicitó la patente, 
protección "absoluta" que ha sido reconocida por la OEP (T 2/88, OJ EPO 1990).

Las reivs. que recaen sobre una actividad confieren una protección "relativa", 
puesto que protegen la actividad reivindicada pero no los diversos dispositivos u 
objetos utilizados cuando éstos son utilizados fuera de la actividad indicada. No 
obstante en las patentes de procedimiento la protección se extiende al producto 
obtenido directamente a través del procedimiento patentado..."
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Kinds / classes / categories of claims at EPO & USPTO

EPO (case-law based) USPTO (statutory)

----------------------------------------------------- ---------------------------------------------

product (chem, pharma, bio) composition of matter

entity apparatus (machine, system...) machine

"    "        (object, article...)  article of manufacture

process/method to obtain process/method of making 

process/method (in general) process/method of doing

activity use of X as/for (non-medical use)          "            "               "

product for use in the treatment method of treatment of a patient
(first & second medical uses)           (no first medical use) 
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Product for use in the treatment (therapy, surgery or 
diagnosis): A new claim category for first & second 

medical use in the EPO?
1. A product of formula X [e.g. a Markush formula], for use in the 
treatment of an disease Y, in a patient population Z [the latest is optional].

2. The product for use according to claim 1, wherein the product is of 
formula X1 [X1 ⊂ X].

3. The product for use according to claim 2, wherein the product is of 
formula X2 [X2 ⊂ X1 ⊂ X].

4. The product for use according to any of the claims 1-3, wherein the 
disease is Y1 [Y1 ⊂ Y].

5. The product for use according to any of the claims 1-4, wherein the 
patient population is Z1 [Z1 ⊂ Z]. 
Typically the "Product for use" is drafted as "Substance for use" (substance being a 
pure chemical or biological product) or "Composition for use" (composition being a 
pharmaceutical composition).



40

Sub-categorías o sub-clases de reivindicaciones
PRODUCTO O ENTIDAD
- ELECTROMECÁNICO (el más general)
- QUÍMICO ( material; puro o mezclado ; reserva LP/EPC )
- FITOSANITARIO ( = químico para tratamiento de plantas; CCP)
- FARMACÉUTICO ( = para terapia humana o animal; CCP, reserva LP/EPC)
- ALIMENTARIO ( = químico para alimentación; reserva EPC, no en LP)
- MICROBIOLÓGICO ( = vivo y microscópico; reserva LP, no EPC) 
- MATERIA BIOLÓGICA ( = autorreplicable ; Ley 10/2002)
- INFORMACIÓN GENÉTICA o con este tipo de información (Ley 10/2002)

PROCEDIMIENTO, MÉTODO O ACTIVIDAD
- CUALQUIER ACCIÓN O CONJUNTO DE ACCIONES (a menudo secuenciales) 
CON PRODUCTOS O CON OTROS PROCEDIMIENTOS

Resultan singulares las actividades de:
- OBTENCIÓN/PREPARACIÓN DE PRODUCTO (Art. 50.1.c LP)
- UTILIZACIÓN CON UNA INTENCIÓN (¿reservas?)
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A claim is a sentence/clause: subject + predicate
The subject is, according to a tradition that can be traced back to Aristotle (and 
that is associated with phrase structure grammars), one of the two main 
constituents of a clause, the other constituent being the predicate, whereby the 
predicate says something about the subject. The subject is often a multi-
word constituent.

Subject-verb-object is a sentence structure where the subject comes first, the 
verb second, and the object third. Languages may be classified according to the 
dominant sequence of these elements. It is the most common order by number of 
speakers.

A noun phrase or nominal phrase is a phrase which has a noun (or indefinite 
pronoun) as its head word, or which performs the same grammatical function as 
such a phrase. In addition to the head, a noun phrase may contain one or more 
determiners, premodifiers and postmodifiers. Examples:

determiner(s) premodifier(s) noun postmodifier(s)
----------------- ------------------- --------- -------------------------
a very small dog

red and blue chairs for children
the two wonderful recipes of yours for blueberry pie

Source: Wikipedia
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Standard claim format
A claim is a single sentence (without full stops), heavily punctuated, with three parts:

Preamble [designation of subject matter] : introductory phrase that plays the role of 
"subject", usually in the form of a noun phrase whose noun -in the singular-
determines the claim category. 

- "A/An..." in independent claims. "The..." in dependent claims [prevalent in US]

- [one or more adjectives] noun (apparatus, device, product, compound, 
composition, method/process, etc.) [for one or several purposes]...
Transitional phrase : comprising: [better than including, having,...]

Body : rest of elements, technical features [EPO] or limitations [US], including 
their inter-relationships [usually it is not a mere lists of parts].

Claim Punctuation. Dependent claims
Preamble,[comma] transitional phrase:[colon] element 1;[semicolon] element 
2;[semicolon] and element 3.
1. A device, comprising: a pencil; and a light attached [relationship] to the pencil.
2. The device according to [better than as in, as defined in...] claim 1,                        
- [further] comprising an eraser attached to one end of the pencil.                         
- wherein/in which the light is detachable. [requires an antecedent]
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Formato estándar de reivindicación
Una reivindicación es un única frase (sin puntos) con tres partes:

Preámbulo [designación de la materia] : frase introductoria que hace de "sujeto", 
normalmente en la forma de  frase nominal cuyo nombre -en singular- determina la 
categoría de la reiv.:
- "Un/una..." en reivs. independs. "El/la"... en reivs. depends. [prevalece en US]

- nombre (aparato, dispositivo, sistema, producto, compuesto, composición, 
procedimiento/método, etc.) [uno o más adjetivos] [para uno o varios propósitos]...
Frase de transición: que comprende [preferido a: que tiene, que incluye,...]

Cuerpo : resto de elementos, características técnicas [EPO] o limitaciones [US], 
incluyendo sus interrelaciones [normalmente no es una mera lista de partes].

Puntuación típica. Reivindicaciones dependientes
Preámbulo[, coma] frase de transición:[dos puntos] elemento 1;[punto y coma]
elemento 2,[coma] y elemento 3.
1. Un dispositivo que comprende: un lápiz [,] y una luz unida [relación] al lápiz.
2. El dispositivo según [preferido a: de acuerdo con, como se define en...] la reiv. 1,     
- que [además] comprende un borrador unido a un extremo del lápiz.                      
- donde/en el cual la luz es separable [requiere un antecedente]
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Prior art :

Invention embodiment: A mixture having (or including, or containing, etc.)
lettuce and tomato.

+ many other 
isolated
vegetables or 
fruits

Patent claim: An edible mixture comprising lettuce and tomato 
[ + anything else; this is implicit ]

( This is a definition of a product )

( This is a definition of an excluding right )

Understanding the meaning of comprising in patent claims

WHY?
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Patent claim: An edible product comprising lettuce and tomato.

The industrial or commercial exploitation of any of these products would be
an infringing act of the claim:

Even if any of these products were patentable (new, inventive, etc.), its patent 
would be dependent from (i.e. potential infringement of) the first dominating claim

However the exploitation of 
this product would not be 
an infringing act of the 
claim, because the product 
does not have one of the 
claim elements [the tomato]
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2. Product comprising A + B + C +[a]

3. Product comprising
A + B + C + D +[a]

1. Product comprising A + B + [anything else]
All elements rule: A claim is 
infringed by a prohibited act 
of exploitation (defined in 
Spain by Arts. 50-51 of Ley de 
Patentes) associated to a 
questioned embodiment, 
when the questioned 
embodiment reproduces all 
the elements (also referred to 
as limitations or technical 
features) of the claim
[interpreted literally or under 
the doctrine of equivalence]. 
Comparison should be done 
element-by-element.

In this example, a prohibited act associated to a questioned embodiment having 
additional elements (e.g. a product having A + B + C + D + E) infringes the three 
claims. But none is infringe when a common element is missing (as happens e.g. 
in "subcombination" A + C + D + E).

Claim infringement basic rule: All elements rule              
Dependent claims: simplification of drafting and of nullity/infringement analysis 

Dependency line: 1 ← 2 ← 3 
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Typical drafting of 
claims with a 
dependency line/chain 

Claiming 
areas 

(protection 
scopes)

Military analogy:             
A fortress with 'fallback' 
positions, prior art being 
'the enemy'

A non 
military 
analogy: 
onion 
layers are 
claims
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WIPO Patent Drafting Manual,  p. 75
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2. Product comprising A + B + C +[a]

3. Product comprising
A + B + C + D +[a]

1. Product comprising A + B + [anything else]
Regla de la simultaneidad de 
todos los elementos (all 
elements rule): Una 
reivindicación se infringe por 
un acto prohibido de 
explotación [en ES definido en 
Arts. 50-51 LP] asociado a 
una realización 
cuestionada/controvertida si, 
y sólo si, la realización 
cuestionada reproduce 
simultáneamente todos los 
elementos/limitaciones de la 
reivindicación [interpretada 
literalmente o por equivalencia]

En este ejemplo, las tres reiv. se infringen por una realización cuestionada que tenga 
elementos adicionales (p.ej. A + B + C + D + E). Pero no se infringe ninguna cuando 
falta un elemento común (como sucede p.ej. con la "subcombinación" A + C + D + E).

Regla básica de la infracción de una reivindicación  
Reivs. dependientes: simplificanción del análisis de nulidad/infracción

Línea de dependencia: 1 ← 2 ← 3 
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Manual OMPI de redacción de 
solicitudes de patente, p. 70

Sin "Un"
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Comprising vs. consisting [and consisting essentially in US]
Comprising o which comprises se interpreta (claramente en US, en la EPO y en la 
mayoría de tribunales europeos; y ya está claro en la OEPM) como el inicio de una 
lista abierta, o sea, como "including the following elements but not excluding 
others". A veces se usan otras palabras equivalentes, como including, having, 
containing e incluso wherein. Pero comprising se ha estandarizado y es la 
recomendable en electromecánica, y en la mayoría de situaciones de química.

Además de como transitional phrase, se usa a lo largo de la reiv. siempre que se 
necesita definir un elemento que comprende a otros.

Consisting ó consisting of (claramente en US, pero no tanto en otras oficinas), 
inicia una lista cerrada (Grupo de Markush). El producto no tiene ningún elemento 
adicional o el procedimiento/método no tiene ningún paso adicional. Siginifica algo 
similar a composed of, constituting o being. En una reiv. química excluye otros 
ingredientes (que no estén como trazas). Se usa para introducir  un grupo de 
Markush, tanto en química como en electromecánica. Si una reiv. independiente 
es toda ella un grupo de Markush, las dependientes sólo incorporarán 
subconjuntos de los elementos de la primera, sin ningún elemento adicional.

Consisting essentially of ocupa una posición intermedia, excluyendo elementos sin 
significado esencial en la composición química; o sea, contemplando algunas 
sustancias adicionales que no afectan. No se recomienda su uso, pues es 
inaceptable en muchas oficinas.
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"Comprising" vs. "consisting of"
[EPO Guidelines] F-IV, 4.21 "Comprising" vs. "consisting" 

While in everyday language the word "comprise" may have both the  
meaning "include", "contain" or "comprehend" and "consist of", in drafting 
patent claims legal certainty normally requires it to be interpreted by 
the broader meaning "include", "contain" or "comprehend". On the 
other hand, if a claim for a chemical compound refers to it as "consisting 
of components A, B and C" by their proportions expressed in 
percentages, the presence of any additional component is excluded and 
therefore the percentages should add up to 100% (see T 759/91 and T 
711/90).

Practice of UB Patent Center - Within a 'legal boilerplate' at the end of the 
Summary of the Invention, we include:

... Throughout the description and claims the word "comprise" and 
variations of the word, are not intended to exclude other technical 
features, additives, components, or steps. Furthermore, the word
"comprise" encompasses the case of "consisting of"...
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Grupos de Markush (consisting of) en reivs.
Aunque se pueden usar en electromecánica, son más frecuentes en 
química. Se llama "grupo de Markush" a un grupo "cerrado" de 
alternativas que se introduce con un "consisting of".

Es muy típica la redacción: "... wherein said A is selected from the group 
consisting of A1, A2, A3 and A4".

En US se admiten grupos "menos cerrados" introducidos con un 
"consisting essentially of". 

¡CUIDADO! ¡No dejarse ninguna alternativa viable fuera del grupo!

Evidentemente, el grupo se puede reivindicar como reivs. separadas, pero  
resultaría más caro y tendría mayor probabilidad de objeciones de falta de 
unidad.

Es típico definir productos químicos mediante fórmulas generales (también 
llamadas fórmulas de Markush) cuyas variables se seleccionan de 
grupos formados por un número cerrado de posibilidades. Es un estilo que 
ayuda mucho a dar apariencia de unidad de invención.
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REIVINDICACIONES CON PARTÍCULAS DE CONEXIÓN 
RECOMENDABLES (en negrilla y azul) Y NO RECOMENDABLES

(en negrilla, rojo y subrayadas) - US 4.472.538 (1981)
1. A method for producing a composite material having ...and improved mechanical 
properties comprising the steps of ... contacting clay mineral (having laminated 
aluminum silicate layers and containing water on and between said layers) with ... 
thereby forming a composite material composed of clay mineral having organic 
high polymer adsorbed thereon and intercalated and uniformly and chemically 
strongly combined therewith.

2. A [no "The"] method according to claim 1 for producing a composite material 
and wherein said clay mineral is a member selected from the group consisting 
of montmorillonite...and a mixture thereof.

9. A [no "The"]method for producing ... consisting essentially of contacting clay 
mineral (having laminated aluminum silicate layers and containing water on and 
between said layers) with ... thereby forming a composite material composed of
clay mineral having organic high polymer adsorbed thereon and intercalated and 
uniformly and chemically strongly combined therewith." 

¡No poner palabras entre paréntesis en las reivs.! ¡Sólo signos de 
referencia (generalmente, números)!
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¿Os parece adecuado poner el artículo indeterminado (Un/Una, 
A/An) en las reivs. independientes, y el artículo determinado 
(El/La, The) en las reivs. dependientes, para cualquier oficina? 

¿Os parece más adecuado poner A/An en todas las reivs. 
(independientes y dependientes) para la EPO?

¿Y qué os parece no usar nunca ningún artículo al principio de 
una reiv. cuando se escribe en castellano?

----------------------

¿Os parece preferible usar "según/according to" para construir 
reivs. dependientes, en lugar de p.ej. "as in", "of", "as defined 
in", ...

-----------------------

¿Os parece preferible usar "que comprende/comprising" en 
lugar de cualquier otro verbo más o menos sinónimo (having, 
including, containing, ...) en el formato estándar de reiv.?
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Two part claims in the EPO and the OEPM

EPC Rule 43(1). Form and content of claims
(1) The claims shall define the matter for which protection is 
sought in terms of the technical features of the invention. 
Wherever appropriate, claims shall contain [in a two-part claim]:

(a) [First part/portion] a statement [un préambule in French]
indicating the designation [i.e. the 'subject'] of the subject-matter
of the invention and those technical features which are necessary
for the definition of the claimed subject-matter but which, in 
combination, form part of the prior art; 

(b) a characterising portion, beginning with the expression 
"characterised in that" or "characterised by" and specifying the 
technical features for which, in combination with the features 
stated under sub-paragraph (a), protection is sought
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Art. 7.1 RLP: "Las reivindicaciones numeradas correlativamente deberán
contener:
a) [Una primera parte] Un preámbulo indicando la designación del objeto de 
la invención y las características técnicas necesarias para la definición de 
los elementos reivindicados pero que, combinadas entre ellas, forman parte 
del estado de la técnica.
b) Una parte caracterizadora que exponga las características técnicas que en 
combinación con las mencionadas en el apartado a) se desea proteger." 
La Rule 43.1 EPC [29.1 EPC1973] es análoga al Art. 7.1 RLP, pero incluye la 
expresión "cuando la especialidad del caso lo justifique" (wherever 
appropriate)

Según las "Directrices de Examen de las Solicitudes de Patente" de la OEPM
(v. 1, octubre 2006): "El Art. 7.1 RLP recoge como forma de redacción de las 
reivindicaciones la denominada en dos partes: preámbulo y parte caracterizadora. 
No obstante, este artículo no se debe aplicar de forma estricta, ya que hay 
casos en los que esta redacción no es aplicable o no es la más adecuada.".  
En el sistema europeo está muy claro que el tipo de reivindicación en dos partes no 
debe usarse en las situaciones en las que dicha redacción sería inapropiada por 
dar lugar a una presentación distorsionada de la invención o de su estado de la 
técnica, p.je. con un producto químico puro, donde no tendría sentido separar el 
nombre del producto en dos partes. (cf. Guidelines F-IV, 2.2 Two-part form).
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Improvement claims (Jepson claims) in US
37 CFR 1.75 Claims
...
(e) Where the nature of the case admits, as in the case of an improvement, 
any independent claim should contain in the following order: (1) A preamble
comprising a general description of all the elements or steps of the claimed 
combination which are conventional or known,
(2) A phrase such as “wherein the improvement comprises,” and
(3) Those elements, steps, and/or relationships which constitute that portion 
of the claimed combination which the applicant considers as the new or 
improved portion.

608.01(m) Form of Claims [R-7]
...
The form of claim required in 37 CFR 1.75(e) is particularly adapted for the 
description of improvement-type inventions. It is to be considered a 
combination claim. The preamble of this form of claim is considered to positively 
and clearly include all the elements or steps recited therein as a part of the 
claimed combination.
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Casos en los que la reivindicación en dos partes 
(Jepson en US) puede resultar inapropiada

- en combinaciones de elementos conocidos [A y B en el ej.] en las que 
la elección de uno de ellos como punto de partida daría una visión 
distorsionada (p.ej.: "1. Composición que comprende A y B,...").

- en sistemas complejos de partes interrelacionadas con 
modificaciones en varias partes.

- para modificaciones de la técnica por omisión de características 
técnicas.

- en algunas invenciones químicas, como la de producto puro (p. ej.:     
"1. 2-etil-3-metilpiridina").

- para un nuevo uso (Ej.: "Uso del producto X como insecticida").

- cuando se redacta sin tener un buen conocimiento del estado de la 
técnica (resulta arriesgado entonces elegir un preámbulo). 
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Format of EPC Two-Part Claims (Jepson in US)
First part/portion:

Preamble [designation of subject matter] plus other elements, with the implied 
admission that the whole is known from a single piece of prior art.

Transitional phrase :

characterized in that/characterized by ["wherein the improvement 
comprises/ the improvement being" in US]

Characterizing part/portion : rest of elements, technical features or 
limitations that the claim adds to those of the preamble. Protection is 
determined by all elements together ("All elements rule").

a/an .... the/said
The first time a term is introduced, the indefinite article "a" or "an" should 
be used. Later "the" and "said" are used when referring back. Both are 
interchangeable, but "said" is old-fashioned legalese, while "the" makes 
claim language more accessible to non-professionals (cf. WIPO, "Patent 
Drafting Manual", p. 75, 2009).
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Formato de reiv. en dos-partes (Jepson in US)
Primera parte:

Incluye el preámbulo [designación de la materia] y otros elementos, con la 
admisión implícita de que en su conjunto son conocidos a partir de una una 
única realización del estado de la técnica. 

Parte caracterizadora: 

characterizado por/porque ["wherein the improvement comprises/the 
improvement being" en US] + resto de elementos, características técnicas o 
limitaciones que se añaden a los del preámbulo. La protección viene 
determinada por todos los elementos juntos ("Regla de la simultaneidad de 
todos los elementos")

un/una/unos/unas .... el/la/los/las
La primera vez que se introduce un término se usa el artículo indefinido 
"un/una". Después para referirse a ese término se una el artículo definido 
"el/la" o bien "dicho/dicha". Actualmente se considera que "dicho/dicha" es 
una jerga pasada de moda, mientras "el/la" hace que el lenguaje de las reivs. 
sea más accesible a los no-profesionales (cf. "WIPO Patent Drafting Manual", p. 
75, 2009)
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Si, por razones de claridad, en la descripción y las reivs. a un 
determinado concepto o elemento se le designa siempre con 
un determinado término o expresión, de forma biunívoca, y (en 
su caso) se le asigna siempre un determinado número o signo 
de referencia en los dibujos, de forma biunívoca, ¿os parece 
que es suficientemente claro y elegante el introducir la primera 
vez el término o expresión con un artículo indeterminado, y 
posteriormente referirse siempre él con un artículo 
determinado?

¿Os parece adecuado desterrar los 
"dicho/dicha/dichos/dichas" (said) del lenguaje de reivs. y 
sustituirlo por "el/la/los/las" (the)?

----------------

¿Os parece que en la EPO se "presiona" demasiado para 
redactar las reivs. independientes en dos partes? ¿Alguien ha 
tenido dificultad en convencer de que este formato no era 
appropriate ? 
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Claim 1. A product comprising A and B, characterized by further comprising C; 
and wherein A is A1.

Claim 2 [standard drafting]. The product according to claim 1, characterized by
further comprising D; and wherein B is B1.

Claim 2 [full text equivalent]. A product comprising A and B, characterized by
further comprising C; wherein A is A1; charaterized by further comprising D; and 
wherein B is B1.

A + B

characterized by

C , A = A1

A + B

characterized by

C , A = A1

characterized by

D , B = B1

The two-part format is not to be used in dependent claims
[EPO Guidelines] F-IV, 3.4 ... Since a dependent claim does not by itself 
define all the characterising features of the subject-matter which it claims, 
expressions such as "characterised in that" or "characterised by" are not 
necessary in such a claim but are nevertheless permissible.

Claim 1
Claim 2

If in a lawsuit,claim 1 is rejected 
for some ground different from 
lack of novelty, which would be 
the part admitted as prior art 
(i.e. the preamble) in this 'three-
part' claim 2?
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ES 2.255.891 T3 (sólo la reiv. 1 es independiente)

.../...
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DE 35 16 545 C2 (Handschuh, insbesondere 
Torwarthandschuh)
"Claim 1. Glove, particularly goal keeper glove, 
wherein the glove‘s back consists of two material 
layers, characterized in that the inner material layer 
substantially guarantees tensile strength but is flexible 
at least in certain surface regions of the glove‘s back, 
and in that the outer material layer consists of 
substantially pressure-resistant elements being strung 
together in longitudinal direction, being settled on the 
inner material layer in forming gaps, and in that they 
blockingly abut short before the glove‘s stretching 
position." 

There are twelve dependent claims, all with "dadurch 
g e k e n n z e i c h n e t")

The use of "consist of" instead of 
comprising" is very dangerous. 
"Characterized" in dependent claims is 
unnecesary.
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U 270.565 cont.

Old fashion style
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de·pend·ent (adjective)
1. Contingent on another.
2. Subordinate.
3. Relying on or requiring the aid of 
another for support: dependent 
children.
4. Hanging down

Dependency in 
patent claims means 
something different 
to what it means in 
other aspects of life.

It is helpul to get a 
better protection, 
and to judge claim 
validity and 
infringement
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Definiciones de reiv. dependiente en EPO y OEPM
Rule 43 EPC (29 EPC1973). Forma y contenido de las reivs.

4. Cualquier reivindicación que contenga todas las características de otra
reivindicación (reivindicación dependiente) deberá contener, si es posible al 
principio, una referencia a esa otra reivindicación y precisar las características 
adicionales para las que la protección se solicita. Una reivindicación 
dependiente será también admisible cuando la reivindicación a la que ella se 
refiere directamente sea a su vez una reivindicación dependiente. Todas las 
reivindicaciones dependientes que se refieran a una reivindicación anterior 
única [grupo de dependencia] o a varias reivindicaciones anteriores, deberán 
agruparse en la forma más adecuada, en la medida de lo posible.

Art. 7.2 RLP: Forma y contenido de las reivindicaciones

2. Si la claridad y comprensión de la invención lo exigiera, la reivindicación 
esencial [sic] puede ir seguida de una o varias reivindicaciones dependientes, 
haciendo éstas referencia a la reivindicación de la que dependen y precisando
las características adicionales que pretenden proteger.
De igual modo debe procederse cuando la reivindicación esencial [sic] va 
seguida de una o varias reivindicaciones relativas a modos particulares o de 
realización de la invención.
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EPC Rule 43(4, 5, 7). Form and content of claims

(4) Any claim which includes all the features of any other claim 
(dependent claim) shall contain, if possible at the beginning, a reference to 
the other claim and then state the additional features. A dependent claim 
directly referring to another dependent claim shall also be admissible. All 
dependent claims referring back to a single previous claim, and all 
dependent claims referring back to several previous claims [multiple 
dependency], shall be grouped together to the extent and in the most 
appropriate way possible.

(5)The number of claims shall be reasonable with regard to the nature of the 
invention claimed. The claims shall be numbered consecutively in Arabic 
numerals.
...
(7) Where the European patent application contains drawings including 
reference signs, the technical features specified in the claims shall preferably 
be followed by such reference signs relating to these features, placed in 
parentheses, if the intelligibility of the claim can thereby be increased. 
These reference signs shall not be construed as limiting the claim.
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[EPO Guidelines] F-IV, 3.4 Independent and dependent claims
All applications will contain one or more "independent" claims directed to the 
essential features of the invention. Any such claim may be followed by one or 
more claims concerning "particular embodiments" of that invention. It is 
evident that any claim relating to a particular embodiment must effectively 
include also the essential features of the invention, and hence must include 
all the features of at least one independent claim. The term particular 
embodiment should be construed broadly as meaning any more specific 
disclosure of the invention than that set out in the independent claim or 
claims...

... A claim defining further particulars of an invention may include all the 
features of another dependent claim and should then refer back to that 
claim. Also, in some cases, a dependent claim may define a particular 
feature or features which may appropriately be added to more than one 
previous claim (independent or dependent). It follows that there are 
several possibilities: a dependent claim may refer back to one or more
[multiple dependency] independent claims, to one or more dependent 
claims, or to both independent and dependent claims.
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Example of claims of the same category ("product" in this case)
that are not related by dependency

"1. A product, comprising: elements A; B; and C." [plus anything else]

"10. A product, comprising: elements B; C; and D." [plus anything else]

There is no dependency between claims 1 and 10

Claim 1: A + B + C [+ any]

Claim 10: B + C + D [+ any]

Embodiment 
A+B+C+D

The accused embodiment 
A+B+C+D falls within the 
scope of both claims
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Example of claims with dependency = they have the same 
category ("product" in this case) and the scope of protection of one (the 

dependent) is a subset of the scope of the other

"1. A product, comprising: elements A; B; and C". [plus anything else]
"2. A product, comprising: elements A; B; C; and D." [plus anything 
else]
"2 (simplified) The product according to claim 1, further comprising 
element D."  [plus anything else]
ALTERNATIVE WORDING: as per... , as recited in... , as in claim 1

Claim 1: A + B + C [+ any]

Claim 2': A + B + C + D [+ any]

Accused embodiment A+B+C+D+E 
falls within the scopes of both 2 & 1
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Dependent claims in US

35 U.S.C. 112 Specification 

(b) CONCLUSION. The specification shall conclude with one or more 
claims particularly pointing out and distinctly claiming the subject 
matter which the inventor or a joint inventor regards as the invention. 

(c) FORM. A claim may be written in independent or, if the nature of 
the case admits, in dependent or multiple dependent form. 

(d) REFERENCE IN DEPENDENT FORMS. Subject to subsection (e), a 
claim in dependent form shall contain a reference to a claim 
previously set forth and then specify a further limitation of the subject 
matter claimed. A claim in dependent form shall be construed to 
incorporate by reference all the limitations of the claim to which it 
refers.                 

- In the EPO it is said that a claim is independent / dependent / multiple dependent
- In the US law it is said that a claim is written in a ind./dep./multiple dep. form
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[US MPEP] 608.01(n) I. F. Handling of Multiple Dependent 
Claims by the Examiner

The following practice is followed by patent examiners when making reference to a 
dependent claim either singular or multiple:
(A) When identifying a singular dependent 
claim which does not include a reference 
to a multiple dependent claim, either 
directly or indirectly, reference should be 
made only to the number of the dependent 
claim.

(B) When identifying the embodiments 
included within a multiple dependent 
claim, or a singular dependent claim 
which includes a reference to a multiple 
dependent claim, either directly or indirectly, 
each embodiment should be identified by 
using the number of the claims involved, 
starting with the highest, to the extent 
necessary to specifically identify each 
embodiment.
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600.01(n) I. A. Acceptable Multiple Dependent Claim Wording

35 USC 112 has been revised in view of the practice introduced by the PCT. It 
authorizes multiple dependent claims as long as they are in the alternative form. 
Cumulative claiming (e.g. "A machine according to claims 3 and 4, further 
comprising...") is not permited.

Claim 5. A gadget according to claims 3 or 4, further comprising ---
Claim 5. A gadget according to any of the claims 3 or 4, further ------
Claim 5. A gadget as in any one of the preceding claims, in which ---
Claim 5. A gadget as in any one of claims 1, 2, and 3, in which ---
Claim 3. A gadget as in either claim 1 or claim 2, further comprising ---
Claim 4. A gadget as in claim 2 or 3, further comprising ---
Claim 16. A gadget as in claims 1, 7, 12, or 15, further comprising ---
Claim 5. A gadget as in any of the preceding claims, in which ---
Claim 8. A gadget according to one of claims 4-7, in which ---
Claim 5. A gadget as in any preceding claim, in which ---
Claim 10. A gadget as in any of claims 1-3 or 7-9, in which ---
Claim 11. A gadget as in any one of claims 1, 2, or 7-10 inclusive, in which 

m
y favourite drafting (3-n)
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[US MPEP] 600.01(n) I. B. Unacceptable Multiple 
Dependent Claim Wording

1. Claim Does Not Refer Back in the Alternative Only 
Claim 5. A gadget according to claim 3 and 4, further comprising ---
Claim 9. A gadget according to claims 1-3, in which ---
Claim 9. A gadget as in claims 1 or 2 and 7 or 8, which ---
Claim 6. A gadget as in the preceding claims in which ---
Claim 6. A gadget as in claims 1, 2, 3, 4 and/or 5, in which ---
Claim 10. A gadget as in claims 1-3 or 7-9, in which ---

2. Claim Does Not Refer to a Preceding Claim 
Claim 3. A gadget as in any of the following claims, in which ---
Claim 5. A gadget as in either claim 6 or claim 8, in which ---

3. Reference to Two Sets of Claims to Different Features 
Claim 9. A gadget as in claim 1 or 4 made by the process of claims 5, 6, 7, or 8, in 
which ---

4. Reference Back to Another Multiple Dependent Claim 
Claim 8. A gadget as in claim 5 (claim 5 is a multiple dependent claim) or claim 
7, in which ---
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Multiple dependency 

1. A product comprising A.
2. The product according to claim 1, further comprising B.
3. The product according any of the claims 1 or 2, further comprising C." 
("any + or" = alternatives ; "and" would be improper)
4. The product according to claim 3, further comprising D.

Claim 3, although is only one formal claim, it includes two effective 
claims, namely: 
- The effective claim 3/1 ("claim 3 insofar it depends on claim 1", as it 
is usually referred to in EPO), only comprising the elements defined in 
formal claims 3 and 1 (i.e. A+C)
- The effective claim 3/2, comprising elements defined in formal claims 3 
and 2 (i.e. A+B+C). 

Claim 4 es a single formal claim, but it includes two effective claims, 
namely:
- The effective claim 4/3/1, comprising elements A+C+D
- The effective claim 4/3/2, comprising elements A+B+C+D
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DEPENDENCY GROUP = claim set formed by one 
independent claim and all claims that -directly or through 
others-, are dependent from the independent

Dependency schemes can be shown with arrows or simple lines to represent a 
dependency between claims.

1 ← 2 ← 3 ← 4           This group has a 'tree' with two dependency 'chains' 
↑
5 ← 6                

(1) is the only independent
claim

5/1     OTHER CASE
↓
1 ← 2 ← 5/2     (1) is the only independent claim
↑ (2) - (4) are claims with simple dependency
3 ← 4  ← 5/4         (5) has a multiple dependency ("according to any of
↑ the preceding claims"; thus, it defines
5/3       four effective claims, with the indicated notation

1         2     3        4
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- ¿En los grupos de dependencia en los que hay reivs. con  
dependencia múltiple, os parece apropiada la 
denominación "reiv. efectiva" ("effective claim") para 
referirse a las múltiples reivs. creadas mediante 
dependencia múltiple dentro de una determinada reiv. 
asociada a un número (i.e. dentro de una de las reiv. a las 
que se refieren la leyes)?

- ¿Os parece bien que, cuando se habla de reivs. 
efectivas, a las reivs. asociadas a un número se les llame   
"reivs. formales" ("formal claim"), simplemente para 
distinguirlas?

- ¿Os parece bien usar la notación de la USPTO para 
identificar las distintas effective claims (different 
embodiments included within a multiple dependent claim, 
in MPEP)? : "Y/X" for "The claim Y according to claim X"; "Z/Y/X" for 
"The claim Z according to claim Y/X".
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(V) son intermedios 
no aislados

Uno de los (III) 
es la lovastatinaEjemplo de dependencia simple
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lovastatina  (un III)             sinvastatina (un VI)



Relacionadas con el principio activo sinvastatina, hubo en ES varias 
solicitudes de medidas cautelares y demandas por infracción de patente, 
alegando infracción sólo bajo la doctrina de los equivalentes (¡primera 
vez que sucedió esto en España, en el campo químico-farmacéutico!)

- En estos casos, las realizaciones cuestionadas eran procedimientos 
industriales usados en el extranjero para obtener sinvastatina. En España 
no se importaban intermedios, sino la sinvastatina final. 

- Cuando se concretó la demanda a la patente ES 2.018.710 B3, la actora 
alegaba infracción de "sus reivindicaciones", pero las únicas que 
podrían infringirse eran las 6-10, pues son la únicas cuyos productos 
directamente obtenidos comprenden a la sinvastatina.

- Cuando se concretó la imposibilidad de infringir las reivs. 1-5, la actora 
alegaba erróneamente la infracción de una inexistente (!) reiv. 6/1 (i.e. 
una hipotética reiv. que tendría las limitaciones de la reiv. 1 combinadas con 
las que se añaden en la 6, sin incluir las limitaciones de la 2 y 3).

¿Por qué el redactor no escribió: "6. Procedimiento según la reiv. 1 [o 
según cualquiera de las reivs. 1-3]", con lo cual habría protegido 
mucho más?.



Esquemas de reivindicaciones y sus dependencias
ES 2.018.710 B3 (2ª de sinvastatina)

1 ← 2 ← 3 ← 4 ← 5  (preparation process of a chemical product)   
↑
6  ← 7 ← 8 ← 9 ← 10           

... porque Errare humanum est



EP 2.145.597 A1 (original drafting of application for electorsurgical instrument)

Example of multiple dependency (without multiple references 
not creating dependencies)



5/3/2
↓
3/2 ←    4/3/2 ←    5/4/3/2
↓
2        ← 5/2
↓
1  ← 5/1
↑
3/1 ← 4/3/1 ← 5/4/3/1
↑
5/3/1

Claim tree of claims 1-5 of EP 2.145.597 A1 
(electrosurgical instrument)
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Art. 138 CPE. Causas de nulidad

2. Si las causas de nulidad sólo 
afectan parcialmente a la patente
europea, ésta quedará limitada en 
forma de la modificación 
correspondiente de las 
reivindicaciones y se declarará
parcialmente nula.

3. En los procedimientos ante el 
tribunal o la administración 
competente relativos a la validez de la 
patente europea, el titular de la 
patente estará autorizado para 
limitar la patente modificando las 
reivindicaciones. La patente así
limitada servirá de base al 
procedimiento.

Art. 112 LP (cont.)

2. Si las causas de nulidad sólo 
afectan a una parte de la patente, se 
declarará la nulidad parcial mediante 
la anulación de la o las reivindicaciones 
afectadas por aquéllas. No podrá
declararse la nulidad parcial de una 
reivindicación.

3. Cuando la nulidad sea parcial, la 
patente seguirá en vigor con 
referencia a las reivindicaciones que 
no hubieran sido anuladas, siempre 
que pueda constituir el objeto de una 
patente independiente. [la última frase 
está vacía de contenido, y ha sido 
eliminada del último borrador de 
anteproyecto de nueva LP, por 
sugerencia del Centre de Patents]

[El Art. 138.3 CPE no existe en la 
actual LP, pero está contemplado en 
el anteproyecto de nueva LP]



89

Partial nullity in multiple dependent claims? 
Consider the following claims in a granted patent which is in force:
1. A product comprising A.
2. The product according to claim 1, further comprising B.
3. The product according any of the claims 1 or 2, further comprising C." 

There is no doubt that [formal] Claim 3 includes two effective claims, namely: 
- The effective claim 3/1 ("claim 3 insofar it depends on claim 1", as it is 
usually referred to in the EPO), only comprising the elements defined in 
formal claims 3 and 1 (i.e. A+C)
- The effective claim 3/2, comprising elements defined in formal claims 3 and 
2 (i.e. A+B+C). 

An embodiment A+C disclosed in prior art would deprive of novelty the 
effective claim 3/1 (A+C), but it would not affect the novelty of the effective 
claim 3/2 (A+B+C).

- Do you think that a court (in Spain or abroad) would declare invalid
the effective claim 3/1, and simultaneously it would consider valid the 
effective claim 3/2, without amending the patent?
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EPO & OEPM claim practice: references in claims which 
do not involve claim dependency (not in US indep. claims)
F-IV, 3.8 Independent claims containing a reference to another 
claim or to features from a claim of another category

A claim may also contain a reference to another claim even if it 
is not a dependent claim as defined in Rule 43(4). One example of 
this is a claim referring to a claim of a different category (e.g. 
"Apparatus for carrying out the process of claim 1 ...", or "Process 
for the manufacture of the product of claim 1 ..."). Similarly, in a 
situation like the plug and socket example of F-IV,3.2(i), a claim to 
the one part referring to the other co-operating part (e.g. "plug for 
co-operation with the socket of claim 1 ...") is not a dependent claim. 
In all these examples, the examiner should carefully consider the 
extent to which the claim containing the reference necessarily 
involves the features of the claim referred to and the extent to which 
it does not...
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En la EPO, para simplificar la redacción de las reivs. se pueden 
usar tanto dependencias múltiples como referencias múltiples que 

no crean dependencias (en US estas últimas no son posibles)
Sin crear dependencias múltiples, en la EPO (y en la OEPM) es frecuente usar 
referencias a otras reivs. anteriores, eliminando la necesidad de repetir el texto 
de las reivs. referenciadas. Lo más típico (y recomendable en opinión del 
autor) es usar la expresión "as defined in claim #" = "como se define en la reiv. 
#", siendo # el número de la reiv. referenciada. 

Esto es especialmente útil cuando se hace en una reiv. independiente, creando 
así un nuevo grupo de dependencia, con una única reiv. formal.

Sin embargo, una reiv. dependiente, dentro de un mismo grupo de 
dependencia correspondiente a una única reiv. independiente, tiene dos 
propiedades: la reiv. dependiente y la reiv. de la que se depende tienen la 
misma categoría, porque comparten el mismo preámbulo; y además el alcance 
de la protección (estrictamente, de la materia reivindicada) de la reiv. 
dependiente es un subconjunto del alcance de la protección de la reiv. de la 
que se depende. La redacción de la reiv. dependiente se suele simplificar con 
la expresión "according to claim #" = "según la reivindicación #" al principio, 
siendo # el número de la reiv. de la que se depende.
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To make drafting simpler, references can be made to 
claims of different category (no in US for independent claims)

1. Product, comprising: elements A; B; and C.
--------------

10. Use of the product comprising: elements A; B; and C, for doing ...

10' (simplified). Use of the product as defined in claim 1, for doing ...
--------------

20. Preparation process of the product, comprising elements A; B; and C, 
comprising the following steps: (i)...; (ii)...; and (iii)..

20' (simplified). Preparation process of the product as defined in claim 1, 
comprising the following steps: (i)...; (ii)...; and (iii)... 

---------------
30. (simplified) Apparatus for carrying out the preparation process as defined 
in claim 20, comprising: elements H, I and J. 

-------------------

40. (simplified) Detection method of the presence of the product as defined in 
claim 1, comprising the use as defined in claim 10, etc.

SAME 
PROTECTION

SAME PROTECTION
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Drafting of dependency groups formed by claims of different 
categories, by using multiple references [no multiple 
dependencies] to a previous group of claims

1.-7. : Seven claims of "Method for [doing something]", with the claim tree:

1 ← 2 ← 3 ← 4 ← 5            
↑
6 ← 7                           

8. A device for carrying out the method as defined in any of claims 1-7.

8(1) ← 8(2) ← 8(3) ← 8(4) ← 8(5)            
↑
8(6) ← 8(7)

9. A computer program product comprising computer program code 
instructions adapted to perform all the steps of the method as defined in any 
of claims 1-7.

9(1) ← 9(2) ← 9(3) ← 9(4) ← 9(5)            
↑
9(6) ← 9(7)

Do you think this notation, 
proposed by the author, is 
appropriate?
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Traducción de las reivs. de 
EP 463.756 B1 for contracting 
states other than ES

.../...

Ejemplo de grupos creados con 
referencia múltiple que no 
conllevan dependencia múltiple

"according to claim1" is more common 
and preferred than "as claimed in claim 1"
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Reivs. de ES 2.071.919 T4 (cont.)
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EP 463.756 B1 (1ª de sildenafilo)               
1 ← 2 ← 3 ← 4                                     (pharmaceutical compound)

5(1) ← 5(2) ← 5(3) ← 5(4)      (pharmaceutical composition = drug)

6(1) ← 6(2) ← 6(3) ← 6(4)            (compound for use in medicine =   
first medical indication)

7(1) ← 7(2) ← 7(3) ← 7(4)         ('Swiss-type use = second medical 
indication)

8(1)      (chemical compound = intermediate of synthesis)



Claims of EP 2 485 743 B1: "Lactobacillus plantarum strains as hypocholesterolemic agents

Ex.: claims with multiple references & multiple dependencies
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Trees of claims 1-8 in EP 2 485 743 B1 

2      → 1      ← 3       ← 4            

5(2)    → 5(1)    ← 5(3)    ← 5(4)               as defined in 1-4
↑ ↑ ↑ ↑
8/5(2) 8/5(1)       8/5(3)         8/5(4)            according to 5

8/6(2) 8/6(1)       8/6(3)         8/6(4) according to 6
↓ ↓ ↓ ↓
6(2)    → 6(1)    ← 6(3)    ← 6(4)               as defined in 1-4
↑ ↑ ↑ ↑
7/6(2) 7/6(1)       7/6(3)         7/6(4) according to 6
↑ ↑ ↑ ↑
8/7/6(2) 8/7/6(1)     8/7/6(3)      8/7/6(4) according to 7  

Three independent claims: 1, 5(1) & 6(1), introduced with "A".
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Limitation on the number of independent claims
Some jurisdictions such as the EPO may prefer that the number of
independent claims be limited to one independent claim in each category 
(Rules 43.2 & 62.a EPC). However, the EPO provides various exceptions to 
this preference, such as the following situations where deviation from this principle 
can be readily accepted:

(i) examples of a plurality of inter-related products:
(a) plug and socket;
(b) transmitter - receiver;
(c) intermediate(s) and final chemical product;
(d) gene - gene construct - host - protein - medicament.

(ii) examples of a plurality of different inventive uses of a product or device:
(a) second or further medical uses in the claim format of a “second 
medical use”-type claim.

(iii) examples of alternative solutions to a particular problem
(a) a group of chemical compounds;
(b) two or more processes for the manufacture of such compounds.

(WIPO Patent Drafting Manual, pp. 78-79)  .../...
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Limitation on the number of independent claims (cont.)

As mentioned previously, some “rules” exist for bureaucratic efficiency. Many 
patent agents find that claim limiting rules are not particularly well enforced 
and/or that exceptions are easy to find. As a general rule, among the 
world’s three large patent offices, US patents tend to have the most 
claims; Japanese patents tend to have the fewest claims and the EPO 
tends to be in the middle. 

As with all patent matters, the patent agent should strive to make sure that 
his client has been accorded the appropriate number of claims for his 
invention. Experience will teach him the moment when adding more claims 
reaches the point of diminishing returns in terms of the additional cost in 
excess claim fees, annuity fees, etc.

(WIPO Patent Drafting Manual, pp. 78-79)
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EPC Rule 43(2). Form and content of claims
(2) Without prejudice to Article 82, a European patent application may contain 
more than one independent claim in the same category (product, process, 
apparatus or use) only if the subject-matter of the application involves one of 
the following:
(a) a plurality of interrelated products,
(b) different uses of a product or apparatus,
(c) alternative solutions to a particular problem, where it is inappropriate to 
cover these alternatives by a single claim.

EPC Rule 62a. Applications containing a plurality of 
independent claims (in force since 2010.04.01)

(1) If the European Patent Office considers that the claims as filed do not comply 
with Rule 43(2), it shall invite [sic] the applicant to indicate, within a period of 
two months, the claims complying with Rule 43(2), on the basis of which the 
search is to be carried out. If the applicant fails to provide such an indication in 
due time, the search shall be carried out on the basis of the first claim in each 
category.

(2) The Examining Division shall invite [sic] the applicant to restrict the claims
to the subject-matter searched unless it finds that the objection under paragraph 1 
was not justified.
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EPC Art. 82: Unity of invention (= R13.1 PCT, LP 24.1)
The European patent application shall relate to one invention only 
or to a group of inventions so linked as to form a single general 
inventive concept.

[EPO Guidelines], F-V, 14 Relationship between Rule 43(2) 
and Art. 82
Rule 43(2) refers expressly to Art. 82. This makes clear that the requirement 
of unity has to be met by the subject-matter of the independent claims 
in the same category. Thus, special technical features relating to the single 
general inventive concept within the meaning of Rule 44 must be either 
implicitly or explicitly present in each of the independent claims...

Where the application both lacks unity of invention and fails to comply with 
the requirements of Rule 43(2), the examiner may raise an objection 
under either Rule 43(2) or Art. 82 or under both. The applicant cannot 
contest which of these objections has priority (see T 1073/98, Reasons 7.2).
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A dependent claim with a different preamble in the EPO?
Case T 1614/08 (11 July 2011). Amended claims during prosecution of 
EP 1034474 A1 (WO 9927442 A1) 

1. A method of assigning, via a graphical user interface, values to object 
parameters (70,72) of objects (54) of a simulation model (30), the method 
comprising: displaying a diagram panel (401) within a user interface, the 
diagram panel (401) including respective graphical representations (152-164) 
of objects (54) of the simulation model(30); displaying an access panel...

11. A method of performing a simulation utilizing a simulation model (30), 
comprising: assigning, via a graphical user interface, values to object 
parameters (70, 72) of objects (54) of a simulation model (30) in 
accordance with any preceding claim; and utilizing the values assigned to 
the object parameters as initial input values for object parameters (70, 72) in 
the simulation model (30). 

13. Apparatus for assigning... [comprising means which correspond closely 
to the method steps of claim 1].  

23. Apparatus for performing a simulation [comprising means which 
correspond closely to the method steps of claim 11]. 

.../...
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A dependent claim with a different preamble in the EPO? (cont.)

(T 1614/08). 10.2. Ad Rule 29(2)  and Art. 84 EPC 1973: Claims 1 and 13 as 
filed on 18 January 2005 relate, respectively, to a "method of assigning ... 
values to object parameters ..." and a corresponding apparatus. Claims 11 and 
23 relate, respectively, to "a method of performing a simulation ... comprising: 
assigning ... values to object parameters ... in accordance with any preceding 
claim" and again a corresponding apparatus. 

In the second communication, the examining division considered claims 11 
and 23 as independent claims, the reference to preceding claims 
notwithstanding. 

According to Rule 43(4) EPC (= Rule 29(4) EPC 1973) "[a]ny claims which 
includes all the features of any other claim" is considered a dependent 
claim. This formulation is reproduced in the Guidelines for Examination 
C-III, 3.4. In view of this the examining division's position is at least 
unconventional and the applicant, when referring to the standard 
interpretation of what constitutes a "dependent claim", must have had a fair 
expectation of having overcome this objection.

T 1614/08 (11 July 2011). A method of providing access to object parameters within a 
simulation model (Claims not available for EP 1034474 A1 - corresp. WO 9927442 A1) 
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EP 2.145.597 A1 (original drafting)
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EP 2.145.597 A1 (continuation)

Do you think Claim 13 (i.e. the effective twelve claims 
included therein) would have been considered dependent 
from 1-12 in the EPO, as all of them belong to the same 
category (apparatus claim)?
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A dependent claim in a different statutory class in the US?
[US MPEP] 608.01(n) Dependent Claims .II. TREATMENT OF IMPROPER 
DEPENDENT CLAIMS. 
The fact that the independent and dependent claims are in different 
statutory classes does not, in itself, render the latter improper. Thus, if 
claim 1 recites a specific product, a claim for the method of making the 
product of claim 1 in a particular manner would be a proper dependent
claim since it could not be infringed without infringing claim 1. Similarly, if 
claim 1 recites a method of making a product, a claim for a product 
made by the method of claim 1 could be a proper dependent claim. On 
the other hand, if claim 1 recites a method of making a specified product, 
a claim to the product set forth in claim 1 would not be a proper 
dependent claim since it is conceivable that the product claim can be 
infringed without infringing the base method claim if the product can be 
made by a method other than that recited in the base method claim. 

Apparently, in US claim dependency is different from claim 
dependency in the EPO, as dependent claims in US do not 
necessarily belong to the same statutory class. 
- Do you think this has any practical consequence?
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[US MPEP] 600.01(n) Dependent Claims

III. INFRINGEMENT TEST [of dependency]

The test as to whether a claim is a proper dependent claim is that it shall 
include every limitation of the claim from which it depends (35 USC 112, 
fourth paragraph) or in other words that it shall not conceivably be 
infringed by anything which would not also infringe the basic claim.
Another requirement is that the dependent claim must specify a further 
limitation(s) of the subject matter claimed...

Thus, for example, if claim 1 recites the combination of elements A, B, C, 
and D, a claim reciting the structure of claim 1 in which D was omitted or 
replaced by E would not be a proper dependent claim, even though it 
placed further limitations on the remaining elements or added still other 
elements. [A case of "false dependency"]

Examiners are reminded that a dependent claim is directed to a combination 
including everything recited in the base claim and what is recited in the 
dependent claim. It is this combination that must be compared with the prior 
art, exactly as if it were presented as one independent claim. 
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ELTEST DE INFRACCIÓN ES ANÁLOGO AL TEST DE 
NOVEDAD/ACTIVIDAD INVENTIVA: Una patente se infringe si la 
realización cuestionada (círculo rojo) cae dentro del alcance de la 
protección de alguna de las reivindicaciones de la patente, por 
identidad o por equivalencia  

Reivindicaciones de la patente

Realización cuestionada

La realización cuestionada 
infringe la reivindicación 
independiente 1 y la reivindicación 
dependiente 2. 

Pero no infringe ninguna de las 
demás reivindicaciones 
dependientes (3, 4, 5 y 6)

12

3
4  5  6
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ELTEST DE INFRACCIÓN ES ANÁLOGO AL TEST DE 
NOVEDAD/ACTIVIDAD INVENTIVA: Una patente se infringe si la 
realización cuestionada (círculo rojo) cae dentro del alcance de la 
protección de alguna de las reivindicaciones de la patente, por 
identidad o por equivalencia 

Reivindicaciones de la patente

Realización cuestionada

La realización cuestionada 
infringe la reivindicación 
independiente 1, y las 
dependientes 4, 5 y 6.

Pero no infringe las 
reivindicaciones dependientes 2 y 
3.

12

3
4  5  6
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ELTEST DE INFRACCIÓN ES ANÁLOGO AL TEST DE 
NOVEDAD/ACTIVIDAD INVENTIVA: Una patente se infringe si la 
realización cuestionada (círculo rojo) cae dentro del alcance de la 
protección de alguna de las reivindicaciones de la patente, por 
identidad o por equivalencia 

Reivindicaciones de la patente

Realización cuestionada

Si la realización cuestionada no 
infringe una reiv. independiente, 
por definición no infringe 
ninguna reiv. que dependa de 
ella (i.e. del grupo de 
dependencia)

Pero lo contrario no es cierto: Se 
puede infringir una reivindicación 
independiente y, sin embargo, no 
infringir algunas dependientes (ver 
ejemplos anteriores).

12

3
4  5  6
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"Líneas de dependencia de reivs." y situaciones 
en las que se simplifica el juicio de infracción 

(SAP Bcn-15 9.05.2008 Pfizer vs Bayvit, amlodipino Richter-Gedeon)

"FD 12º. (cont.) Al respecto, conviene recordar que una patente se infringe 
si, a juicio del tribunal, se ha probado la infracción de alguna de sus 
reivindicaciones válidas, sin que sea necesario probar la infracción de 
todas las reivindicaciones válidas de la patente. Cuando un grupo de 
reivindicaciones están ligadas por lo que suele denominarse "una 
línea de dependencia" (por ejemplo: una reivindicación 1, independiente; 
una reivindicación 2 que depende de la 1; y una reivindicación 3 que 
depende de la 2) el juicio de infracción se simplifica considerablemente 
en dos situaciones relativamente frecuentes:
i) cuando se concluye que no se infringe la reivindicación primera 
(independiente y más amplia), pues automáticamente se concluye, por 
definición, que tampoco se infringe ninguna de las demás reivindicaciones 
de la línea de dependencia; 
y ii) cuando se concluye que sí se infringe la reivindicación última (la 
dependiente más estrecha), pues automáticamente debe concluirse que, 
por definición, también se infringen todas las demás reivindicaciones de la 
línea de dependencia."



----------------------------------------------------------------------------------------------------------------
Un elemento no es interpretable [yo diría, no es generalizable] cuando dicho 
elemento ya constituye una restricción explícita en un conjunto más amplio de 
una reivindicación de la que aquélla que lo contiene depende (cf. Vicente 
Huarte, "La doctrina de los equivalentes"; Jornadas sobre Propiedad Industrial, 
Grupo Español AIPPI; Barcelona 27-28 nov. 2001; Pub. 34, p. 123)

Pascual Segura, "Directrices para la determinación del alcance de la protección de las 
patentes y los modelos de utilidad en España", Actas de Derecho Industrial y Derecho de 
Autor, Tomo XXII (2001), pp. 455-484.
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THE LITERAL INFRINGEMENT TEST IS ANALOGOUS TO THE 
TEST OF NOVELTY/INVENTIVE STEP: a patent is infringed -with a 
literal interpretation of claims- when the questioned embodiment 
associated to a proven prohibited act (red cercle) falls within the 
protection scope of at least one valid claim  

Patent claims (considered to be valid)

Questioned embodiment

There is literal infringement of 
independent claim 1, and of 
dependent claim 2. 

But dependent claims 3, 4, 5 and 6 
are not infringed

12

3
4  5  6
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12

3
4  5  6

Patent claims (considered 
to be valid)

THE LITERAL INFRINGEMENT TEST IS ANALOGOUS TO THE 
TEST OF NOVELTY/INVENTIVE STEP: a patent is infringed -in a 
literal interpretation of claims- when the questioned embodiment 
associated to a proven prohibited act (red cercle) falls within the 
protection scope of at least one valid claim  

Questioned embodiment

There is literal infringement of 
independent claim 1, and of 
dependent claims 4, 5, and 6. 

But dependent claims 2 and 3 are 
not infringed
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Questioned embodiment

When there is no literal 
infringement of independent 
claim, by definition there is no 
literal infringement of any of the 
dependent claim thereon 

But the opposite is not true: An 
independent claim may be 
literally infringed whereas some 
of the dependent claims thereon 
are not literally infringed (cf. 
previous examples)

12

3
4  5  6

Patent claims (considered 
to be valid)

THE LITERAL INFRINGEMENT TEST IS ANALOGOUS TO THE 
TEST OF NOVELTY/INVENTIVE STEP: a patent is infringed -in a 
literal interpretation of claims- when the questioned embodiment 
associated to a proven prohibited act (red cercle) falls within the 
protection scope of at least one valid claim  
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¿Puede infringirse por equivalencia una reiv. dependiente (Rx), 
sin que se infrinja una reiv. de la que depende (R1)?



1

Infracción por equivalencia? (No)

• La variante no puede 
infringir R1, porque si se 
considerara equivalente, 
entonces la reivindicación 
no sería nueva



2

Infracción por equivalencia? (Si)

• La variante puede infringir 
Rx por equivalencia, porque 
la reivindicación sigue 
siendo nueva 



3

Infracción por equivalencia???

• Clarísimo: Rx es dependiente de 
R1, y si la variante no infringe 
R1, no puede infringir una 
dependiente de R1: no hay 
infracción!

• Clarísimo: la variante infringe 
por equivalencia Rx, y Rx es 
una reivindicación válida: hay 
infracción! 



4

Ejemplo: molinillo (1)

− Reiv. 1. Molinillo de café que comprende 
dos ruedas dentadas que engranan y están 
dispuestas para moler el café entre ambas, 
y un accionador que tira de una transmisión 
para hacer girar una de las ruedas 
dentadas.

− Reiv. 2. Molinillo según la reiv. 1, en el cual 
el accionador es una empuñadura manual, 
y la transmisión es un elemento dentado 
que actúa sobre una de las ruedas.



5

Ejemplo: molinillo (2)

− Prior art: Molinillo con un motor 
que acciona una de las ruedas 
dentadas. 

− El eje del motor tiene una polea, 
la rueda dentada tiene otra 
polea, y una correa transmite el 
movimiento.
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Ejemplo: molinillo (3)

− Variante presuntamente 
infractora: Molinillo con una 
manivela dentada, que hace 
girar una de las ruedas.
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Ejemplo: molinillo (4)

− No hay infracción literal de la reiv. 1: en la 
variante no hay un accionador que tira de una 
transmisión para hacer girar una de las ruedas. 
La manivela del producto no tira de la 
transmisión, sino que la hace girar.

− La variante podría considerarse equivalente.

− Sin embargo, si se considerara que hacer girar
una transmisión es equivalente a tirar de una 
transmisión, como consecuencia la reiv. 1 no 
sería nueva frente al antecedente en que un 
motor hace girar una transmisión no puede 
haber infracción por equivalencia de la reiv. 1



8

Ejemplo: molinillo (5)

− Reiv. 2: …un accionador que tira de una transmisión para 
hacer girar una de las ruedas dentadas; el accionador es 
una empuñadura manual, y la transmisión es un elemento 
dentado que actúa sobre una de las ruedas

− Variante: la empuñadura no tira de la transmisión, la hace 
girar (podría considerarse equivalente).

− Si se considerara equivalente hacer girar y tirar, el 
antecedente destruiría la novedad de la reivindicación 2? 
NO! No tiene una empuñadura manual, ni la transmisión es 
un elemento dentado.

− Podría haber infracción por equivalencia de la reiv. 2, a 
pesar de ser dependiente de la 1?

− Y si se limita la patente a la reiv. 2?
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Ahora inaceptable; aunque en 
la ley de patentes anterior 
(Estatuto de la Propiedad 
Industrial) era habitual poner 
una última reivindicación que 
reproducía el título

debe 
decir
1 ó 2

El "esencialmente" se admite en US, 
pero se desaconseja en Europa

La reiv. independiente 
es la única sin el 
"caracterizado"

Old fashion style

1ª patente LP 1986 de sol. español
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Una sentencia que ilustra la situación actual del 
sistema de patentes en España
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ES 2.255.891 T3 (sólo la reiv. 1 es independiente)

.../...
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STS1 2013-02-26 Se pide nulidad total de ES 2.255.891 T3 pero sólo se 
prueba la nulidad de la reiv. 1, nulidad que no afecta a las reivs. 2-18 (1) 

FD1. Resumen de los antecedentes. I...La patente está compuesta de dieciocho 
reivindicaciones, de las que sólo es independiente y principal la primera. Las demás 
son dependientes de ella... Barberán, SA tomó la iniciativa una vez validada la 
patente europea en España y ejercitó en la demanda acción de nulidad (en JM 
Bcn-2) de la patente ES 2.255.891 T1 [T3] (EP 1 364 783 B1), por falta de los 
requisitos de novedad y actividad inventiva, en todas sus reivindicaciones o, al 
menos, en la primera.
III. La acción de nulidad de la patente fue estimada en la primera instancia, con 
alcance a las dieciocho reivindicaciones. El Tribunal de apelación (AP Bcn-15) 
limitó la declaración de nulidad a la primera reivindicación, por entender que 
no se había demostrado, en contra de lo alegado por la ahora recurrente, que 
las segunda a decimoctava carecieran de los requisitos de novedad y actividad 
inventiva.

I. RECURSO EXTRAORDINARIO POR INFRACCIÓN PROCESAL DE LA 
DEMANDANTE. FD2. Enunciados y fundamentos de los dos motivos del
recurso. Alega la recurrente que, para demostrar que la nulidad de la patente de 
doña Trinidad debía ser total - porque ninguna de sus dieciocho reivindicaciones 
tenía novedad ni actividad inventiva - presentó con la demanda el dictamen de un 
ingeniero superior aeronáutico, el cual, además, expuso de palabra en el juicio sus 
criterios técnicos sobre el tema que debía ser demostrado...
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STS1 2013-02-26 Se pide la nulidad total de ES 2.255.891 T3 pero sólo se 
prueba la nulidad de la reiv. 1, nulidad que no afecta a las reivs. 2-18 (2) 

Añade que, pese a la claridad con la que el perito se manifestó, en ambas ocasiones, el Tribunal 
de apelación consideró probada la falta de novedad y actividad inventiva sólo de la primera 
reivindicación de la patente de la demandada, no de las demás. Califica Barberán, SA esa 
valoración de la prueba pericial como notoriamente errónea y arbitraria y, al fin, lesiva de su 
derecho a la tutela judicial efectiva.

FD3. Desestimación de los dos motivos
Sucede, sin embargo, que esa afirmación del Tribunal de apelación - y, por tanto, la de que el 
perito sólo se ocupó, con el rigor que solo un previo estudio permite, de la primera reivindicación, 
única independiente de las dieciocho - se muestra exacta, a la vista tanto del título dado por su 
autor al informe -" estudio comparativo para la reivindicación primera y principal de la patente de 
invención ES 2 255 891 "-, como del índice de los capítulos en él contenidos - apartados V y VI -
, del preámbulo - en el que se identifica el encargo recibido: " la realización de un estudio técnico 
comparativo de la reivindicación primera y principal de la patente de invención ES 2 255 891"-... 
Lo que efectivamente hizo el perito fue afirmar - en la página 14 de su dictamen - una 
especie de nulidad por repercusión - " si una reivindicación independiente carece de 
alguno de los requisitos básicos de patentabilidad de novedad o actividad inventiva, por 
definición todas y cada una de las reivindicaciones dependientes de ella carecerían a su 
vez de los requisitos básicos de patentabilidad de novedad o actividad inventiva " - que 
no fue aceptada por el Tribunal de apelación en su sentencia - ni por el Juzgado de 
Primera Instancia -.
No hubo, por lo tanto, error en la valoración de la prueba pericial y, menos, uno que permita 
entender que la misma no supera el test de racionabilidad constitucionalmente exigible para 
considerar respetado el derecho a la tutela judicial efectiva que consagra el artículo 24 de la 
Constitución Española.
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STS1 2013-02-26 Se pide la nulidad total de ES 2.255.891 T3 pero sólo se 
prueba la nulidad de la reiv. 1, nulidad que no afecta a las reivs. 2-18 (3) 

II. RECURSO DE CASACIÓN DE LA DEMANDANTE. FD4. Enunciado y fundamento. II. 
En una segunda parte, Barberán, SA niega la posibilidad de que se mantenga la validez 
de unas reivindicaciones dependientes - a las que se refieren el artículo 7, apartado 2, del 
Real Decreto 2245/1986, de 10 de octubre, y la regla 29 (4) del Reglamento de ejecución 
del Convenio sobre la patente europea – cuando es declarada la nulidad de la 
reivindicación principal de la que dependen.

FD5. Desestimación del motivo.
I. No tiene en cuenta la recurrente - en la que hemos denominado primera parte de motivo 
-que la casación no constituye un instrumento que permita abrir una tercera instancia y, al 
fin, revisar la valoración de la prueba efectuada por el Tribunal de la segunda - sobre ello, 
la sentencia 797/2011, de 18 de noviembre -.... 
II. Por el contrario, constituye materia propia de la casación la que hemos identificado 
como segunda parte del motivo. Sin embargo, dicha cuestión fue correctamente 
resuelta por el Tribunal de apelación, mediante la aplicación de la norma que, en 
casos de nulidad parcial, reconoce vigencia a las reivindicaciones no anuladas
siempre que puedan constituir objeto de una patente independiente [condición 
superflua, pues siempre se da] -Art. 112.3 LP-, dado que el hecho de que aquéllas 
contengan en su preámbulo referencias a una - o varias - reivindicación principal no le 
privan de la autonomía de que, por sí, sean merecedoras por las características 
adicionales para las que se solicitó protección.
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A patent claim is invalid for lack of novelty or for lack of 
inventive step when a prior art embodiment (red cercle) falling 
within the scope of the claim is known or obvious 

3

Original claims                                          Unaffected claims (that may suffer
from lack of unity a posteriori

Prior art embodiment:
claims 1 and 2 are invalid, but 
the other claims are 
unaffected

2 1

3
4  5  6 4  5  6

2 - 1 - 4 - 5 - 6       
I             
3     Claim tree
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A patent claim is invalid for lack of novelty or for lack of inventive 
step when a prior art embodiment (red cercle) falling within the scope 
of the claim is known or obvious 

Prior art embodiment: claims 1, 4, 
5 and 6 are invalid, but the other 
claims are unaffected2 1

3
4  5  6

2

3

Original claims                                    Unaffected claims (that may suffer
from lack of unity a posteriori
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Original claims are new and 
inventive (they are valid if they 
fulfill the rest of validity 
requirements)          

Prior art embodiment: If an 
independent claim (1 in this 
example) is new (or it involves an 
inventive step), by definition all 
claims dependent on it are new 
(or they involve an inventive step) 

CAREFUL: The opposite is not true: 
if an independient claim is invalid, 
the claims dependendent on it will 
be invalid or not, dependending on 
the specific case (cf. previous 
examples)

2 1

3
4  5  6

A patent claim is invalid for lack of novelty or for lack of inventive 
step when a prior art embodiment (red cercle) falling within the scope 
of the claim is known or obvious 
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[EPO Guidelines] G-VII, 13. Dependent claims; claims 
in different categories

If an independent claim is new and non-obvious, there is no 
need to investigate the novelty and the non-obviousness of 
any claims dependent thereon, except in situations where the 
subject-matter of a dependent claim has a later effective date than 
the independent claim and intermediate documents are to be 
considered (see F-VI, 2.4.3).
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[EPO Guidelines] G-VII, 13. Dependent 
claims; claims in different categories

If an independent claim is new and non-obvious, there 
is no need to investigate the novelty and the non-
obviousness of any claims dependent thereon, except in 
situations where the subject-matter of a dependent claim 
has a later effective date than the independent claim and 
intermediate documents are to be considered (see F-VI, 
2.4.3).
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Un lapsus en un IET: 
Los examinadores 
son humanos y ...



131 ES 2.049.164 A1
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Este documento fue 
publicado en 1991, antes 
de la fecha de 
prioridad/solicitud de la 
solicitud ES 2.049.164 A1 
(solicitada en 27.01.1992, 
sin reivindicar prioridad), y 
aparece citado con 
categoría "X" en el informe 
del estado de la técnica de 
la solicitud ES



Pascual Segura - Centre de Patents de la Universitat de Barcelona133 Pascual Segura - Centre de Patents de la Universitat de Barcelona133

"Grupo de dependencia" representado 
por diagramas de Venn (J. Venn,1880).

1

2 3

4

5

6

Si el documento EP-A-457335 (categoría "X"), él solo, es un antecedente 
de novedad o actividad inventiva para la reiv. 2, debería afectar a la 
novedad/a.i. de la reiv. 1, de la que depende -> Debe tratarse de un lapsus.
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Reivs. con dependencias múltiples       

1(Prod.comprising A); 2(+B); 3(+C); 4(+D)

Reivs.efectivas y sus ELEMENTOS

1   2         3/1         4/1                   
A   A+B       A+C         A+D   

3/2         4/2       
A+B+C       A+B+D

4/3/1           
A+C+D

4/3/2                
A+B+C+D

Reivs. con dependencias simples

1   2         3           4
A   A+B       A+B+C       A+B+C+D

Elementos en las reivs. 
efectivas en un grupo 
con 4 reivs. formales 
redactadas en formato 
estándar , y con 
dependencia múltiple 
"según cualquiera de 
las reivs. anteriores", 
añadiendo un elemento 
en cada nueva reiv. 
dependiente
1. Product comprising A.

2. Product according to claim 
1, further comprising B.

3. Product according to any 
of the preceding claims, 
further comprising C.

4. Product according to any 
of the preceding claims, 
further comprising D.
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Some fees associated to number of pages and 
number of claims in the patent application

PCT fees (1.01.2013) 

- 13 EUR / page after 30th
(nothing paid for claims -> claims for both USPTO and EPO can be included) 

EPO fees (11.09.2013)

- 14 EUR / page after 35th (sequence listing does not pay)       
- 225 EUR / formal claim after 15th (555 EUR from 51st on)

USPTO fees (19.03.2013)

- 80 USD for every effective claim after 20th
- 420 USD for every independent after the 3rd
- 780 USD for every claim written in multiple dependent form [deterrent!]

In the Spanish Patent & Trademark Office (OEPM) no fees are paid for 
number of pages and number of claims.
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Reivindicaciones FORMALES, con su NUMERACIÓN          .

1  2  3 4        5            6              .... n

Reivindicaciones efectivas, con la NOTACIÓN recomendada

1  2  3/1  4/1      5/1          6/1

3/2  4/2      5/2          6/2

4/3/1    5/3/1        6/3/1

4/3/2    5/3/2        6/3/2

5/4/1        6/4/1

5/4/2        6/4/2

5/4/3/1      6/4/3/1

5/4/3/2      6/4/3/2

6/5/1 

6/5/2

6/5/3/1

6/5/3/2

6/5/4/1

6/5/4/2

6/5/4/3/1

6/5/4/3/2 

Nº TOTAL de reivindicaciones EFECTIVAS en el grupo    .           

1(20) - 2(21) - 4(22) - 8(23) - 16(24) - 32(25) ....  2n-1

El nº total de reivs. 
efectivas en un grupo 
con n reivs. formales 
redactadas mediante 
dependencia múltiple 
"según cualquiera de 
las reivs. anteriores"
es 2n-1

Así p.ej., para n = 15 
reivs. formales, que en 
la EPO no pagan nada 
extra, el número total de 
reivs. efectivas sería de 
214 = 16.384.
En la USPTO de una reiv. 
múltiple no puede depender 
otra reiv. múltiple. Pero, si 
se permitiera hacer lo 
anterior, habría que pagar 
[(16.384 - 20) x 52] + (13x 
390) = 855.998 USD en 
concepto de reivs. (ver 
tasas en USPTO)
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EPC Rule 43(2). Form and content of claims
(2) Without prejudice to Article 82, a European patent application may contain 
more than one independent claim in the same category (product, process, 
apparatus or use) only if the subject-matter of the application involves one of 
the following:
(a) a plurality of interrelated products,
(b) different uses of a product or apparatus,
(c) alternative solutions to a particular problem, where it is inappropriate to 
cover these alternatives by a single claim.

EPC Rule 62a. Applications containing a plurality of 
independent claims (in force since 2010.04.01)

(1) If the European Patent Office considers that the claims as filed do not comply 
with Rule 43(2), it shall invite [sic] the applicant to indicate, within a period of 
two months, the claims complying with Rule 43(2), on the basis of which the 
search is to be carried out. If the applicant fails to provide such an indication in 
due time, the search shall be carried out on the basis of the first claim in each 
category.

(2) The Examining Division shall invite [sic] the applicant to restrict the claims
to the subject-matter searched unless it finds that the objection under paragraph 1 
was not justified.
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EPC Art. 82: Unity of invention (= R13.1 PCT, LP 24.1)
The European patent application shall relate to one invention only 
or to a group of inventions so linked as to form a single general 
inventive concept.

[EPO Guidelines], F-V, 14 Relationship between Rule 43(2) 
and Art. 82
Rule 43(2) refers expressly to Art. 82. This makes clear that the requirement 
of unity has to be met by the subject-matter of the independent claims 
in the same category. Thus, special technical features relating to the single 
general inventive concept within the meaning of Rule 44 must be either 
implicitly or explicitly present in each of the independent claims...

Where the application both lacks unity of invention and fails to comply with 
the requirements of Rule 43(2), the examiner may raise an objection 
under either Rule 43(2) or Art. 82 or under both. The applicant cannot 
contest which of these objections has priority (see T 1073/98, Reasons 7.2).
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35 U.S.C. 121 Divisional applications

If two or more independent and distinct inventions are 
claimed in one application, the Director may require the 
application to be restricted to one of the inventions. If the other invention is 
made the subject of a divisional application which complies with the 
requirements of section 120 of this title it shall be entitled to the benefit of the 
filing date of the original application. A patent issuing on an application with 
respect to which a requirement for restriction under this section has been 
made, or on an application filed as a result of such a requirement, shall not be 
used as a reference either in the Patent and Trademark Office or in the courts 
against a divisional application or against the original application or any 
patent issued on either of them, if the divisional application is filed 
before the issuance of the patent on the other application. If a divisional 
application is directed solely to subject matter described and claimed in the 
original application as filed, the Director may dispense with signing and 
execution by the inventor. The validity of a patent shall not be questioned 
for failure of the Director to require the application to be restricted to one 
invention.
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37 CFR 1.141. Different inventions                         
in one national application.

(a) Two or more independent and distinct inventions                 
may not be claimed in one national application, except that more than 
one species of an invention, not to exceed a reasonable number, may 
be specifically claimed in different claims in one national application, 
provided the application also includes an allowable claim generic to 
all the claimed species and all the claims to species in excess of one 
are written in dependent form (§ 1.75) or otherwise include all the 
limitations of the generic claim.

(b) Where claims to all three categories, product, process of making, 
and process of use, are included in a national application, a three way 
requirement for restriction can only be made where the process of 
making is distinct from the product. If the process of making and the 
product are not distinct, the process of using may be joined with the claims 
directed to the product and the pro-cess of making the product even though 
a showing of distinctness between the product and process of using the 
product can be made.
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37 CFR 1.142. Requirement for restriction.
(a) If two or more independent and distinct inventions are claimed in 
a single application, the examiner in an Office action will require the 
applicant in the reply to that action to elect an invention to which the 
claims will be restricted, this official action being called a requirement for 
restriction (also known as a requirement for division). Such 
requirement will normally be made before any action on the merits; 
however, it may be made at any time before final action.

(b) Claims to the invention or inventions not elected, if not canceled, 
are nevertheless withdrawn from further consideration by the 
examiner by the election, subject however to reinstatement in the event 
the requirement for restriction is withdrawn or overruled.
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Claim drafting for the EPC 2000 (*)
- Second medical use claims of the form "Compound X for use in treating 
disease Y" are allowed (cf. Art. 54.5).

- Under the new central limitation procedure (Arts. 105a-c), any granted 
European patent can be amended post-grant provided (Rule 95.2) the 
amended claims constitute a limitation, are clear and supported by the 
description (Art. 84), and do not add matter (Art. 123). Therefore, it is no 
longer essential that all fall-back positions are included in the 
dependent claims at grant.

- The number of (formal) dependent claims can be reduced without 
affecting scope by combining different alternatives in a single claim and/or 
by using multiple claim dependencies. 

- Unless a dependent claim has commercial value (e.g. it forces a broader 
interpretation of another claim, or covers a specific commercial product), 
the claim language shoud instead be included at the end of the 
description, together, if possible, with an indication of the associated 
advantage (practitioners will have to study patent descriptions in greater 
detail to assess risk of infringement). (*) N. Fox, epi information 1/2009, pp.20-1.
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'Clauses' in a EP appns.: Useful as a claim amending tool?
These clauses are alternative sets of claims, initially not claimed but placed at the end of 
the description for their eventual use in amending the initial claims (e.g. they may come 
from a US priority appln. to be patented in the EPO). If not used to amend the claims, they 
are erased during prosecution to avoid inconsistency between the description and the 
claims. They may be introduced so:

"For reasons of completeness, various aspects of the present invention are set out in the 
following numbered clauses:

Clause 1. An apparatus for.... comprising A, B and C. 

Clause 2. The apparatus according to clause 1, wherein C is C'.

Clause 3. The apparatus according to clause 1, further comprising D.

[EPO Guidelines] F-IV, 4.3 Inconsistencies. ... can be of the following kinds:
(iii) Part of the subject-matter of the description and/or drawings is not covered by 
the claims. For example, the claims all specify an electric circuit employing semiconductor 
devices but one of the embodiments in the description and drawings employs electronic 
tubes instead. In such a case, the inconsistency can normally be removed either by 
broadening the claims (assuming that the description and drawings as a whole 
provide adequate support for such broadening) or by removing the "excess" 
subject-matter from the description and drawings.
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¿Qué opináis sobre la factibilidad y práctica de añadir el 
texto de varias reivs. 'extra' al final de la descripción en 
una solicitud EP para preparar posibles modificaciones 
futuras (posiciones de retroceso, alternativas, etc.?

------------

Si se hace, ¿hay diferencias entre introducir el texto de 
las reivs. "extra" como párrafos de descripción no 
numerados, o hacerlo como "claúsulas" numeradas?

------------

¿Hasta qué punto permiten los examinadores de la EPO 
la introducción de este texto de reivs. "extra" a la hora de 
la concesión? ¿No obligan a eliminar la "materia no 
reivindicada" por inconsistente? 
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Ordenación de las reivs.
En este ejemplo, de tres categorías: E = Entidad/producto; U = Uso; PO = 
Procedimiento de Obtención). Los respectivos alcances de protección se representan 
por las superficies superficies.

E

E

E

U

U

U

PO

PO

PO
Las reivindicaciones no 
se ordenan al azar en la 
solicitud de patente ...
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E

U

PO
1ª 2ª

3ª

4ª
5ª

6ª

7ª 8ª

9ª

En este esquema, los distintos grosores de línea quieren 
simbolizar distintas fuerzas de protección frente a la imitación (= 
derechos concedidos según Art. 50 LP):

- Las reivs. de Entidad/producto son las más fuertes.

- Dentro de las reivs. de Actividad, en el sector químico-farmacéutico 
las reivs. de Uso (si es el uso comercial) son más fuertes que las de 
Procedimiento de Obtención.  

En una solicitud de patente las reivindicaciones se agrupan por 
categorías y, cuando sus alcances de protección (superficies) son unos 
subconjuntos de otros (i.e. hay dependencias), las líneas de dependencia 
se ordenan de más general a más específica, p.ej.:
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Ordenación y numeración en los grupos de 
dependencias de reivindicaciones

Es importante el orden y numeración en el grupo de dependencia, 
pues una reiv. que depende de otra dependiente no puede separarse de 
ella por una tercera reiv. que no dependa de esa dependiente. 

P. ej., no se permite la dependencia: 1 ← 2 ← 4, siendo la reiv. 3 no 
dependiente de la 2, pues separaría a la reiv. 4 que sí depende de la 
reiv. 2, y rompería la numeración natural de la línea de dependencia:  

1 ← 2 ← 3  ...

Cuando hay líneas de dependencias, lo deseable en la numeración, 
tanto en la USPTO como en la EPO, es acabar una línea/cadena antes 
de comenzar la siguiente, y comenzar esta última en el punto de 
anclaje más alto posible. 

149
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2

I

6 -- 1 -- 4

I

3

I

5

ordenación 
incorrecta

2

I

6 -- 1 -- 5

I

3

I

4

ordenación 
correcta

150 Ejemplo de ordenación incorrecta
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Numbering and ordering of claims

[US MPEP] 608.01(m) 
... Claims should preferably be arranged in order of scope so that 
the first claim presented is the least restrictive. All dependent 
claims should be grouped together with the claim or claims to 
which they refer to the extent practicable. Where separate 
species are claimed, the claims of like species should be grouped 
together where possible. Similarly, product and process claims 
should be separately grouped. Such arrangements are for the 
purpose of facilitating classification and examination.

Rule 43.4 EPC ... 
All dependent claims referring back to a single previous claim, and 
all dependent claims referring back to several previous claims, shall 
be grouped together to the extent and in the most appropriate 
way possible.

151
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[EPO Guidelines] F-IV, 4.24 Order of claims 

There is no legal requirement that the first claim should be the
broadest. However, Art. 84 requires that the claims must be clear not only 
individually but also as a whole. Therefore, where there are a large 
number of claims, they should be arranged with the broadest claim 
first. If the broadest of a large number of claims is a long way down, so 
that it could easily be overlooked, the applicant should be required either to 
re-arrange the claims in a more logical way or to direct attention to the 
broadest claim in the introductory part or in the summary of the description. 

Furthermore, if the broadest claim is not the first one, the later broader 
claim must also be an independent claim. Consequently, where these 
independent claims are of the same category, an objection may also 
arise under Rule 43(2) (see F-IV, 3.2 and 3.3).



FAILURE IN APPLE/SAMSUNG TALKS SHOWS LIMITS OF MEDIATION

The deadline of February 19, 2014 for Apple and Samsung to mediate their 
patent dispute has passed without agreement. The two sides were asked by a 
court to try mediation before a trial scheduled to start on March 31.

The lack of any progress was not very surprising given that previous mediation efforts 
between Apple and Samsung have failed. ... Mediation has many merits,.... but it 
would have been a big shock in this case if talks had borne any fruit. The battle 
lines had been too clearly drawn and the process was too far along.

A California jury went on to find that Samsung infringed a series of Apple patents and 
ordered the South Korean firm to pay $1.05 billion in damages. In that case, Judge 
Koh found that part of theaward had been improperly calculated and reduced the 
figure by $450 million. This was later increased by $290 million in November 2013. 
Now the second round is about to begin, with the trial set to start on March 31, 2014.

Michael Loney 
Managing Intellectual Property

2014-02-25
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Apple vs. Samsung jury verdict (North California, 2012.08.24) 
Some questions to the Jury from Judge Lucy Koh in the case of  Apple 

(plaintiff) vs. Samsung (defendant and counterclaim-plaintiff)

1. For each of the following products (21 smartphones and tablets), has Apple 
proven by a preponderance of the evidence that Samsung has infringed Claim 19
of the '381 Patent [Apple's US 7.469.381]? (21 answers "Yes" = "Y")

2. [Idem] has infringed Claim 8 of the '915 Patent? (mostly "Y")

3. [Idem] has infringed Claim 50 of the '163 Patent? (mostly "Y") ...

5. [Idem] (13 products) has infringed the D'677 Patent [USD 618.677]? (12"Y", 1"N")

6. [Idem] (8 products) has infringed the D'087 Patent [USD 593.087]? (3"Y", 5"N")

7. [Idem] (13 products) has infringed the D'305 Patent? (all "Y")

8. [Idem] (2 Galaxy Tab 10.1) has infringed the D'889 Patent? (all "N")

10. If you answered "Yes" to any of the Questions 1-9..., has Apple proven by clear 
and convincing evidence that Samsung infringement was willful? (mostly "Y") ...

11. Has Samsung proven by clear and convincing evidence that Apple's asserted 
utility and/or design patent claims are invalid? (all "N")     (cont.)
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156 Apple's US 7,469,381 B2



157 Apple's US 7,469,381 B2

The only claim 
in jury verdict !!



+ Claims 3-17, dependent from Claim 1

A
pple's EP 2.126.678 B

1 (ES 2.376.788 T3) eq. to U
S 7.469.381 B

2
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Suponiendo que todas las reivs. de una solicitud son patentables y 
que el solicitante quiere gastar lo mínimo imprescindible, ¿estáis 
de acuerdo en que las reivs. del primer grupo (i.e. el formado por 
la reiv. nº 1 y todas las reivs. que dependen de ella), simplemente 
por el hecho de ir delante, en general...

- tienen una mayor probabilidad de ser objeto de "partial search 
report" en la EPO;

- tienen una mayor probabilidad de ser objeto de "election" en un 
US restriction requirement;

- tienen una mayor probabilidad de ser examinada en la JPO, y

consecuentemente; tienen mayor probabilidad de ser concedidas?

----------

Como consecuencia, ¿No os parece que, en general, hay que 
procurar que el primer grupo de reivs. sea el de mayor interés 
económico para el solicitante? (p.ej. las de "device" en la US 
7,469,381 B1 de Apple del ejemplo anterior)
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How are dependent claims structured?
A dependent claim adding a selection or an improvement to a 
feature can only depend on preceding claims which themselves 
provide an antecedent for that feature.

A dependent claim adding an extra feature can have dependency 
on any single preceding claim, and it may have [not necessarily 
should] multiple dependency on several or all preceding claims.

In single dependency chain, features are added successively in 
decreasing order of importance. In multiple dependency it 
should be the other way round, but having in mind that only one 
multi-dependent claim in a group is allowed in the USPTO.

Generally, one dependent claim is constructed per 
added/selected feature. 

But there are cases (e.g. Markush general formulae, see later) 
where several features are selected simultaneously.
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Publicación de una 
Patente de invención 
corregida (B9) donde 
sólo se ha anulado la 
Reivindicación 1 (por 
decisión judicial firme)

Old 1

One 
effective 

claim: 
Old 2

Two effective claims: Old 3/1 & Old 3/2
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Re-publicación de una 
Patente de invención 
corregida (B9) donde 
sólo se ha anulado la 
antigua Reiv. 1 y se han 
renumerado las reivs.

Old 2

Old 3/2

Mistake: Old claim 3/1 has disappeared !
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Old 2

Old 10/1

Old 1

Mistake: A new claim 9/1 has been created, with the text of a non-existing Old 10/2 

Publicación de la patente 
de invención corregida (B9)

Re-publicación de la patente de 
invención corregida (B9)
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La situación más sencilla es muy peligrosa: tres 
reivs. formales (1, 2 y 3) donde la 3 tiene 

dependencia múltiple (redacción)

3 : cualquiera 
anterior + D1 : A + B

2 : 1 + C
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1 : A + B

2 : A + B + C

Alcance de las cuatro reivindicaciones efectivas 
iniciales. ¿Qué pasa si se anula la reiv. 1?

3/2 : A + B + C + D

3/1 : A + B + D
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2 : A + B + C

No se pueden renumerar con una sola reiv. 
independiente (1), manteniendo el alcance inicial

3/2 : A + B + C + D

3/1 : A + B + D
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Claims structured as a dependency chain or line
Suitable for providing fallback positions, by adding 

further elements (D and E, shown in the figure) or by 
selecting more specific elements from more general ones 

(e.g. C1, C2 ... from element C, not shown)

(2) = (1) + D (3) = (2) + E(1) A + B + C

A , B and C are considered the only essential elements, all of 
them comprised in independent claim 1. In single-dependent 
claims, elements are added in decreasing order of importance 
(here represented by alphabetical order: D > E)
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Scopes of claims structured as a chain or line

(1) A + B + C

(2) = (1) + D

(3) = (2) + E
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(1) A + B + C

(2) = (1) + D

(3) = (2) + E

In case claim 1 is not patentable, claim 2 is a good fallback 
position, without a problem of lack of unity
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Claims structured as a 'pyramid'
Suitable for equally preferred alternative elements, 

mutually exclusive or not. It is not recommended when 
the 'pyramid pick' is an independent claim with a risk of 

being declared invalid

(1) A + B + C (2) = (1) + D

(3) = (1) + E

(4) = (1) + F

If D, E and F are mutually excusive, the scope of protection is as 
shown in next slide.
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Scopes of protection with mutually exclusive dependent 
claims that are structured as a pyramid

(1) A + B + C

(2) = (1) + D (3) = (1) + E

(4) = (1) + F
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(1) A + B + C

(2) = (1) + D (3) = (1) + E

(4) = (1) + F

RISK: If claim 1 was not patentable, there would be lack of 
unity a posteriori
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(1) A + B + C

(2) = (1) + D (3) = (1) + E

(4) = (1) + F

Scopes of protection with dependent claims that are 
structured as a pyramid but are not mutually exclusive
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(1) A + B + C

(2) = (1) + D (3) = (1) + E

(4) = (1) + F

If claim 1 was not patentable, there would be some chance that the 
overlapping subject matter was useful to argue unity of invention. But 

still there would be three new independent claims of the same 
category (risk of having problems, e.g. with Rule 43(2) EPC) 
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Example of three chains structured as a pyramid 

(4) = (1) + E (6) = (1) + F

(5) = (4) + E1

(1) A + B + C

(2) = (1) + D

(3) = (2) + D1 (7) = (6) + F1
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Scope of protection of three mutually exclusive chains, 
structured as a pyramid

(1) A + B + C

(2) = (1) + D (4) = (1) + E (6) = (1) + F

(3) = (2) + D1 (5) = (4) + E1 (7) = (6) + F1
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(1) A + B + C

(2) = (1) + D (4) = (1) + E (6) = (1) + F

(3) = (2) + D1 (5) = (4) + E1 (7) = (6) + F1

RISK: If claim 1 was not patentable, there would be lack of 
unity a posteriori
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Branched structure made by successive selections of 
specific alternatives of a single element (A)

(5) = (1) , A2

(1) A + B

(2) = (1) , A1

(3) = (2) , A11 (4) = (2) , A12 (6) = (5) , A21 (7) = (5) , A22

A22 ⊂ A2 ⊂ A
A21 ⊂ A2 ⊂ A

A11 ⊂ A1 ⊂ A
A12 ⊂ A1 ⊂ A

Typical for drafting chemical Markush (general 
formulae) claims, A being e.g. a radical R1
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(1) A + B

(2) = (1) , A1 (5) = (1) , A2

(3) = (2) , A11 (6) = (5) , A21

(4) = (2) , A12 (7) = (5) , A22

Branched structure made by successive selections of 
specific alternatives of a single element (A)
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(5) = (1) , A2 , B2

(1) A + B

(2) = (1) , A1, B1

(3) = (2), A11, B11 (4) = (2) , A12, B12 (6) = (5), A21, B21 (7) = (5), A22, B22

A22 ⊂ A2 ⊂ A
A21 ⊂ A2 ⊂ A

A11 ⊂ A1 ⊂ A
A12 ⊂ A1 ⊂ A

B22 ⊂ B2 ⊂ B
B21 ⊂ B2 ⊂ B

B11 ⊂ B1 ⊂ B
B12 ⊂ B1 ⊂ B

Very typical for drafting chemical Markush (general formulae) 
claims i, A and B being e.g. substitution radicals R1 and R2

Branched structure made by successive selections of 
specific alternatives of several elements (two in the figure) 
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(1) A + B

(2) = (1) , A1 , B1 (5) = (1) , A2 , B2

(3) = (2) , A11, B11 (6) = (5) , A21 , B21

(4) = (2) , A12 , B12 (7) = (5) , A22 , B22

Branched structure made by successive selections of 
specific alternatives of several elements (two in the figure)
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RECOMMENDED: Draft at least one fallback position before 
starting to claim alternatives structured as a pyramid

(4) = (3) + E1

(6) = (5) + F1

(1) A + B + C

D is the most important element, after the essential elements A, B, and 
C. Separate addition of E and F build up two alternative claims 

(3) = (2) + E

(5) = (2) + F

(2) = (1) + D 6 formal claims =  
6 effective claims



183

(1) A + B + C

(3) = (2) + E (5) = (2) + F

(4) = (3) + E1 (6) = (3) + F1

(2) = (1) + D

RECOMMENDED: Draft at least one fallback position before 
starting to claim alternatives structured as a pyramid
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(1) A + B + C

(3) = (2) + E (5) = (2) + F

(4) = (3) + E1 (6) = (3) + F1

(2) = (1) + D

If claim 1 was not patentable, claim 2 would be a good 
fallback position, as it would be a single independent 

comprising the important element D
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ALSO RECOMMENDED: Draft at least one claim with multiple 
dependency at the end, for having a group of fallback positions

(6) = (any) + D

(3) = (2) + E1

(5) = (4) + F1

(1) A + B + C

After the essential elements A , B, and C. D is the most important element, and it 
is the one added to all the previous claims in the multiple dependent claim 6. 
Thus, we have important D added to the two chains of the pyramid.

(2) = (1) + E

(4) = (1) + F

6 formal claims =     
10 effective claims



186

(1) A + B + C

(2) = (1) + E (4) = (1) + F

(3) = (2) + E1 (5) = (4) + F1

6/3 = (3) + D 6/5 = (5) + D

6/2 = (2) + D 6/4 = (4) + D

6/1 = (1) + D

Multiple dependent claim 6 is a set of five claims 
providing a good group of fallback positions, all of them 

comprising A, B, C, and D.
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If claim 1 is not patentable, withdrawal of claims 1-5 leaves a 
good group of five claims, with a single independent claim 

(A+B+C+D), all being already drafted! 

(1) + D + E1 (1) + D + F1

(1) + D + E (1) + D + F

(1) + D

(1) = A + B + C
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(4) = (any) + D

(3) = (2) + C2

(1) A + B + C

(2) = (1) + C1
- 4 formal claims

- 6 effective claims

In this example, two fallback positions of selection of  
element C (C2 ⊂ C1 ⊂ C) are drafted before adding element 
D (the following in importance) with multiple dependency. 

This is allways advisable.
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(4) = (any) + D

(3) = (2) + F

(1) A + B + C

(2) = (1) + E
5 formal claims =       
9 effective claims

(5) = (4) + D1

From a claim written in multiple dependent form, other claim(s) 
may depend on, but only with single dependency in the US

Claim 5 is accepted in the USPTO (but very expensive!)
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(4) = (any) + D

(3) = (2) + F

(1) A + B + C

(2) = (1) + E
5 formal claims =        
12 effective claims!

(5) = (any) + D1

HIGHLY RECOMMENDED in the EPO: From a claim written in 
multiple dependent form, other claim(s) may depend in multiple 

dependency

Claim 5 is accepted in the EPO but not in the USPTO.            
For the USPTO the drafting of previous slide should be used
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(4) = (any) + D

(3) = (2) + F

(1) A + B + C

A , B y C are the only essential elements, i.e. the only comprised in independent 
claim 1 (importance of elements is represented in alphabetical order: D > E > F)

(2) = (1) + E
4 formal claims =       
6 effective claims

GENERAL RULE: In single dependency chain, features are 
added successively in decreasing order of importance. 

In multiple dependency... ¿would it be advisable to do it the 
other way round in a EP appln., having in mind that we will 

not do it in corresponding  US appln.?
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DRAFTING CLAIMS (brainstorming phase)
- Select the claim category [an aspect of 'the invention']: product; 
apparatus/machine/device; system; object/article; process/method of making; other 
process/method/use...

- Choose the claim "subject" at an appropiate level: general (a musical 
string instrument; a carrying device...); or specific (a guitar; a tray...)

- Identify elements/technical features of 'the invention', in order of 
importance, with preferences, with alternatives 
A ⊃ A1 (pharmaceutically acceptable alcohol ⊃ ethanol)

B ⊃ selected from the [Markush] group consisting of: B1, B2, B3 and B4

C ⊃ C1 ⊃ C11 (rigid plate ⊃ metal sheet ⊃ sheet where metal = stainless steel)

D > E > F > G (other elements in order of importance)

- Identify elements of closest prior art

- Draft independent claims [broadest scope] that are be novel, and a 
case for their non-obviousness can be made. Draft dependent claims
[particular embodiments] having in mind commercial issues, 
protection/enforcement, and cost.
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[EPO Guidelines] G-VI. Novelty. 8. Selection inventions
Selection inventions deal with the selection of individual elements, sub-sets, or sub-
ranges, which have not been explicitly mentioned, within a larger known set or range.

(i) In determining the novelty of a selection, it has to be decided, whether the 
selected elements are disclosed in an individualised (concrete) form in the prior 
art (see T 12/81). A selection from a single list of specifically disclosed elements 
does not confer novelty. However, if a selection from two or more lists of a 
certain length has to be made in order to arrive at a specific combination of 
features then the resulting combination of features, not specifically disclosed in 
the prior art, confers novelty (the "two-lists principle"). Examples of such 
selections from two or more lists are the selection of:

(a) individual chemical compounds from a known generic formula whereby the 
compound selected results from the selection of specific substituents from two or more 
"lists" of substituents given in the known generic formula. The same applies to specific 
mixtures resulting from the selection of individual components from lists of components 
making up the prior art mixture;

(b) starting materials for the manufacture of a final product;

(c) sub-ranges of several parameters from corresponding known ranges.
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[EPO Guidelines] H-V. Allowability of amendments.- examples.

3. Amendments in claims

3.1 Replacement or removal of a feature from a claim

The replacement or removal of a feature from a claim does not violate Art. 123(2) if the 
skilled person would directly and unambiguously recognise that:
(i) the feature was not explained as essential in the disclosure;
(ii) the feature is not, as such, indispensable for the function of the invention in 
the light of the technical problem the invention serves to solve; and

3.2 Inclusion of additional features

A claim may be limited by inclusion of additional features, provided the resulting 
combination was originally disclosed and does not relate to an invention which 
was not searched, for example:
(a) from dependent claims, which were dependent on the claim to be limited
(b) from the description e.g. the examples
(c) from drawings (see H-V, 6)
(d) arising from the conversion of an independent claim to a dependent claim.  

(cont.)
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[EPO Guidelines] H-V. Allowability of amendments.- examples.
3. Amendments in claims (cont.)

3.2.1 Intermediate generalisations
Extracting a specific feature in isolation from an originally disclosed combination
of features and using it to delimit claimed subject-matter may be allowed only if there 
is no structural and functional relationship between the features.

When evaluating whether the limitation of a claim by a feature extracted from a 
combination of features fulfils the requirements of Art. 123(2), the content of the 
application as filed must not be considered to be a reservoir from which 
individual features pertaining to separate embodiments can be combined in 
order to artificially create a particular combination. [e.g. to create an 'undisclosed 
selection']

3.3 Deletion of part of the claimed subject-matter
It is permissible to delete parts of the claimed subject-matter if the corresponding 
embodiments were originally described, e.g. as alternatives in the claim or as 
embodiments explicitly set out in the description.
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Avoiding the risk of undisclosed selection from two lists
- Consider these two cases of original claim: "1. A product comprising A and B."

"1. A product comprising an element A selected from the group consisting of A1, and A2; 
and an element B selected from the group consisting of B1, B2, and B3."

- For some reason we want to amend claim 1 to: "1. A product comprising A1 and B3."

- If the description only mentions e.g. that "in particular/preferred embodiments A is A1 or A2; 
and in particular/preferred embodiments B is B1, B2, or B3", such amended Claim 1 would 
likely be objected under Art. 123(2) EPC (added subject matter) in the EPO, saying that it is 
an undisclosed selection of two elements from two lists of a certain lenght.

- But there would be no objection, either when there is an embodiment/example specifically 
disclosing a product comprising A1 and B3; or when there is a dependent claim (drafted in 
simple or multiple dependency) specifically claiming a product comprising A1 and B3. The 
latter happens in the following group of claims:

2. The product according to claim 1, wherein A is A1.

3. The product according to claim 1, wherein A is A2.

4. The product according to any of the claims 1-3, wherein B is B1.

5. The product according to any of the claims 1-3, wherein B is B2.

6. The product according to any of the claims 1-3, wherein B is B3.

[Effective Claims 6/2 reads: "The product comprising A1 and B3"]
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Exercise: drafting one dependency group of claims
Consider the following schematic elements of a product invention:
A ⊃ A1 ⊃ A11 ;  C ⊃ C1 ⊃ C11
B1, B2, B3 and B4 are the only imaginable equivalents of a general element B.

D ;     E ;     F ;    G ;     H1/H2  (each is associated to some advantage; H1/H2 are 
two mutually exclusive alternatives for being used in two different markets).

Draft one dependency group of claims for the EPO and another for the USPTO ,  
considering that:

- Inventors disclose in detail the prototype embodiment : A11, B1, C11, D, E & F.

- A11, B1, and C11 (as such or broadened) are the only essential elements.

- There is a strong support to broad from A11 to A1, and even to A .

- There is a medium support to broad from C11 to C1, and even to C.

- Apparently a product comprising A11 & C11 is part of in prior art.

- The support to equivalency between members of the set {B2, B3, B4} and the 
disclosed B1 is weak.

- D has a high probability of being necessary for novelty over the prior art. 

- The order of commercial importance of the rest of elements is: E > F > G > H.



EPO: Independent claim in two-part format (frequently required by default)

1. A product comprising A and C, characterized in that the product further 
comprises an element B selected from the group consisting of B1, B2, B3, and B4.

2. The product according to claim 1, wherein A is A1.

3. The product according to claim 2, wherein A1 is A11.

4. The product according to any of the claims 1-3, wherein C is C1.

5. The product according to claim 4, wherein C1 is C11.

6. The product according to any of the claims 1-5, wherein element B is B1.

7. The product according to any of the claims 1-6, [further] comprising D.

8. The product according to any of the claims 1-7, further comprising E.

9. The product according to any of the claims 1-8, further comprising F.

10. The product according to any of the claims 1-9, further comprising G.

11. The product according to any of the claims 1-10, further comprising H1.

12. The product according to any of the claims 1-10, further comprising H2.

Do you think this approach is reasonable for the EPO in this case?
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EPO: Independent claim in standart format (when two-part is not appropriate)

1. A product comprising A, C and an element B selected from the            [1 effective] 
group consisting of B1, B2, B3, and B4.

2. The product according to claim 1, wherein A is A1.           [1 eff.]

3. The product according to claim 2, wherein A1 is A11.                                     [1 eff.]

4. The product according to any of the claims 1-3, wherein C is C1.                  [3 eff.]

5. The product according to claim 4, wherein C1 is C11.                                     [3 eff.]

6. The product according to any of the claims 1-5, wherein element B is B1.  [9 eff.]

7. The product according to any of the claims 1-6, further comprising D.           [18 eff.]

8. The product according to any of the claims 1-7, further comprising E.           [36 eff.]

9. The product according to any of the claims 1-8, further comprising F.           [72 eff.]

10. The product according to any of the claims 1-9, further comprising G.      [144 eff.]

11. The product according to any of the claims 1-10, further comprising H1.  [288 eff.]

12. The product according to any of the claims 1-10, further comprising H2.  [288 eff.]

NOTES: We only have 12 formal claims, but a total of 844 effective claims!
- In USPTO only multiple dependent claim 6 would be allowed, and it would cost 1,500 USD = 780 + (80x9)
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For the USPTO (two-part/improvement/Jepson claims are relatively rare)
Multiple dependencies are awfully expensive (780 USD each)

1. A product comprising A, C, and an element B selected from the group 
consisting of B1, B2, B3, and B4.
2. The product according to claim 1, wherein A is A1.
3. The product according to claim 2, wherein A1 is A11.



201

For the USPTO (two-part/improvement/Jepson claims are relatively rare)
Multiple dependencies are awfully expensive (780 USD each)

1. A product comprising A, C, and an element B selected from the group 
consisting of B1, B2, B3, and B4.
2. The product according to claim 1, wherein A is A1.
3. The product according to claim 2, wherein A1 is A11.

What to draft next? 
There are several approaches. What do you think of the 
following?
- draft the broadest chains firstly;
- draft the narrowest chains secondly; and
- draft chains of intermediate-width, keeping a reasonable 
total number (ideally no more than 20 claims)
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For the USPTO (two-part/improvement/Jepson claims are relatively rare)

Multiple dependencies are awfully expensive (780 USD each)

1. A product comprising A, C, and an element B selected from the group 
consisting of B1, B2, B3, and B4.
2. The product according to claim 1, wherein A is A1.                     [1 +A1]
3. The product according to claim 2, wherein A1 is A11.                                 [1+A11]
4. The product according to claim 1, wherein C is C1.                                      [1+C1]
5. The product according to claim 4, wherein C1 is C11.                                 [1+C11]
6. The product according to claim 1, wherein the element B is B1.                   [1+B1]
7. The product according to claim 1, further comprising D.                                 [1+D]
8. The product according to claim 7, further comprising E.                              [1+D+E]
9. The product according to claim 8, further comprising F.                          [1+D+E+F]
10. The product according to claim 9, further comprising G.                   [1+D+E+F+G]

11. The product according to claim 10, further comprising H1.        [1+D+E+F+G+H1]

12. The product according to claim 10, further comprising H2.        [1+D+E+F+G+H1]

(cont.)
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For the USPTO (two-part/improvement/Jepson claims are relatively rare)

Multiple dependencies are awfully expensive (780 USD each)

13. The product according to claim 2, wherein C is C11.                           [1+A11+C11]
14. The product according to claim 13, wherein the element B is B1.  [1+A11+C11+B1]
15. The product according to claim 14, further comprising D.          [1+A11+C11+B1+D]
16. The product according to claim 15, further comprising E.     [1+A11+C11+B1+D+E]
17. The prod. acc. to claim 16, further comprising F.              [1+A11+C11+B1+D+E+F]
18. The prod. acc. to claim 17, further comprising G. [1+A11+C11+B1+D+E+F+G]

19. The prod. acc. to claim 18, further comprising H1. [1+A11+C11+B1+D+E+F+G+H1]

20. The prod. acc. to claim 18, further comprising H2. [1+A11+C11+B1+D+E+F+G+H2]

NOTES: We have decided not to draft more claims, in order to avoid payment of extra claim fees.                    

The USPTO would probably accept the introduction of new claims with protections intermediate between those 

of claims 1-12 and those of claims 13-20.

Any suggestion of alternative approach for the USPTO?
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Clarity of claims (EPO, OEPM, USPTO)
Art. 84 EPC (Art. 27 LP): "The claims shall define the matter for which 
protection is sought. They shall be clear and concise and be supported by 
the description."

Art. 35.1 LP: "Cuando la falta de claridad de la descripción o de las 
reivindicaciones impida proceder en todo o en parte a la elaboración del 
IET, la OEPM denegará en la parte correspondiente la concesión de la 
patente".

La falta de claridad en las reivindicaciones no es causa de nulidad, aunque 
sí lo es la falta de "claridad" en la descripción (Art. 25 LP = Art. 83 EPC). 
En cualquier caso, el alcance de la protección, tanto a efectos de novedad 
y actividad inventiva, como a efectos de infracción, está determinado por 
las reivindicaciones; por ello la claridad de cada una de las 
reivindicaciones es de la mayor importancia.

35 USC 112, párrafo 2º, dice que: "The specification shall conclude with 
one or more claims particularly pointing out and distinctly (claramente) 
claiming the subject matter which the applicant regards as his invention.
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When drafting claims, one should keep it short & 
simple ('The KISS style')

- Escribir de forma clara y efectiva

- Usar frases cortas y verbos activos,  evitando expresiones 
retorcidas

- Usar frases cortas, y en el orden sujeto-verbo-predicado, sin alterar el 
orden. 

- Evitar las incertidumbres de las frases de relativo cuyo antecedente 
sea ambiguo. En tales casos, poner un punto y coma, y repetir el sujeto.

- Respecto a los acrónimos habituales en inglés, definirlos la primera 
vez que aparecen y usarlos después libremente. Si en castellano se 
suele usar el acrónimo en inglés, traducir su significado al castellano, 
mencionar el significado en inglés, y usar el acrónimo en inglés. No usar el 
acrónimo de la traducción castellana si no es habitual.
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For better clarity, the beginning of dependent claims 
should not repeat all adjectives and complements 

accompanying the first noun in the preamble of the 
independent claim they depend on

EXAMPLE:

1. An optoelectronic modulable light emitting device, comprising ... 

BAD PRACTICE:

2. The optoelectronic modulable light emitting device according to claim 1,..

PREFERRED DRAFTING:
2. The device according to claim 1, wherein the dielectric (1) comprises...



208 ES 2.049.164 A1



209

Avoid long-winded redundant expressions
1. An optoelectronic modulable light emitting device, comprising

a dielectric (1) with embedded nanocrystals (2); characterized in that
the optoelectronic modulable light emitting device further comprises: 

first charge injection means (3) to inject charges into the 
dielectric (1) in such a way these first charge injection means (3) are able to 
inject charges comprising ... ; 

second charge injection means (4), different from the first charge 
injection means (3), wherein these second charge injection means (4) are 
able to ... , and wherein these second charge injection means (4) are able to..;

A preferred drafting:

1. An optoelectronic modulable light emitting device, comprising:
(i) a dielectric (1) with embedded nanocrystals (2); 
(ii) first charge injection means (3) that are able to inject charges into the 
dielectric (1), the charges comprising ... ;
(iii) second charge injection means (4) that are to ..., and they are able to ..;
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[First clause] The party of the first part shall be known in 
this contract as the first party of the first part."(*)

(*) La parte contratante de la primera parte será considerada en este 
contrato como la parte contratante de la primera parte

Marx Brothers, 1935       
"A night at the opera"

[Groucho to Chico]:  "Pay 
particular attention to 
this first clause because 
it's most important. It 
says that ... 
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CONCLUDING REMARK:
Format, style, order, number, 
dependency (independent, dependent, 
multiple dependent, multiple references 
without dependency)...

Why should the claim drafter worry 
about such complex issues, which do 
not refer to technical terminology?______________________________________________________

Because:
- prosecution easiness during examination;
- protection/validity level in a nullity and/or infringement lawsuit;
- time invested by inventors during prosecution;
- claim fees paid for by applicant, and
- patent experts' honoraria paid for by the applicant... 
... will very much depend on how claims were initially drafted!
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