@ Universitat de Barcelona

Centre de Patents

Jornadas de estudio y actualizacion en materia de patentes ("Los Lunes de Patentes").
Oficina Espanola de Patentes y Marcas, Madrid, 18 de noviembre de 2013

Las reivindicaciones de patente en la practica actual:
formato, estilo, nUmero, coste, ordenacion, estructuracion y
contenido, con vistas a su tramitacion en la EPOy en la USPTO

Prof. Pascual Segura
Ldo. en quimica por la Univ. de Valencia; doctor por la UB; investigador postdoctoral en la Univ. de California
Agente de la propiedad industrial de la UB. Fundador y director del Centro de Patentes de la UB
Vicedecano del Colegio Oficial de Quimicos de Catalufia y presidente de su seccidn técnica Patentes
Elected member of the first Academic Advisory Board of the European Patent Academy, European Patent Office

1 Pascual Segura - Centre de Patents de la Universitat de Barcelona



In page 499 of a paper published in1990 (*), Giles S. Rich, then Chief Judge of the
US Court of Appeals for the Federal Circuit, coined the phrase:

"The name of the game is the claim”

(*) Giles S. Rich, "Extent of Protection and Interpretation of Claims - American Perspectives",
International Review of Industrial Property & Copyright Law (1IC), 1990, vol. 21, pp 497-519
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Official references for claim drafting

(they are free-of-charge accesible on the respective web pages)

EPO

- EPC & Regulations (15th ed., Oct. 2013)

- EPO Guidelines for Examination in the EPO. Part A, Chapter IX; Part F, Chapters
-1V (June 2012 Edition; latest revision Sept. 2013). Referred to as "[EPO Guidelines]"
in the slides

USPTO

- 35 United States Code - Patents (35 USC)

- 37 Code of Federal Regulations (37 CFR)

- Manual of Patent Examining Procedure (MPEP), Chapter 600 (Parts, Fom, and
Content of Application), 8th Edition August 2011, Revision August 2012. Referred to
as "[US MPEP]" in the slides

OEPM

- Ley de Patentes (LP) y Reglamento de Ejecucion (RLP)
- OEPM Directrices de Examen de Solicitudes de Patente. Octubre 2006.
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Bibliography on patent application drafting

- J.G. Sheldon, "How to Write a Patent Application"”, Practising Law
Institute, New York, 2nd Edition (loose-leaf, updated approx. 1-2 times/year);
Release No.1, April 2010, more than 1.300 pp.; ISBN 978-1-4024-1295-0.

- R.C. Faber, "Faber on Mechanics of Patent Claim Drafting", Practising
Law Institute, New York, 6th edition (loose-leaf, updated approx. 1 time/year);
more than 1.000 pp; Release No. 3, July 2010; ISBN 9781402411342.

- P. Cole (author & compiler), "Fundamentals of Patent Drafting”, The
Chartered Institute of Patent Attorneys (CIPA), London 2006, 306 pages; ISBN
0903932237. Price (postage not included): 25 GBP.

- G. Roberts, "A Practical Guide to Drafting Patents", EIPR Practice Series
# 3, Thomson-Sweet & Maxwell, London 2007, 168 pages; ISBN 10
0421938609. Price (postage not included): 85 GBP.

- S.A. Becker, "Patent Application Handbook™, 2008 edition, West Group;
more than 1.000 pages; ISBN 0314102426. Price: 607 USD.

- "WIPO Patent Drafting Manual”, Pub. No. 867E (2009). "Manual de la
OMPI de redaccion de solicitudes de patentes”, Pub. No. 8675 (both are
free of charge in www.wipo.int) [annexed as supplementary documentation]
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If "The name of the game is the claim", every patent
professional should |learn how to play the game
nowadays, particularly in the EPO and the USPTO.

Besides, in order to play the game fairly, the following
codes of professional ethics should be followed: ()

The patent professional must always be honest in his
communications with the patent office and with his clients

The patent professional must be an advocate for his client :

- Not to draft only narrow claims unless his client has requested
it (the examiner has no duty to say that broader claims are
possible);

- Not to conform to the caprices of the examiner just to
expedite allowance of a case, but be ready to argue on his
client's behalf.

) From "WIPO Patent Drafting Manual", pp.125-126.
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Fundamentos sobre reivindicaciones en el EPC

Art. 69 EPC. Alcance de la proteccion (cf. Art. 60.1 LP)

1. El alcance de la proteccion que otorga la patente europea o la
solicitud de patente europea, estara determinado por [el tenor o
contenido de] las reivindicaciones. No obstante, la descripcién y los

dibujos serviran para interpretar éstas ( El "tenor o contenido" se ha
eliminado en el EPC 2000).

Art. 84 EPC. Reivindicaciones (cf. Art. 26 LP)
Las reivindicaciones definen el objeto para el que se solicita la

proteccion. Deben ser claras y concisas y han de fundarse en la
descripcion.

Rule 43 EPC (29 EPC1973). Forma y contenido de las reivs.

1. Las reivindicaciones deberan definir el objeto de la solicitud para el
que se pide proteccidn, con indicacion de las caracteristicas técnicas
[elementos, limitaciones] de la invencion... [el caracter técnico es un
requisito de patentabilidad].
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Categories of Claims at the EPO
[EPO Guidelines] F-IV, 3 Kinds of claim. 3.1 Categories

The EPC refers to different "categories" of claim ("products, process,
apparatus or use"). For many inventions, claims in more than one
category are needed for full protection. In fact, there are only two basic
kinds of claim, viz. claims to a physical entity (product, apparatus)
and claims to an activity (process, use). The first basic kind of claim
("product claim") includes a substance or compositions (e.g. chemical
compound or a mixture of compounds) as well as any physical entity

(e.g. object, article, apparatus, machine, or system of co-operating
apparatus) which is produced by a person's technical skill. Examples are:
"a steering mechanism incorporating an automatic feed-back circuit ..."; "a
woven garment comprising ..."; "an insecticide consisting of X, Y, Z"; or "a
communication system comprising a plurality of transmitting and receiving
stations". The second basic kind of claim ("process claim") is applicable to
all kinds of activities in which the use of some material product for
effecting the process is implied; the activity may be exercised upon
material products, upon energy, upon other processes (as in control
processes) or upon living things (see, however, G-I, 4.2 and 5.4).
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Statutory claims in 35 USC
35 USC 100. Definitions.

When used in this title unless the context otherwise indicates

(a)The term “invention” means invention or discovery.

(b)The term “process” means process, art, or method, and includes a
new use of a known process, machine, manufacture, composition of
matter, or material...

35 USC 101. Inventions patentable

Whoever invents or discovers any new and useful process, machine,
[article of] manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title ["use™ is not a class of claim].

35 U.S.C. 112 Specification

(b) CONCLUSION. The specification shall conclude with one or more
claims particularly pointing out and distinctly claiming the subject
matter which the inventor or a joint inventor regards as the invention.
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Kinds / classes / categories of claims at EPO & USPTO

EPO (case-law based)

activity

10

product (chem, pharma, bio)
apparatus (machine, system...)

(object, article...)

process/method to obtain
process/method (in general)
use of X as/for (non-medical use)

product for use in the treatment
(first & second medical uses)

USPTO (statutory)
composition of matter
machine

article of manufacture

process/method of making
process/method of doing

method of treatment of a patient
(no first medical use)
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Standard claim format

Subject (the noun, identifying the category, plus adjectives & complements):

- "A/An..." in independent claims. "The..." in dependent claims.

- [one or more adjectives] noun (apparatus, device, method, compound,
composition, etc.) [for one or several purposes]...

Transitional phrase

comprising: [better than including]

Body : rest of elements, technical features or limitations

Claim Punctuation. Dependent claims

Subject,[comma] transitional phrase:[colon] element 1;[semicolon]
element 2;[semicolon] and element 3.

1. A device, comprising: a pencil; and a light attached to the pencil.

2. The device according to [better than as in, as defined in] claim 1,
- (further) comprising an eraser attached to one end of the pencil.
- wherein/in which the light is detachably attached to the pencil.
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Formato estandar de reivindicacion

Sujeto (el nombre, que identifica la categoria, mas adjetivos y
complementos):

- Substantivo (aparato, dispositivo, sistema, composi-cion,
procedimiento/método, etc.) [uno o mas adjectivos] [para uno o varios
propositos]...

Frase de transicion: que comprende [mejor que tiene, incluye, etc.]

Cuerpo : resto de elementos, caracteristicas técnicas o limitaciones

Puntuacion tipica. Reivindicaciones dependientes

Sujeto [, coma] frase de transicion:[dos puntos] elemento 1;[punto y
comal] elemento 2,[coma] y elemento 3.

1. Dispositivo que comprende: un lapiz [,] y una luz unida al lapiz.

2. Dispositivo segun [mejor que "de acuerdo con"] la reivindicacion 1,
- que [ademas] comprende un borrador unido a un extremo del lapiz.
- donde/en el cual la luz se puede separar del lapiz.
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1. Un aparato, que comprende: Manual OMPI de redaccién de

un lapiz; solicitudes de patente, p. 75
una goma unida a un extremo del lapiz; y

una luz unida a la parte central del lapiz.

En esta reivindicacion, al usar la expresion abierta "que comprende” se ha ampliado el alcance, permitiendo la
inclusion de otros elementos o limitaciones. Por ejemplo, esta reivindicacion deja abierta la posibilidad de incorpo-
rar un capuchon al lapiz. Dicho de otra forma, alguien acusado de infractor no podria defenderse afirmando que
su producto también tiene un capuchén. Reiterando, aunque en el lenguaje comun la palabra “comprende” puede
tener tanto el significado de “incluir”, "contener” o “abarcar” como el de “consistir en”, en la redaccion de las
reivindicaciones, la certeza juridica requiere que este término sea interpretado por su sentido mas amplio que indi-
ca "incluir”, "contener” o "abarcar”.

Las expresiones cerradas tienen el sentido contrario de las expresiones abiertas. Las expresiones cerradas, tales
como "“consta de” o “consiste en” limitan las reivindicaciones soélo a los elementos que se mencionan especifica-
mente. La reivindicacién abarca solamente los elementos mencionados, y nada mas.

El ejemplo anterior con final abierto puede ser reescrito en forma cerrada de la siguiente manera:

1. Aparato que consiste en:
un lapiz;
una goma unida al lapiz; y
una luz unida al lapiz.

Usando la frase "que consiste en”, esta reivindicacion se ha convertido en una reivindicacion que incluye solamente
los tres elementos mencionados de un lapiz, una goma y una luz, y nada mas.
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Understanding the meaning of comprising in patent claims

Prior art : + many other
Isolated
vegetables or

fruits

Invention embodiment: A mixture having (or including, or containing, etc.)
lettuce and tomato. D

( This is a definition of a product )

Patent claim: An edible mixture comprising lettuce and tomato
[ + anything else; this is implicit ] WHY?

( This is a definition of an excluding right )
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Patent claim: An edible product comprising lettuce and tomato.

The industrial or commercial exploitation of any of these products would be
an infringing act of the claim:

Even if any of these products were patentable (new, inventive, etc.), its patent
would be dependent from (i.e. potential infringement of) the first dominating claim

However the exploitation of
this product would not be
an infringing act of the
claim, because the product
does not have one of the
claim elements [the tomato]
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Grupos de Markush (consisting of) en reivs.

Aunque se pueden usar en electromecanica, son mas frecuentes en
quimica. Se llama "grupo de Markush" a un grupo “cerrado” de
alternativas que se introduce con un "consisting of".

Es muy tipica la redaccion: "... wherein said A is selected from the group
consisting of Al, A2, A3 and A4".

En US se admiten grupos "menos cerrados" introducidos con un
"consisting essentially of".

{CUIDADO! jNo dejarse ninguna alternativa viable fuera del grupo!

Evidentemente, el grupo se puede reivindicar como reivs. separadas, pero
resultaria mas caro y tendria mayor probabilidad de objeciones de falta de
unidad.

Es tipico definir productos quimicos mediante formulas generales (también
llamadas formulas de Markush) cuyas variables se seleccionan de
grupos formados por un numero cerrado de posibilidades. Es un estilo que
ayuda mucho a dar apariencia de unidad de invencion.
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Art. 7.1 RLP: "Las reivindicaciones numeradas correlativamente deberan
contener:

a) Un preambulo indicando la designacion del objeto de la invencion y las
caracteristicas téecnicas necesarias para la definicion de los elementos
reivindicados pero que, combinadas entre ellas, forman parte del estado de la
tecnica.

b) Una parte caracterizadora que exponga las caracteristicas técnicas que en
combinacion con las mencionadas en el apartado a) se desea proteger."

La Rule 43.1 EPC [29.1 EPC1973] es analoga al Art. 7.1 RLP, pero incluye la
expresion "cuando la especialidad del caso lo justifique" (wherever
appropriate)

Segun las "Directrices de Examen de las Solicitudes de Patente"” de la OEPM
(v. 1, octubre 2006): "El Art. 7.1 RLP recoge como forma de redaccion de las
reivindicaciones la denominada en dos partes: preambulo y parte caracterizadora.
No obstante, este articulo no se debe aplicar de forma estricta, ya que hay
casos en los que esta redaccion no es aplicable o no es la mas adecuada.”.
En el sistema europeo esta muy claro que el tipo de reivindicacion en dos partes no
debe usarse en las situaciones en las que dicha redaccion seria inapropiada por
dar lugar a una presentacion distorsionada de la invencion o de su estado de la
técnica, p.je. con un producto quimico puro, donde no tendria sentido separar el
nombre del producto en dos partes. (cf. Guidelines F-IV, 2.2 Two-part form).
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Format of EPC Two-Part Claims (Jepson in US)

Preamble Statement of subject and elements preferably from a single
piece of prior art. That is prior art is considered an implied admission.

Transitional phrase

characterized in that/characterized by ["wherein the improvement
comprises/ the improvement being” in US]

Characterizing portion : elements, technical features or limitations that
the invention adds to those of the preamble. Protection is determined
by all elements together ("All elements rule™).

A/An .... the/said

The first time an element is introduced, the indefinite article "a" or "an"
should be used [en espafol el autor no usa articulo indeterminado al
comienzo de la reiv., para evitar que "un" se confunda con "uno"]. Later
“"the" and "said" are used when referring back. Both are interchangeable,
but "said" is old-fashioned legalese, while "the" makes claim language
more accessible to non-professionals (WIPQO, "Patent Drafting Manual").
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Formato de reiv. en dos-partes (Jepson in US)

Preambulo: Sujeto y elementos que preferiblemente forman una unica
realizacidon del estado de la técnica. Se admite implicitamente que su
conjunto forma parte del estado de la técnica (lo que puede ser indeseable)

Frase de transicion: characterizado por/porque

Parte caracterizadora : elementos, caracteristicas técnicas o
limitaciones que se anaden a los del Preambulo. La proteccion viene
determinada por todos los elementos juntos de ambas partes ("Regla
de la simultaneidad de todos los elementos"”).

Un/Una/Unos/Unas .... el/la/los/las

La primera vez que se introduce un elemento, se usa el articulo
indefinido "un/una”. Después para referirse a ese elemento se una el
articulo definido "el/la” o bien "dicho/dicha". Actualmente se considera
que "dicho/dicha" es una jerga pasada de moda, mientras "el/la" hace que el
lenguaje de las reivs. sea mas accesible a los no-profesionales (cf. p.gj.
"WIPO Patent Drafting Manual", 2009)
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REIVINDICACIONES CON PARTICULAS DE CONEXION
RECOMENDABLES (en negrillay azul) Y NO RECOMENDABLES
(en negrilla, rojo y subrayadas) - US 4.472.538 (1981)

1. A method for producing a composite material having ...and improved
mechanical properties comprising the steps of ... contacting clay mineral
(having laminated aluminum silicate layers and containing water on and
between said layers) with ... thereby forming a composite material
composed of clay mineral having organic high polymer adsorbed thereon
and intercalated and uniformly and chemically strongly combined therewith.

2. A method according to claim 1 for producing a composite material and
wherein said clay mineral is a member selected from the group
consisting of montmorillonite...and a mixture thereof.

9. A method for producing ... consisting essentially of contacting clay
mineral (having laminated aluminum silicate layers and containing water
on and between said layers) with ... thereby forming a composite material
composed of clay mineral having organic high polymer adsorbed thereon
and intercalated and uniformly and chemically strongly combined
therewith." jNO PONER PALABRAS ENTRE PARENTESIS EN REIVS.!
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Definiciones de reiv. dependiente en EPO y OEPM
Rule 43 EPC (29 EPC1973). Forma y contenido de las reivs.

4. Cualquier reivindicacion que contenga todas las caracteristicas de otra
reivindicacion (reivindicacion dependiente) debera contener, si es posible al
principio, una referencia a esa otra reivindicacién y precisar las caracteristicas
adicionales para las que la proteccion se solicita. Una reivindicacion
dependiente sera también admisible cuando la reivindicacion a la que ella se
refiere directamente sea a su vez una reivindicacion dependiente. Todas las
reivindicaciones dependientes que se refieran a una reivindicacion anterior
unica [grupo de dependencia] o a varias reivindicaciones anteriores, deberan
agruparse en la forma mas adecuada, en la medida de lo posible.

Art. 7.2 RLP: Forma y contenido de las reivindicaciones

2. Si la claridad y comprensién de la invencion lo exigiera, la reivindicacion
esencial [sic] puede ir seguida de una o varias reivindicaciones dependientes,
haciendo éstas referencia a la reivindicacion de la que dependen y precisando
las caracteristicas adicionales que pretenden proteger.

De igual modo debe procederse cuando la reivindicacion esencial [sic] va
seguida de una o varias reivindicaciones relativas a modos particulares o de
realizacion de la invencion.
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Una reivindicacion dependiente (n° N o n° N') es de la
misma categoria que la reivindicacion de la que depende,
y su alcance es un subconjunto del alcance de esta ultima

Reiv. n"°® M = A + B '[+ anything else]
Reiv.n"°N=A+B+C
Reiv.n"° N'=A +B1 (B1c B)

reivindicacion n° M

reivindicacion n® N o N'
(dependientes de M) Una reivindicacién
independiente (n° M) es la
que no depende de ninguna.

Reiv. n° M: Producto que comprende los elementos A y B [+ anything]

Reiv. n° N: Producto segun la reivindicacion M, que ademas
comprende (further comprising) el elemento C (elemento adicional)

Reiv. n° N': Producto segun la reivindicacion M, donde (wherein) B es
B1 (elemento especificado de entre la definicibn mas general B)
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(19) -0) European Patent Office AT 100 TARYH W00 O A A A
Office européen des brevets (11) Ep 1 350 729 A1

(12) EUROPEAN PATENT APPLICATION

Drinks can, of the type that is made up of a hollowed
out sheet body (1), having a side wall (11) that ex-
tends fromthe base upwards (1), and with a lid (13)
whose periphery is fixed in apermanent way around
the periphery of the upper part of the side wall (11);
said lid (13) being fitted with an easy opening de-

2. Drinks can, according to the previous claim, char-
acterised in that the compartments (21 and 22)
have connectedto the areas of location of the open-
ing means (21a and 22a) corresponding valves
(21b and 22b) that only allow the drink contained in

vice, which includes a line of weakening that out- one compartment (21 and 22) to exit when the can
lines a part of the lid which can be torn away by is tilted sideways towards the corresponding said
means of a ring pull and characterised in that the compartment (21 and 22).

its inside that is fixed along the entirety of its periph- Oftice S i S i L Sl

hollowed sheet body (1) has a dividing wall (2) on )) European Patent
ery to the base (12), to the side surface (11) and to

the lid (13) of the drinks can; this arrangement forms O EIE R e e CIE AT

two separate compartments (21 and 22) on the in- - CRaton cf dosamant wih indication, whars scpropriais S —
side of said can for the purpose of containing two il of relevant pessages toclaim
separate drinks; and in that the lid (13) has some X |PATENT ABSTRACTS OF JAPAN -
easy opening means (21a and 22a) connected to Five "X" relevant to Claim 1

the respective compartments at the areas corre- X g? Janaary 1998 (1998-01-31f

sponding to each one of the compartments (21 and * claims 1,2; figures 1,2 *
22)fothelr|ndw|du‘allsedc>pe‘n|ng gndtheseparate R T g e >
extraction of the drinks contained in same. vol. 1999, no. 09,
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\ =1 EPAEPOIOEB Europaisches European Office européen
A _

D-B0298 Minchen Patentamt Patent Office des brevets
Application Ma, Ref, Date
03 380 083.0 - 2308 QUISPE 28.05.2004
Applicant . . . v

adversaries nor applicant's advisors
Communication pursuant to Article 96(2) EPC

The examination of the above-identified application has revealed that it does not meet the requirements
of the European Patent Convention for the reasons enclosed herewith. If the deficiencies indicated are
not rectified the application may be refused pursuant to Article 97{1) EPC.

Lhe subject-matter of claim 1 is therefore not new (Article 54(1) and (2) EPC).
Furthermore, documents D2, D3, D4 and D5 also disclose the same features of
claim 1.

The combination of the features of dependent claim 2 is neither known from, nor
rendered obvious by, the available prior art.

If a new independent claim is drafted including these features, the applicant must
bear in mind that the features known in combination with D1 should be placed in

the preamble of such a claim in accordance with Rule 29(1) EPC.

In other words: The subject-matter of claim 2 is new and inventive. Thus, if claim 1 is
withdrawn, a patent with current claim 2 (renumbered as new claim 1) would be
2! accepted in a two-part format.



Claim 1 = application Claim 2

REIVINDICACIONES

1. Lata de bebida perfeccionada; del tpo de las
que comprenden un cuerpo laminar hueco (1) con-
formado por una pared lateral (11) que se prolonga

ES 2 258 707 T3 Validation of EP 1 350 729 B1

delimitando en ¢l mterior de dicha lata dos comparti-
mentos independientes (21, 22) destinados a contener
dos behidas diferentes; v porque la tapa (13) presen-
ta en las zonas correspondientes a cada uno de los
compartimentos (21, 22)) unos medios independien-

a partir de una base inferior (1) v por una tapa de
cierre (13) cuya periferia se encuentra fijada de forma
permanente sobre ¢l borde supenor de la pared late-
ral (11); disponiendo dicha tapa (13) de unos medios
de facil apertura, que incluyen una linea de debilita- 10
miento gque delimita una porcion de tapa, la cuoal es
desgarmable por medio de una amlla de accionanuen-
to; donde el cuerpo laminar hueco (1) dispone en su
interior de vna pared laminar (2) vertical fijada por la
totalidad de su periferia a la base (12), a la superfi- 15
cie lateral (11) v a la tapa (13) de la lata de bebida,

tes (21a, 22a) de ficil apertura, para su apertura indi-
en los mismos; estando caracterizada, esta lata, por-
que los compartimentos (21, 22) disponen, en corres-
pondencia con las zonas de ubicacion de los medios
de apertura (21a, 22a), de sendas valvulas (21b, 22b)
que solo permiten la sahida de Ta Bebiuda confenida ¢n
un compartimento (21, 22) cuando se inclina la lata
hacia ¢l lateral correspondiente a dicho compartimen-
o (21, 22).

The preamble (before "characterized in
that") corresponds to application Claim 1
(that was considered not new). The
characterizing part (after "characterized
in that") includes the extra features that
application Claim 2 had in respect to
application Claim 1.

21a 22q 13

22b
21b

Only one claim! (for the same
o6  price you can get up to 15)
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EPO & OEPM claim practice: references in claims which
do not involve claim dependency (not in US indep. claims)

F-1V, 3.8 Independent claims containing a reference to another
claim or to features from a claim of another category

A claim may also contain a reference to another claim even if it
is not a dependent claim as defined in Rule 43(4). One example of
this is a claim referring to a claim of a different category (e.qg.
"Apparatus for carrying out the process of claim 1 ...", or "Process
for the manufacture of the product of claim 1 ..."). Similarly, in a
situation like the plug and socket example of F-1V,3.2(i), a claim to
the one part referring to the other co-operating part (e.g. "plug for
co-operation with the socket of claim 1 ...") is not a dependent claim.
In all these examples, the examiner should carefully consider the
extent to which the claim containing the reference necessarily
involves the features of the claim referred to and the extent to which
it does not...
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En la EPO, para simplificar la redaccion de una reiv. se pueden
usar referencias a otras reivs., tanto si se crean reivs. dependientes
como Ssi ho

Cuando se dice que una reiv. es "dependiente" de otra no se quiere indicar que la
validez de la primera dependa de la validez de la segunda, ni que haya ningun tipo
de subordinacion u origen comun. jNo sirven los significados del diccionario!

En la redaccion de una reiv. es frecuente usar referencials a otrals
reivindicacion/es para simplificar la redaccion, eliminando la necesidad de
repetir el texto de la/s reivindicacion/es referenciadal/s. Se suele usar la
expresion "as defined in claim #" ="como se define en lareiv. #", siendo # el
numero de la reivindicacion referenciada.

Una reivindicacion dependiente corresponde al caso particular en el que se
dan dos circunstancias: (a) la reiv. dependiente y la reiv. de la que se depende
tienen la misma categoria (en US no se requiere la misma 'statutory class’); y
(b) el alcance de la proteccién de (estrictamente, la materia reivindicada por)
la reiv. dependiente es un subconjunto del alcance de la proteccion de la reiv.
de la que se depende. La redaccién de la reiv. dependiente se suele simplificar
con la expresion "according to claim #" = "segun la reivindicacion #" al
principio, siendo # el numero de la reiv. de la que se depende.
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To make drafting simpler, references can be made to
claims of different category (no in US for independent claims)

1. Product, comprising: elements A; B; and C.

10. Use of the product comprising: elements A; B; and C, for doing samE

10' (simplified). Use of the product as defined in claim 1, for doing ... PROTECTION

20. Preparation process of the product, comprising elements A; B; and C,
comprising the following steps: (i)...; (ii)...; and (iii).. SAME PROTECTION

20' (simplified). Preparation process of the product as defined in claim 1,
comprising the following steps: (i)...; (ii)...; and (iii)...

30. (simplified) Apparatus for carrying out the preparation process as defined
In_claim 20, comprising: elements H, | and J.

40. (simplified) Detection method of the presence of the product as defined in
claim 1, comprising the use as defined in claim 10, etc.
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Drafting of dependency groups formed by claims of different
categories, by using multiple references [no multiple
dependencies] to a previous group of claims

1.-7. : Siete reivs. de "Method for [doing something]”, con el "Claim Tree":
12345
T
6«7
8. A device for carrying out the method as defined in any of claims 1-7.
8(1) « 8(2) « 8(3) « 8(4) « 8(5)
T
8(6) « 8(7)

9. A computer program product comprising computer program code means
adapted to perform all the steps of the method as defined in any of claims 1-7.

9(1) < 9(2) « ?(3) <~ 9(4) < 9(5)

9(6) « 9(7)
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Example of claims of the same cateqory ("product” in this
case) that are not related by dependency

"1. Product, comprising: elements A; B; and C." [plus anything else]

"10. Product, comprising: elements B; C; and D.” [plus anything else]

There is no dependency between claims 1 and 10

Accused embodiment
A+B+C+D falls within the

Claim1: A+ B + C [+ any] scope of both claims

Embodiment
A+B+C+D

Claim10: B + C + D [+ any]
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Example of claims with dependency = they have the same
cateqory ("product” in this case) and the scope of protection of one (the
dependent) is a subset of the scope of the other

"1. Product, comprising: elements A; B; and C". [plus anything else]
"2. Product, comprising: elements A; B; C; and D.” [plus anything else]

"2 (simplified) Product according to claim 1, further comprising element
D." [plus anything else]

ALTERNATIVE WORDING: as per..., as recited in... ,as in claim 1

Claim1: A+ B + C [+ any]

Claim2':A+B+C+D|[+an

Accused embodiment A+B+C+D+E
falls within the scopes of both 2 & 1
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Typical d_raftlng of (1)A+B+C (2)=(1)+D (3)=(2) +E
claims with a

dependency line/chain

Claiming | 1a+B+cC

Military analogy: otion
- rotection oL s
A fortress with 'fallback’ (P scoples)

positions, prior art being (3)=(2)+E

‘the enemy’

A non
military
analogy:
onion
layers are
claims
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Some EPO case law on independent and dependent claims

Case T 1614/08 (11 July 2011). Amended claims during prosecution of
EP 1034474 A1 (WO 9927442 A1)

1. A method of assigning, via a graphical user interface, values to object
parameters (70,72) of objects (54) of a simulation model (30), the method
comprising: displaying a diagram panel (401) within a user interface, the
diagram panel (401) including respective graphical representations (152-164)
of objects (54) of the simulation model(30); displaying an access panel...

11. A method of performing a simulation utilizing a simulation model (30),
comprising: assigning, via a graphical user interface, values to object
parameters (70, 72) of objects (54) of a simulation model (30) in
accordance with any preceding claim; and utilizing the values assigned to
the object parameters as initial input values for object parameters (70, 72) in
the simulation model (30).

13. Apparatus for assigning... [comprising means which correspond closely
to the method steps of claim 1].

23. Apparatus for performing a simulation [comprising means which
correspond closely to the method steps of claim 11].
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EPO case law on independent and dependent claims (cont.)

(T 1614/08). 10.2. Ad Rule 29(2) and Art. 84 EPC 1973: Claims 1 and 13 as
filed on 18 January 2005 relate, respectively, to a "method of assigning ...
values to object parameters ..." and a corresponding apparatus. Claims 11 and
23 relate, respectively, to "a method of performing a simulation ... comprising:
assigning ... values to object parameters ... in accordance with any preceding
claim” and again a corresponding apparatus.

In the second communication, the examining division considers claims 11
and 23 as independent claims, the reference to preceding claims
notwithstanding.

According to Rule 43(4) EPC (= Rule 29(4) EPC 1973) "[a]ny claims which
includes all the features of any other claim” is considered a dependent
claim. This formulation is reproduced in the Guidelines for Examination
C-lll, 3.4. In view of this the examining division's position is at least
unconventional and the applicant, when referring to the standard
interpretation of what constitutes a "dependent claim”, must have had a fair
expectation of having overcome this objection.

T 1614/08 (11 July 2011). A method of providing access to object parameters within a
simulation model (Claims not available for EP 1034474 A1 - corresp. WO 9927442 A1)
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Claims EP 2.145.597 A1 (original drafting)

36

A moncopolar electrosurgical instrument (1) for tissue coaqulation and cut comprising a cylindrical metallic electrode
which |s connected to one pole of a radio frequency generator (14) on one extreme; said electrode comprising a
liquid supply for cooling, a handle (7) that covers part of the electrode, a part (6) covered with an insulative material,
and a coagulating and cutting uninsulated tip; said tip comprising a round ending part (2), a part (3) attached to a
cutting metal blade (5) near the end, and a part (4) non-attached to a cutting metal blade.

The instrument according to claim 1, wherein the radic frequency generator produces an unmodulated current.

The instrument according to any of the claims 1-2, wherein the tissue is a parenchyma (11).

The Instrument according to claim 3, wherein the parenchyma (11) is selected from the group consisting of liver,
lung, spleen and kidney,

The instrument according to any of the claims 1-4, wherein the electrode has a diameter between 3 mm and 1 cm.
The instrument according to claim 5, wherein the electrode has a diameter between 3 and 6 mm.

The instrument according to any of the claims 9-6, wherein the liquid supply of the electrode comprises two internal
lumens, one of the lumens (9] delivers a cooling sclution by means of a pump (13) to the tip, and the other lumen
(10) returns the warmed solution to an outer collection assembly.

The instrument according to claim 7, wherein the cooling solution is delivered at a rate of approximately 130 ml/min.

The instrument according to any of the claims 1-8, wherein the part (4) non-attached to the blade is curved.
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10.

11.

12.

13.

EP 2.145.597 A1 (continuation)

The instrument according to claim 9, wherein the part (4) non-attached to the blade has a total curvature amounting
to an angle o from 40 to 60° with respect to the axes of the electrode.

The instrument according to claim 10, wherein the angle Is 45°.
The instrument according to any of the claims 1-11, wherein the metal blade (5) forms part of a metallic ring (17),
which is in contact with the electrode through a anular piece of a non-conductor material, thereby the metallic blade

is electrically isolated.

A radic frequency-assisted device for tissue coagulation and cut, comprising:

(a) an electrosurgical instrument as defined in any of the claims 1-12;

(b) a source (12) of cooling solution connected to the Inner part of the electrode so the cooling solution circulate
near the end of the electrode tip, by means of a pump (13);

(c) an outer collection assembly (16) for collecting the used cooling solution; and

(d) a radio frequency generator (14) with one pole conneacied to the electrosurgical instrument and the other
pole to the body of the animal or human,

Probably Claim 13 (i.e. the effective twelve claims included
therein) are considered dependent from 1-12 in the EPO, as
all of them belong to the same category (apparatus claim)
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Dependent claims in US
35 U.S.C. 112 Specification
(b) CONCLUSION. The specification shall conclude with one or more
claims particularly pointing out and distinctly claiming the subject

matter which the inventor or a joint inventor regards as the invention.

(c) FORM. A claim may be written in independent or, if the nature of
the case admits, in dependent or multiple dependent form.

(d) REFERENCE IN DEPENDENT FORMS. Subject to subsection (e), a
claim in dependent form shall contain a reference to a claim
previously set forth and then specify a further limitation of the subject
matter claimed. A claim in dependent form shall be construed to
incorporate by reference all the limitations of the claim to which it
refers.

- In the EPO it is said that a claim is independent / dependent / multiple dependent
- In the US law it is said that a claim is written in a ind./dep./multiple dep. form
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[US MPEP] 608.01(n) Dependent Claims
Il. TREATMENT OF INPROPER DEPENDENT CLAIMS

The fact that the independent and dependent claims are in different statutory
classes does not, in itself, render the latter improper. Thus, if claim 1 recites a
specific product, a claim for the method of making the product of claim 1 in a
particular manner would be a proper dependent claim since it could not be infringed
without infringing claim 1. Similarly, if claim 1 recites a method of making a
product, a claim for a product made by the method of claim 1 could be a
proper dependent claim. On the other hand, if claim 1 recites a method of making a
specified product, a claim to the product set forth in claim 1 would not be a proper
dependent claim since it is conceivable that the product claim can be infringed
without infringing the base method claim if the product can be made by a method
other than that recited in the base method claim.

[In US claim dependency is different from claim dependency in the EPO, as
dependent claims in US do not necessarily belong to the same ‘class’ or
‘category’).

When examining a dependent claim, the examiner should determine whether the
claim complies with 35 USC 112, fourth paragraph, which requires that dependent
claims contain a reference to a previous claim in the same application, specify
a further limitation of the subject matter claimed, and include all the limitations
of the previous claim.
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[US MPEP] 600.01(n) Dependent Claims

lll. INFRINGEMENT TEST [of dependency]

The test as to whether a claim is a proper dependent claim is that it shall
include every limitation of the claim from which it depends (35 USC 112,
fourth paragraph) or in other words that it shall not conceivably be
infringed by anything which would not also infringe the basic claim.
Another requirement is that the dependent claim must specify a further
limitation(s) of the subject matter claimed...

Thus, for example, if claim 1 recites the combination of elements A, B, C,
and D, a claim reciting the structure of claim 1 in which D was omitted or
replaced by E would not be a proper dependent claim, even though it
placed further limitations on the remaining elements or added still other
elements. [A case of "false dependency”]

Examiners are reminded that a dependent claim is directed to a combination
including everything recited in the base claim and what is recited in the
dependent claim. It is this combination that must be compared with the prior
art, exactly as if it were presented as one independent claim.
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(54)

(57) A cereal bar and its method of production is pro-
vided, in which the cereal bar comprises a pressed mix-
ture including (i) a cereal mixture including ready-to-eat
(RTE) cereal pieces and a first binder, (ii) a filler com-
prising a plurality of discrete agglomerates in which the
agglomerates individually comprise a plurality of parti-
cles comprising milk protein product jeined togetherwith

Cereal bars and methods of their manufacture

a second binder, and the first binder binds the cereal
pieces and the agglomerates together. The cereal bars
of the present invention provide nutritional value without
sacrificing tasle and flavor, as well as possessing a rea-
sonable shelf life during which the texture remains
chewy without being sticky, hard, or crumbly.

Pascual Segura - Centre de Patents de la Universitat de Barcelona



¢V v0Csevl d3

42

Claims

10.

A cereal bar, comprising a self-supporting mixture of (i) a cereal mixture including ready-to-eat (RTE) cereal pieces
and a first binder, (ii) a filler comprising a plurality of discrete agglomerates wherein the agglomerates individually
comprise a praranty of particles comprising milk protein product joined together win a second binder, wherein the
first binder binds the cereal pieces and the agglomerates together.

A cereal bar according to claim 1, wherein the milk protein product is selected from non fat dry milk, milk protein
concentrate, milk protein isolate, and mixtures thereof.

A cereal bar according to claim 1, wherein the milk protein product is selected from non fat dry milk, milk protein
concentrate, milk protein isolate, casein, caseinate, milk protein hydrolysate, whey protein concentrate, whey pro-
tein isolate, and mixtures thereof.

A cereal bar according to gpvone of claims 1 1o 3. wherein the first binder comprises a polyhydric alcohol.

A cereal bar according toc any one of claims 1 to 4, wherein the second binder comprises a pelyhydric alcohol.

A cereal bar according to any one of claims 1 to 6, further comprising a sweetener.
|

A_cereal bar according to any one of claims 1 to 6, wherein the first binder comprises a binder system containing
glycerine and a corn syrup-containing product.

A cereal bar according to claim 7, comprising a mixture of:
|

(i) a cereal mixture comprising about 25 to about 75 percent RTE cereal pieces, about 5 to about 15 percent
glycerine, and about 20 to about 60 percent combined corn syrup products; and

(i) a filler comprising a plurality of discrete agglomerates bound together with a second binder, wherein the
agglomerates individually comprise about 20 to about 70 percent plurality of particles comprising milk protein
product selected from non fat dry milk, milk protein concentrate, milk protein isclate, and mixtures thereof,
bound together with about 5 to about 60 percent of a second binder selected from vegetable shortening and
glycerine, and mixtures thereof.

A cereal bar according to any one of claims 1 to 8, wherein the cereal mixture andfiller agglomerates are combined

in a ratio of about 2:1 to about 4.1, respectively.

A cereal bar according te any one of claims 1 to 9, where the filler further comprises a fat-free or an essentially
fat-free cream cheese-prc:duct_
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11.

12.

13.

14,

15.

16.

17.
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A method of making cereal bars, cameﬁsing the ste-Es of: EP 1435204 A2

(1) ferming a filler comprising mixing particles comprising milk protein product and a binder effective to form
discrete agglomerates individually comprising a plurality of the particles bound together with a portion of the
binder;

(ii) combining the agglomerates with RTE cereal pieces to provide a premix;

(i) mixing the premix with a binder system to form a mix; .

(iv) pressing the mix; and

(v) cutting the cereal bars from the pressed mix. In US, dependent claims start with "The"

A method according to claim 11, wherein the agglomerates are baked before being combined with the RTE cereal
pleces.

A method according to claim 11 or claim 12, wherein the combining step comprises admixing the cereal mixture
and filler agglomerates in a ratio of about 2: 1 to about 4: 1, respectively.

A method according to any one of claims 11 to 13, wherein the forming step comprises adding a binder comprising
glycenne and particles comprising a milk protein product selected from non fat dry milk, milk protein concentrate,
and milk protein isclate, and mixtures thereof.

A method according fo any one of claims 11 to 13, wherein the forming step comprises adding particles comprising
a milk protein product selected from non fat dry milk, milk protein concentrate, milk protein isolates, casein, ca-

seinates, milk protein hydrolysates, whey protein concentrates, whey protein isolates, and mixtures thereof.

A method according to any one of claims 11 to 15, wherein the mixing step comprises adding glycerine as at least
part of the cereal bar binder.

A method according to any one of claims 11 to 16, wherein the forming of the filler further comprises adding a fat-
free or an essentiaﬁy fat-free cream cheese product.
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T3

@ Titulo: Maquina de impresion a alta velocidad con matriz de impresion flexografica para laminas transporta-

das mediante una cinta transportadora continua accionada por aspiracién.

(G0 Prioridad: 20.05.2002 IT APO2A0005 @3 Titular/es: Maria Teresa Cintio
Via S. Baglioni, 15
63017 Porto San Giorgio, AP, IT

@ Fecha de publicacion de la mencion BOPI: @ Inventor/es: Cintio, Maria Teresa
16.05.2007
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ES 2.255.891 T3 (so6lo la reiv. 1 es independiente)

REIVINDICACIONES

1. Maquina de impresion flexografica a alta velo-
cidad, que comprende:

- al menos una matriz de impresion flexografica
(03) soportada por un rodillo (01);

- al menos un contrarrodillo (21) que coopera con
dicho rodillo (O1) con matriz;

- al menos un conjunto de entintado (26, 27, 28)
que comprende un rodillo de entintado (02) en con-
tacto con la matriz de impresion flexografica (03), en
el que la superficie cilindrica externa del rodillo de
entintado (02) estd provista de microincisiones y par-
cialmente sumergida en agua o tinta disolvente conte-
nida en una camara (07), un pequeno deposito (09) o
un ¢anal;

caracterizada dicha maguina porque comprende
al menos una cinta transportadora (04) continua y per-
forada enrollada alrededor de un rodillo motor (22) y
un rodillo de retorno (23) que se desplaza sobre una
superficie accionada por aspiracion (03), siendo capaz
dicha cinta transportadora (04) de soportar las lami-
nas/los paneles (06), mientras se mueve hacia delante
a través de la matriz (03) de dicho rodillo (21).

2. Maguina de impresion flexografica a alta velo-
cidad segtn la reivindicacion anterior, caracterizada
porque dicha cinta transportadora (04) se mueve ha-
cia delante a través de la matriz (03) de dicho rodillo
(21).

3. Maquina segun las reivindicaciones 1 y 2, ca-
racterizada porque la tinta estd contenida en un pe-

45 ol

13. Maqguina segun las reivindicaciones 1 y 8, ca-
racterizada porque la sincronizacion entre la cin-
ta transportadora (04) accionada por aspiracion y las
maquinas de impresion, y/o entre las maguinas de im-
presion estd asegurada por dispositivos mecanicos y/o
hidraulicos y/o eléctricos y/o electronicos y/u 6pticos.

14. Maquina segun las reivindicaciones 1 a 6, ca-
racterizada porque los conjuntos de entintado (26,
27, 28) se pueden retirar y sustituir por un conjunto
de entintado para tinta de aceite en posicion de traba-
jo.

15. Méquina segun las reivindicaciones 1y 2, ca-
racterizada porque la matriz de impresion flexogra-
fica (03) esta en contacto con un ¢cojin amortiguador
(20), que tiene una menor dureza que la maquina de
impresion flexografica, capaz de producir presion que
la hace volver inmediatamente a su posicion de fun-
cionamiento para ¢l siguiente ciclo de impresion,

16. Mdquina segun la reivindicacion 1, caracteri-
zada porque el rodillo (01) con matriz de impresion
flexografica esta provisto de agujeros para aire a pre-
sion, a fin de permitir la rdpida instalacion del man-
guito con la matriz (03) con cojin amortiguador (20).

17. Maquina segun las reivindicaciones 1 y 2,
caracterizada porque el contrarrodillo de impresion
(21) actia como rodillo motor para la cinta (04), o
como rodillo de retorno para la cinta (04).

18. Maquina segun las reivindicaciones 1 y 2,
caracterizada porque el contrarrodillo de impresion
(21) entra en contacto directo con las laminas/los pa-
neles (06) durante la impresion,

Pascual Segura - Centre de Patents de la Universitat de Barcelona



STS1 2013-02-26 Se pide nulidad total de ES 2.255.891 T3 pero soélo se
prueba la nulidad de la reiv. 1, nulidad que no afecta a las reivs. 2-18 (1)

FD1. Resumen de los antecedentes. |...La patente esta compuesta de dieciocho
reivindicaciones, de las que solo es independiente y principal la primera. Las demas
son dependientes de ella... Barberan, SA tomé la iniciativa una vez validada la
patente europea en Espana y ejercité en la demanda acciéon de nulidad (en JM
Bcn-2) de la patente ES 2.255.891 T1 [T3] (EP 1 364 783 B1), por falta de los
requisitos de novedad y actividad inventiva, en todas sus reivindicaciones o, al
menos, en la primera.

lll. La accion de nulidad de la patente fue estimada en la primera instancia, con
alcance a las dieciocho reivindicaciones. El Tribunal de apelacién (AP Bcn-15)
limité la declaracién de nulidad a la primera reivindicacién, por entender que
no se habia demostrado, en contra de lo alegado por la ahora recurrente, que
las segunda a decimoctava carecieran de los requisitos de novedad y actividad
inventiva.

|. RECURSO EXTRAORDINARIO POR INFRACCION PROCESAL DE LA
DEMANDANTE. FD2. Enunciados y fundamentos de los dos motivos del
recurso. Alega la recurrente que, para demostrar que la nulidad de la patente de
dona Trinidad debia ser total - porque ninguna de sus dieciocho reivindicaciones
tenia novedad ni actividad inventiva - presento con la demanda el dictamen de un
ingeniero superior aeronautico, el cual, ademas, expuso de palabra en el juicio sus
criterios técnicos sobre el tema que debia ser demostrado...
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STS1 2013-02-26 Se pide la nulidad total de ES 2.255.891 T3 pero soélo se

prueba la nulidad de la reiv. 1, nulidad que no afecta a las reivs. 2-18 (2)
Anade que, pese a la claridad con la que el perito se manifestd, en ambas ocasiones, el Tribunal
de apelacion considerd probada la falta de novedad y actividad inventiva solo de la primera
reivindicacion de la patente de la demandada, no de las demas. Califica Barberan, SA esa
valoracién de la prueba pericial como notoriamente erronea y arbitraria y, al fin, lesiva de su
derecho a la tutela judicial efectiva.

FD3. Desestimacidon de los dos motivos

Sucede, sin embargo, que esa afirmacion del Tribunal de apelacion - y, por tanto, la de que el
perito sbélo se ocupd, con el rigor que solo un previo estudio permite, de la primera reivindicacion,
unica independiente de las dieciocho - se muestra exacta, a la vista tanto del titulo dado por su
autor al informe -" estudio comparativo para la reivindicacion primera y principal de la patente de
invencion ES 2 255 891 "-, como del indice de los capitulos en él contenidos - apartados V y VI -
, del preambulo - en el que se identifica el encargo recibido: " la realizacion de un estudio técnico
comparativo de la reivindicacion primera y principal de la patente de invencion ES 2 255 891"-...
Lo que efectivamente hizo el perito fue afirmar - en la pagina 14 de su dictamen - una
especie de nulidad por repercusion - " si una reivindicacion independiente carece de
alguno de los requisitos basicos de patentabilidad de novedad o actividad inventiva, por
definicion todas v cada una de las reivindicaciones dependientes de ella carecerian a su
vez de los requisitos basicos de patentabilidad de novedad o actividad inventiva " - que
no fue aceptada por el Tribunal de apelacidn en su sentencia - ni por el Juzgado de
Primera Instancia -.

No hubo, por lo tanto, error en la valoracion de la prueba pericial y, menos, uno que permita
entender que la misma no supera el test de racionabilidad constitucionalmente exigible para
considerar respetado el derecho a la tutela judicial efectiva que consagra el articulo 24 de la
QQnStitUCién Espaﬁola. Pascual Segura - Centre de Patents de la Universitat de Barcelona




STS1 2013-02-26 Se pide la nulidad total de ES 2.255.891 T3 pero soélo se
prueba la nulidad de la reiv. 1, nulidad que no afecta a las reivs. 2-18 (3)

Il. RECURSO DE CASACION DE LA DEMANDANTE. FD4. Enunciado y fundamento. 1.
En una segunda parte, Barberan, SA niega la posibilidad de que se mantenga la validez
de unas reivindicaciones dependientes - a las que se refieren el articulo 7, apartado 2, del
Real Decreto 2245/1986, de 10 de octubre, y la regla 29 (4) del Reglamento de ejecucion
del Convenio sobre la patente europea — cuando es declarada la nulidad de la
reivindicacion principal de la que dependen.

FDS5. Desestimacion del motivo.

|. No tiene en cuenta la recurrente - en la que hemos denominado primera parte de motivo
-que la casacion no constituye un instrumento que permita abrir una tercera instancia vy, al
fin, revisar la valoracion de la prueba efectuada por el Tribunal de la segunda - sobre ello,
la sentencia 797/2011, de 18 de noviembre -....

ll. Por el contrario, constituye materia propia de la casacion la que hemos identificado
como segunda parte del motivo. Sin embargo, dicha cuestiéon fue correctamente
resuelta por el Tribunal de apelaciéon, mediante la aplicacién de la norma que, en
casos de nulidad parcial, reconoce vigencia a las reivindicaciones no anuladas
siempre que puedan constituir objeto de una patente independiente [condicion
superflua, pues siempre se da] -Art. 112.3 LP-, dado que el hecho de que aquéllas
contengan en su preambulo referencias a una - o varias - reivindicacion principal no le
privan de la autonomia de que, por si, sean merecedoras por las caracteristicas
adicionales para las que se solicito proteccion.
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Una reivindicacion es nula por falta de NOVEDAD -o de
ACTIVIDAD INVENTIVA- si, en el estado de la técnica
pertinente, se conoce -0 resulta obvia- una realizacion (circulo
rojo) que cae dentro del alcance de su proteccion

| —Estado de la técnica: anula

| — las reivs. 1y 2, pero no afecta

a la validez de las demas
1

3 3

Reivindicaciones originales Reivindicaciones validas (aunque
con falta de unidad a posteriori)
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Una reivindicacion es nula por falta de NOVEDAD -o de
ACTIVIDAD INVENTIVA- si, en el estado de la técnica
pertinente, se conoce -0 resulta obvia- una realizacion (circulo
rojo) que cae dentro del alcance de su proteccion

Estado de la técnica: anula las
reivs. 1,4, 5y 6, pero no afecta a la
2 1 validez de las reivs. 2y 3
d °
/
415 § —
3
3
Reivindicaciones originales Reivindicaciones validas

(aunque con falta de
unidad a posteriori)
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Una reivindicacion es nula por falta de NOVEDAD -o de
ACTIVIDAD INVENTIVA- si, en el estado de la técnica
pertinente, se conoce -0 resulta obvia- una realizacion (circulo
rojo) que cae dentro del alcance de su proteccion

Estado de la técnica: Si una
/ reivindicacion independiente (1)
2 es nueva e inventiva, por
1 definiciéon también lo son todas
las reivindicaciones dependientes
de ella (i.e. todas las del grupo de
dependencia, en este caso: 2-6).

3 OJO: Lo contrario no es cierto: una
reiv. independiente puede ser nula,
pero resultar validas algunas

dependientes de ella (ver ejemplos
(todas son nuevas e inventivas; anteriores)

Reivindicaciones originales

validas si cumplen los demas requisitos)
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[EPO Guidelines] G-VII, 13. Dependent
claims; claims in different categories

If an independent claim is new and non-obvious, there
IS no need to investigate the novelty and the non-
obviousness of any claims dependent thereon, except in
situations where the subject-matter of a dependent claim
has a later effective date than the independent claim and
intermediate documents are to be considered (see F-VI,
2.4.3).

Pascual Segura - Centre de Patents de la Universitat de Barcelona
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REIVINDICACIONES

1. Progcedipyiento para la obtencion v
aplicacion de reproducciones murales v arqui-
tectonicas a base de la proyeccion de resina v fi-
bra de vidrio sobre moldes, W‘-
que comprende una primera fase en la que sobre
el muro o elemento arquitectéonico a reproducir
se aplica manualmente con brocha una capa de
silicona, la cual una vez seca se retira del muro
o elemento arquitectonico v pasa a constituir el
molde para la reproducciéon de aquéllos; en una
segunda fase el molde de silicona se dispone sobre
una base rigida que presenta una forma similar a
la del elemento a reproducir v seguidamente se de-

posita sobre el molde una fina capa de cera liquida

desmoldeante que retendra las tierras, que, como
color, se depositan luego, impidiendo que se mez-
clen con la ulterior proveccion sobre ellas de la
resina que ha de constituir el cuerpo de la repro-
duccion; en una tercera fase se dispone el molde
en posicion invertida hacia abajo para que me-
diante sacudida se desprendan las tierras que no
han quedado retenidas en la capa de cera; en una
cuarta fase se dispone otra vez el molde a su po-
sicion inicial v se provecta sobre él una capa de
resina de poliéster y fibra de vidrio espesada con
cargas de silice; en una quinta fase se pica sobre
los relieves del molde con pinceles impregnados de
acetona para impedir las bolsas de aire en dicha
capa de resina; en la sexta fase se procede al des-
moldeo del elemento reproducido cuando éste se

54 ES 2.049.164 A1

haya secado totalmente, v ulteriormente se cor-
tara el sobrante periférico del elemento reprodu-
cido dejandolo con las medidas previstas.

2. Procedimiento para, la obtencion, v, apli-

cacion de reproducciones II]UI‘EL]EH T arg'mtecto—

EEEEEEEEEEEEEEEEE EEEEEEpEEEEN l,,,lllll.l}llllllllll ll]lll EEEEEEEEgER

nicas, segun la reiwvindicacion 1, en el que en la
primera lase, antes de la aplhcacion de la capa
de silicona, se procede a la limpieza del muro o
elemento arquitectonico y a la previa aplicacion
sobre el mismo de una capa de materia desmol-
deante.

3. Procedimiento para la obtencion v
aplicacién  de Tepro ucciones murales vy arqui-
fectonicas: sesun 1A TeiVindicacion T, e el e
el depdsito de las tierras determinantes del color
se lleva a cabo en dos fases, en una primera se de-
posita una fina capa de tierra-color en la cavidad
de cada relieve segin el color que corresponda v
en una segunda fase se deposita en todo el molde
la tierra con el color correspondiente a las juntas.

4. Brocedimiento para la obtencion v
aplicacion '

c repro UE‘.CIOHG.‘:‘ muraleb v arqm—

tectonicas, segun 1a I‘ElVlIl 1Caclon Jque

‘15 'p'l"fjif'é&'élo'_d_l_'ﬂ_l“-tn =T Tesna o polester v la. fibra

de vidrio con cargas de silice en el molde se rea-
liza en dos fases, en la primera segiin una capa
fina de resina de alta tixotropia v en una segunda
fase se lleva a cabo la proveccion total de resina,
fibra y silice hasta adquirir el grueso previsto.

5. Drocedimiento  para, la  obtencion v

_]JllE‘aCIDIl de reproducciones murales y qm—

EEEEpEEEEEEEEEEEEEEREN SEEEEREEpgEEEEEEEEEREpEEN llllllllrllllll [N ]

teCtDHIE‘&b SegUI la reivindalcaclon €Il 1 gue urna
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S & oFICINA EsPARiOLA
' DE PATENTES Y MARCAS

ESPANA

INFORME SOBRE EL ESTADO DE LA TECNICA

(i) ES 2049 164

QU N solicitud: 92
l@@ Fecha de presentacion de la solicitud: 27.01.92
l@@ Fecha de prioridad:

"Grupo de dependencia” representado
por diagramas de Venn (J. Venn,1880).

@ Int. CL5:  CO4B 38/00, CO4B 14,04, CO4E 14/42, CO4E 26/18, B20C 41,08

DOCUMENTOS RELEVANTES

Categoria Documentos citados

Reivindicaciones
afectadas

Y US-A-3341306 (GENERAL MILLS Inc.)

* Todo el documento *

Y ES-A-300657 (PEDRO LLORENTE ERIEVA)
¥ Pagina 3, lin. 10-19; pigina 5, lin. 13-20 *

Y ES-A-2006740 (JOSEPH MAURESO)
* Todo &l documento *

Y LI5-A-3773886 (KENNETH ARNOLD STARR ET AL.)
* Todo &l documento *

Y 5-A-4235048 (ROYAL MARBLE Co. Inc.)
* Todo el documento *

x EP-A-457335 (AUSIMOT S.pA.)
¥ Todo el documento *

1-4
15
15

134

1

Si el documento EP-A-457335 (categoria "X"), él solo, es un antecedente
de novedad o actividad inventiva para la reiv. 2, deberia afectar a la
novedad/a.i. de la reiv. 1, de la que depende -> Debe tratarse de un lapsus.



ELTEST DE INFRACCION ES ANALOGO AL TEST DE
NOVEDAD/ACTIVIDAD INVENTIVA: Una patente se infringe si la
realizacion cuestionada (circulo rojo) cae dentro del alcance de la
proteccion de alguna de las reivindicaciones de la patente, por
identidad o por equivalencia

| —Realizacion cuestionada

-
1

La realizacion cuestionada
infringe la reivindicacion
independiente 1 y la reivindicacién

4|5 6 =P dependiente 2.

3 Pero no infringe ninguna de las
demas reivindicaciones
dependientes (3, 4, 5y 6)

Reivindicaciones de la patente
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ELTEST DE INFRACCION ES ANALOGO AL TEST DE
NOVEDAD/ACTIVIDAD INVENTIVA: Una patente se infringe si la
realizacion cuestionada (circulo rojo) cae dentro del alcance de la
proteccion de alguna de las reivindicaciones de la patente, por
identidad o por equivalencia

Realizacion cuestionada

S La realizacion cuestionada
vl infringe la reivindicacion
yd independiente 1, y las
45 & =P dependientes 4, 5y 6.

Pero no infringe las
reivindicaciones dependientes 2 y
3.

Reivindicaciones de la patente
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ELTEST DE INFRACCION ES ANALOGO AL TEST DE
NOVEDAD/ACTIVIDAD INVENTIVA: Una patente se infringe si la
realizacion cuestionada (circulo rojo) cae dentro del alcance de la
proteccion de alguna de las reivindicaciones de la patente, por
identidad o por equivalencia

Realizacion cuestionada
O/Si la realizacién cuestionada no

2 1 infringe una reiv. independiente,
por definicion no infringe
ninguna reiv. que dependa de
ella (i.e. del grupo de

45 6 dependencia)

3 Pero lo contrario no es cierto: Se

puede infringir una reivindicacion

L independiente y, sin embargo, no
Reivindicaciones de la patente infringir algunas dependientes (ver
ejemplos anteriores).
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"Lineas de dependencia de reivs." y situaciones

en las que se simplifica el juicio de infraccion
(SAP Bcn-15 9.05.2008 Pfizer vs Bayvit, amlodipino Richter-Gedeon)

"FD 12°. (cont.) Al respecto, conviene recordar que una patente se infringe
si, a juicio del tribunal, se ha probado la infraccion de alqguna de sus
reivindicaciones validas, sin que sea necesario probar la infraccion de
todas las reivindicaciones validas de la patente. Cuando un grupo de
reivindicaciones estan ligadas por lo que suele denominarse "una
linea de dependencia" (por ejemplo: una reivindicacion 1, independiente;
una reivindicacion 2 que depende de la 1; y una reivindicacion 3 que
depende de la 2) el juicio de infraccion se simplifica considerablemente
en dos situaciones relativamente frecuentes:

1) cuando se concluye que no se infringe la reivindicacién primera
(independiente y mas amplia), pues automaticamente se concluye, por
definicion, que tampoco se infringe ninguna de las demas reivindicaciones
de la linea de dependencia;

y ii) cuando se concluye que si se infringe la reivindicacion ultima (la
dependiente mas estrecha), pues automaticamente debe concluirse que,
por definicion, también se infringen todas las demas reivindicaciones de la
linea de dependencia.”
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REGISTRO DE LA
PROPIEDAD INDUSTRIAL

6D int. €1.5: CO7D 309/30

ESPANA CO7F 7/18

&) TRADUCCION DE PATENTE EUROPEA

@ MNamero de solicitud europea:  88306050.1
50) Fecha de presentacién : 01.07.88
87 Nimero de publicacién de la solicitud:

0 299 656
@Fecha de publicacién de la solicitud:

18.01.89

REIVINDICACIONES

1. Un procedimiento para la preparacion de
un compuesto de formula estructural (V) :

CfC.‘lINH-!!E{4

o Si(Me) 21:-(241-19

CH (V)

no aislados

@NF’ de publicacion: ES 2 018 710

(V) son intermedios

procedimiento que consiste en:

(A) tratar en atmosfera inerte un compuesto de
formula estructural (III):

Uno de los (1)

. HO O
es la lovastatina

con una alquilamina, R4yNHs, seguido de
proteccion del hidroxilo con cloruro de t -
butildimetilsililo e imidazol y después

(B) tratar con un amiduro de metal alcalino de
formula MTN~RzR7, donde
M™ es un cation de sodio, potasio o litio y
R¢ v R; son independientemente alquilo
Ci—3 0 R-L. Yy
R7 unidos entre si forman con el atomo de
nitrogeno al que estan enlazados un anillo
heterociclico de 5 6 6 miembros;
seguido de contacto con RyX, donde X es
cloro, bromo o yodo.



2. El procedimiento de la Reivindicaciom 1, HO O
donde la etapa (B] se lleva a cabo en un disolvente
etérec. Hy es metilo v el contacto con HgX se
realiza a una temperatura comprendida entre -

30 v - 107,

3. El procedimiento de la Reivindicacion 2, Ry
donde el disclvente etéreo es tetrahidrofuranc, la
alguilamina es butilamina, el amiduro de metal
alcalino es pirroliduro de litio: By es etilo: Ra es
metilo v Ho® es H, CHs & CHoO51 (Me) otCyHa;
Rg" es H & CH051 (Me) ot - C4Hg; con la con-
dicion de que por lo menos uno de los grupos Ra'
o Rg' es H.

4. El procedimiento de la Reivindicaciom 3,
donde a v ¢ representan dobles enlaces.

5. El procedimiento de la Reivindicaciom 4,
donde el compuesto de formula (V) preparado (VI)
esta seleccionado entre el grupo donde:

a. Ro'es CHs v Rg" es H; o
b. Ry’ es CHy051 (Me) ot - C4Hg v Rg' es H; 0
c. Ro' es H v Rz’ es CH2081 (Me) ot - Cq4Hgy.

G. Un procedimiento segun la Re'{vindican:ién lovastatina (un Il sinvastatina (un VI)
3. que comprende ademas el tratamiento de un
“Compuesto de estructura (V) con: HO
Me
(C) un acido en un disolvente polar para separar H O Me H]
los grupos sililo protectores: después o o o " o
e
(D) tratamiento con una base diluida para hi- & 0

drolizar la alguilamida: después

(E} calentamiento de la sal de carboxilato de
lactona en un diselvente hidrocarbonado

Ppara fﬂl’mﬁr 1111 Cﬂmpuestﬂ d’E estrmctnra
{1,‘1?1:' Pascual Segura - Centre de Patents de la Universitat de Barcelona



Relacionadas con el principio activo sinvastatina, hubo en ES varias
solicitudes de medidas cautelares y demandas por infraccion de patente,
alegando infraccion sélo bajo la doctrina de los equivalentes (jprimera
vez que sucedio esto en Espana, en el campo quimico-farmacéutico!)

- En estos casos, las realizaciones cuestionadas eran procedimientos
iIndustriales usados en el extranjero para obtener sinvastatina. En Espana
no se importaban intermedios, sino la sinvastatina final.

- Cuando se concret6 la demanda a la patente ES 2.018.710 B3, la actora
alegaba infraccion de "sus reivindicaciones”, pero las unicas que
podrian infringirse eran las 6-10, pues son la unicas cuyos productos
directamente obtenidos comprenden a la sinvastatina.

- Cuando se concreto la imposibilidad de infringir las reivs. 1-5, la actora
alegaba erroneamente la infraccion de una inexistente (!) reiv. 6/1 (i.e.
una hipotética reiv. que tendria las limitaciones de la reiv. 1 combinadas con
las que se anaden en la 6, sin incluir las limitaciones de la 2 y 3).

¢ Por qué el redactor no escribié: "6. Procedimiento segun la reiv. 1 [0
segun cualquiera de las reivs. 1-3]", con lo cual habria protegido
mucho mas?.
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... porque Errare humanum est

Esquemas de reivindicaciones y sus dependencias
ES 2.018.710 B3 (22 de sinvastatina)

1— 23« 4 5 (preparation process of a chemical product)

T
6 —7— 8 910
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Traduccion de las reivs. de ES2071919T4

_ L
EP 463.756 B1 for contracting . T
states other than ES T T o)
1N
I. Un compuesto de la férmula [ N
/]\H N
o2
b
SDZN\J{.
y sales farmacéuticamente aceptables. R5

2. Un compuesto como se reivindica en la reivindicacion 1 en el que R' es H, metilo o etilo; R* es alquilo(C,-
C,) opcionalmente sustituido con OH o metoxi: R? es alquilo(C,-C3) o alilo(C;-C;); R* tomado conjuntamente con
el atomo de nitrdgeno al cual estd unido completa un grupo piperidino o 4-N-(R®)piperazinilo; R* es H, NR'R® o
CONR'R®: R® es H. alquilo(C;-C5), hidroxialquilo(C,-Cs). CONR’R®. CSNR’R® 0 C(NH)NR'R®: y R y R¥ son cada
uno independientemente H o metilo.

3. Un compuesto como se reivindica en la reivindicacion 2 en el que R! es metilo: R? es n-propilo; R? es etilo, n-
propilo o alilo; R* tomado conjuntamente con el dtomo de nitrégeno al cual estd unido completa un grupo 4-N-(R®)
piperazinilo; R* es H; y R® es H, alquilo(C,-C3) o 2-hidroxietilo.

4. Un compuesto como se reivindica en la reivindicacion 3 en el que dicho compuesto se selecciona de

5-2-aliloxi-5-(4-metilpiperazinilsultonilytenil |- 1 -metil-3-n-propil- 1.6-dihidro-7H-pirazolo-14.3 -d |pirimidin-7-
ona;
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Reivs. de ES 2.071.919 T4 (cont.)

5. Una composicion farmacéutica que comprende un compuesto de la formula (1) o una sal farmacéuticamente
aceptable del mismo, como se reivindica en una cualquiera de las reivindicaciones 1 a 4. conjuntamente con un
diluyente o vehiculo farmacéuticamente aceptable.

6. Un compuesto de la formula (1) o una sal farmacéuticamente aceptable del mismo. como se reivindica en una
cualquiera de Tas Tewvindicaciones I a 4, para uso en medicina, particularmente para el tratamiento de angina de pecho,
hipertension, fallo cardiaco o aterosclerosis.

7. El uso de un compuesto de la formula (1) o una sal farmacéuticamente aceptable del mismo, como se reivindica
en una cualquiera de las rewvindicaciones 1 a 4. para laelaboracion de un medicamento. en particular para el tratamiento
de anZina d¢ pecho. Mperiension, [alfo cardiaco, alerosCIerosis. apople jia. enlermedad vascular perierica. alecciones.
de permeabilidad de los vasos sanguineos reducida, asma cronica, bronquitis, asma alérgica, rinitis alérgica, glaucoma
0 enfermedades caracterizadas por trastornos de movilidad intestinal.

8. Un compuesto de la formula:

HI
()
. | |
3 -~
O TR i
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EP 463.756 B1 (12 de sildenafilo)
1— 23 4 (pharmaceutical compound)

5(1) — 5(2) — 5(3) — 5(4) (pharmaceutical composition = drug)
6(1) — 6(2) — 6(3) — 6(4) (compound for use in medicine =

first medical indication)
7(1) — 7(2) — 7(3) — 7(4) ('Swiss-type use = second medical

indication)
8(1) (chemical compound = intermediate of synthesis)
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PROGRAMA
1. Introduccion

2. Formato (y dependecia simple)

3. Estilo

4. Numero (y dependencia multiple)
5. Coste

6. Ordenacion

/. Estructura

8. Contenido

9. Conclusion

Pascual Segura - Centre de Patents de la Universitat de Barcelona



Clarity of claims (EPO, OEPM, USPTO)

Art. 84 EPC (Art. 27 LP): "The claims shall define the matter for which
protection is sought. They shall be clear and concise and be supported by
the description.”

Art. 35.1 LP: "Cuando la falta de claridad de la descripcion o de las
reivindicaciones impida proceder en todo o en parte a la elaboracion del
IET, la OEPM denegara en la parte correspondiente la concesion de la
patente”.

La falta de claridad en las reivindicaciones no es causa de nulidad, aunque
si lo es la falta de "claridad" en la descripcion (Art. 25 LP = Art. 83 EPC).
En cualquier caso, el alcance de la proteccidn, tanto a efectos de novedad
y actividad inventiva, como a efectos de infraccion, esta determinado por
las reivindicaciones; por ello la claridad de cada una de las
reivindicaciones es de la mayor importancia.

35 USC 112, parrafo 2°, dice que: "The specification shall conclude with
one or more claims particularly pointing out and distinctly (claramente)
claiming the subject matter which the applicant regards as his invention.
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When drafting claims, one should keep it short &
simple ('The KISS style')

- Escribir de forma clara y efectiva

- Usar frases cortas y verbos activos, evitando expresiones
retorcidas

- Usar frases cortas, y en el orden sujeto-verbo-predicado, sin alterar el
orden.

- Evitar las incertidumbres de las frases de relativo cuyo antecedente
sea ambiguo. En tales casos, poner un punto y coma, y repetir el sujeto.

- Respecto a los acrénimos habituales en inglés, definirlos la primera
vez que aparecen y usarlos después libremente. Si en castellano se
suele usar el acronimo en inglés, traducir su significado al castellano,
mencionar el significado en inglés, y usar el acronimo en inglés. No usar el
acronimo de la traduccion castellana si no es habitual.
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Evitar expresiones prolijas, farragosas o redundantes

1. An optoelectronic modulable light emitting device, comprising

a dielectric (1) with embedded nanocrystals (2); characterized in that
the optoelectronic modulable light emitting device further comprises:

first charge injection means (3) to inject charges into the
dielectric (1) in such a way these first charge injection means (3) are able to
inject charges comprising ... ;

second charge injection means (4), different from the first charge
iInjection means (3), wherein these second charge injection means (4) are
able to ... , and wherein these second charge injection means (4) are able to..;

REDACCION PREFERIDA:

1. An optoelectronic modulable light emitting device, comprising:

(i) a dielectric (1) with embedded nanocrystals (2);

(ii) first charge injection means (3) that are able to inject charges into the
dielectric (1), the charges comprising ... ;

(iii) second charge injection means (4) that are to ..., and they are able to ..;
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Para mayor claridad, en una reivindicacion
dependiente no se debe repetir los adjetivos y
complementos que acompanen al sujeto del
comienzo de la reivindicacion de la que se
depende (el sujeto es el primer substantivo, que
determina la categoria o clase de la reivindicacion)

EJEMPLO:

1. An optoelectronic modulable light emitting device, comprising a
dielectric (1) ...

2. The optoelectronic modulable light emitting device according to
claim 1, wherein the dielectric (1) comprises ...

REDACCION PREFERIDA:
2. The device according to claim 1, wherein the dielectric (1) comprises...

Pascual Segura - Centre de Patents de la Universitat de Barcelona
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REIVINDICACIONES

1. Progcedipyiento para la obtencion v
aplicacion de reproducciones murales v arqui-
tectonicas a base de la proyeccion de resina v fi-
bra de vidrio sobre moldes, W‘-
que comprende una primera fase en la que sobre
el muro o elemento arquitectéonico a reproducir
se aplica manualmente con brocha una capa de
silicona, la cual una vez seca se retira del muro
o elemento arquitectonico v pasa a constituir el
molde para la reproducciéon de aquéllos; en una
segunda fase el molde de silicona se dispone sobre
una base rigida que presenta una forma similar a
la del elemento a reproducir v seguidamente se de-

posita sobre el molde una fina capa de cera liquida

desmoldeante que retendra las tierras, que, como
color, se depositan luego, impidiendo que se mez-
clen con la ulterior proveccion sobre ellas de la
resina que ha de constituir el cuerpo de la repro-
duccion; en una tercera fase se dispone el molde
en posicion invertida hacia abajo para que me-
diante sacudida se desprendan las tierras que no
han quedado retenidas en la capa de cera; en una
cuarta fase se dispone otra vez el molde a su po-
sicion inicial v se provecta sobre él una capa de
resina de poliéster y fibra de vidrio espesada con
cargas de silice; en una quinta fase se pica sobre
los relieves del molde con pinceles impregnados de
acetona para impedir las bolsas de aire en dicha
capa de resina; en la sexta fase se procede al des-
moldeo del elemento reproducido cuando éste se

73 ES 2.049.164 A1

haya secado totalmente, v ulteriormente se cor-
tara el sobrante periférico del elemento reprodu-
cido dejandolo con las medidas previstas.

2. Procedimiento para, la obtencion, v, apli-

cacion de reproducciones II]UI‘EL]EH T arg'mtecto—

EEEEEEEEEEEEEEEEE EEEEEEpEEEEN l,,,lllll.l}llllllllll ll]lll EEEEEEEEgER

nicas, segun la reiwvindicacion 1, en el que en la
primera lase, antes de la aplhcacion de la capa
de silicona, se procede a la limpieza del muro o
elemento arquitectonico y a la previa aplicacion
sobre el mismo de una capa de materia desmol-
deante.

3. Procedimiento para la obtencion v
aplicacién  de Tepro ucciones murales vy arqui-
fectonicas: sesun 1A TeiVindicacion T, e el e
el depdsito de las tierras determinantes del color
se lleva a cabo en dos fases, en una primera se de-
posita una fina capa de tierra-color en la cavidad
de cada relieve segin el color que corresponda v
en una segunda fase se deposita en todo el molde
la tierra con el color correspondiente a las juntas.

4. Brocedimiento para la obtencion v
aplicacion '

c repro UE‘.CIOHG.‘:‘ muraleb v arqm—

tectonicas, segun 1a I‘ElVlIl 1Caclon Jque

‘15 'p'l"fjif'é&'élo'_d_l_'ﬂ_l“-tn =T Tesna o polester v la. fibra

de vidrio con cargas de silice en el molde se rea-
liza en dos fases, en la primera segiin una capa
fina de resina de alta tixotropia v en una segunda
fase se lleva a cabo la proveccion total de resina,
fibra y silice hasta adquirir el grueso previsto.

5. Drocedimiento  para, la  obtencion v

_]JllE‘aCIDIl de reproducciones murales y qm—

EEEEpEEEEEEEEEEEEEEREN SEEEEREEpgEEEEEEEEEREpEEN llllllllrllllll [N ]

teCtDHIE‘&b SegUI la reivindalcaclon €Il 1 gue urna
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The two-part format is not to be used in dependent claims

[EPO Guidelines] F-IV, 3.4 ... Since a dependent claim does not by itself
define all the characterising features of the subject-matter which it claims,
expressions such as "characterised in that" or "characterised by" are not
necessary in such a claim but are nevertheless permissible.

Claim 1. A product comprising A and B, characterized by further comprising C;
and wherein A is A1.

Claim 2 [standard drafting]. The product according to claim 1, characterized by
further comprising D; and wherein B is B1.

Claim 2 [full text equivalent]. A product comprising A and B, characterized by
further comprising C; wherein A is A1; charaterized by further comprising D; and
wherein B is B1.

Claim 2
Claim 1 If in a lawsuit,claim 1 is rejected
A+B for some ground different from
A+B characterized by | lack of novelty, which would be
characterized by | | ¢ . A = A1 the part admitted as prior art
(i.e. the preamble) in this ‘three-
C,A=A1 characterized by | part' claim 2?2
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ES 2.255.891 T3 (so6lo la reiv. 1 es independiente)

REIVINDICACIONES

1. Maquina de impresion flexografica a alta velo-
cidad, que comprende:

- al menos una matriz de impresion flexografica
(03) soportada por un rodillo (01);

- al menos un contrarrodillo (21) que coopera con
dicho rodillo (O1) con matriz;

- al menos un conjunto de entintado (26, 27, 28)
que comprende un rodillo de entintado (02) en con-
tacto con la matriz de impresion flexografica (03), en
el que la superficie cilindrica externa del rodillo de
entintado (02) estd provista de microincisiones y par-
cialmente sumergida en agua o tinta disolvente conte-
nida en una camara (07), un pequeno deposito (09) o
un ¢anal;

caracterizada dicha maguina porque comprende
al menos una cinta transportadora (04) continua y per-
forada enrollada alrededor de un rodillo motor (22) y
un rodillo de retorno (23) que se desplaza sobre una
superficie accionada por aspiracion (03), siendo capaz
dicha cinta transportadora (04) de soportar las lami-
nas/los paneles (06), mientras se mueve hacia delante
a través de la matriz (03) de dicho rodillo (21).

2. Maguina de impresion flexografica a alta velo-
cidad segtn la reivindicacion anterior, caracterizada
porque dicha cinta transportadora (04) se mueve ha-
cia delante a través de la matriz (03) de dicho rodillo
(21).

3. Maquina segun las reivindicaciones 1 y 2, ca-
racterizada porque la tinta estd contenida en un pe-

75 ol

13. Maqguina segun las reivindicaciones 1 y 8, ca-
racterizada porque la sincronizacion entre la cin-
ta transportadora (04) accionada por aspiracion y las
maquinas de impresion, y/o entre las maguinas de im-
presion estd asegurada por dispositivos mecanicos y/o
hidraulicos y/o eléctricos y/o electronicos y/u 6pticos.

14. Maquina segun las reivindicaciones 1 a 6, ca-
racterizada porque los conjuntos de entintado (26,
27, 28) se pueden retirar y sustituir por un conjunto
de entintado para tinta de aceite en posicion de traba-
jo.

15. Méquina segun las reivindicaciones 1y 2, ca-
racterizada porque la matriz de impresion flexogra-
fica (03) esta en contacto con un ¢cojin amortiguador
(20), que tiene una menor dureza que la maquina de
impresion flexografica, capaz de producir presion que
la hace volver inmediatamente a su posicion de fun-
cionamiento para ¢l siguiente ciclo de impresion,

16. Mdquina segun la reivindicacion 1, caracteri-
zada porque el rodillo (01) con matriz de impresion
flexografica esta provisto de agujeros para aire a pre-
sion, a fin de permitir la rdpida instalacion del man-
guito con la matriz (03) con cojin amortiguador (20).

17. Maquina segun las reivindicaciones 1 y 2,
caracterizada porque el contrarrodillo de impresion
(21) actia como rodillo motor para la cinta (04), o
como rodillo de retorno para la cinta (04).

18. Maquina segun las reivindicaciones 1 y 2,
caracterizada porque el contrarrodillo de impresion
(21) entra en contacto directo con las laminas/los pa-
neles (06) durante la impresion,

Pascual Segura - Centre de Patents de la Universitat de Barcelona



DE 35 16 545 C2 (Handschuh, insbesondere
Torwarthandschuh)

"Claim 1. Glove, particularly goal keeper glove,
wherein the glove's back consists of two material
layers, characterized in that the inner material layer
substantially guarantees tensile strength but is flexible
at least in certain surface regions of the glove's back,
and in that the outer material layer consists of
substantially pressure-resistant elements being strung
together in longitudinal direction, being settled on the
inner material layer in forming gaps, and in that they
blockingly abut short before the glove's stretching
position."

There are twelve dependent claims, all with "dadurch
gekennzeichnet")

The use of "consist of" instead of
"comprising” is very dangerous
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REIVINDICACIONRE S U 270.565 cont.

1)+~ Dispositivo de juego paré méquings recregti-
vas y de azar, ceracierizado por comprender un panel frontgl
~donde se han practicado un nAmero eventual de aberturas en
forma de ventanas, todas ellas de igual tamafio v alineadas
correlativamente, en las que se proyectan y quedan fijedas
las distintas figuras o slgnos que constituyen las distintas
combingciones, asi como ung aberturs més, de igual formg y

talallo que las anteriores, situada en pesicidn superior y GEDF.

S|

W
-
i

trada con aguellas, en la gues & su vez quada‘,-'1%a%:ﬁﬁ-j';é;dﬁ*---@;_ﬁa

'

igs

3 ot
3 ¥
i
e L
. X

no independiente, gue puede ser igual o distinto ancuaiquiééﬁ;

de los gue integran lg combingeidn obtenids.
2)e— Dispositive de Juego para méguinas recreativas

7y de aZar, segln la 18 reivindicacidn, caracterizado porque
\
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La reiv. independiente
es la unica sin el

] ] o [ ] ] A
caracterizado

REIVINDICACIONES

1. Sopa preparada, que consiste esencialmente

en una mezcla proporcionada de pan rallado y ajo gepe

en polvo, como materias base, a la que se anade
ademads, como saborizantes y condimentos, una
proporcion de sal al gusto, pimenton picante y pi-
menton dulee, disponiéndose todo ello en el inte-
rior de envases herméticos e impermeables, hasta
el momento de la manipulacion culinaria.

2. Sopa preparada, segiin la reivindicacion an-
terior, que se caracteriza por el hecho de que, en
un formulacion 1deal y preierente, se integra por
un 70 a 75 % de pan rallado, un 10 a 15 % de ajo
en polvo, un 8 a 10 % de sal de mesa, un 3 a 5 % de

decir

162

10

@Tl’tulﬂ: Sopa preparada.

@ Resumen:

Sopa preparada a base de 70 a 75% en peso de
pan rallado, 10 a 15% de ajo en polvo, 8 a 10%
otro tanto
de pimentén dulce, todo ello encerrado en envase

de sal, 3 a 5% de pimentdén picante

hermético e impermeable.

78

Old fashion style

El "esencialmente"” se admite en US,
pero se desaconseja en Europa

2 000 011 4

pimenton picante y otro tanto de pimenton dulce,
calculandose los porcentajes citados en peso res-
pecto al total de la composicion.

3. Sopa preparada, segun las reivindicaciones
1 ¥ 2, que se caracteriza por el hecho de que, en

=trmomento dem mampuacion culinaria, el conte-

nido de cada dosis se diluye o vierte en agua tem-
plada, adicionada de una cantidad proporcionada
de grasas, tales como aceite, mantequilla, marga-
rina o similar, llevando el conjunto a ebullicion
durante unos minutos y con adicion eventual de
trocitos de jamon, chorizo u otros tropezones, al

4

g ’
T4. Sopa preparada. |

]

Ahora inaceptable; aunque en
la ley de patentes anterior
(Estatuto de la Propiedad
Industrial) era habitual poner
una ultima reivindicacion que
reproducia el titulo
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PROGRAMA
1. Introduccion

2. Formato (y dependecia simple)
3. Estilo

4. Numero (y dependencia multiple)
5. Coste

6. Ordenacion

/. Estructura

8. Contenido

9. Conclusion
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esp/icenet

Help index
| ™ In my patents list | Print Feturn to EPO299656 (A1) |

PROCESS FOR ALPHA-C-ALKYLATION OF THE 8-ACYL GROUP OF MEVINOLIMN
AND ANALOGS THEREOF

Bibliographic data Description | Claims | Criginal document INPADOC legal status
The EFPO does not accept any responsibility for the accuracy of data and infarmation originating from other authorities /

than the EFOC; in particular, the EFO does not guarantee that they are complete, up-to-date or fit for specific purposes.

Claims of EP 0299656 (A1) Translate this text  Original claims
:I A process for the preparation of a compound of structural formula &) EMI19.1 wherein:
CR1ig C1-5 alkyl:

ol

=2. The process of Claim 1 wherein Step (B) is conducted in an ethereal solvent, RS is methyl and the contact with
R&x is at a temperature of -30 to -10 DEG C.

=13.The process of Claim 2 wherein the ethereal solvent is tetrahydrofuran, the alkyl amine is butylamine, the alkali
rmetal amide is lithium pyrralidide; R1 is ethyl, B3 is methyl; and B min 2 is H, CH3 or CH20Si{Me2tC4HS; R
min 8 is H, ar CHZ0Si(Me2tC4H3; provided that at least one of R min 2 ar B min & is H.

"4. The process of Claim 3 wherein a and ¢ both represent double bonds.

26.A process of Claim 3 further comprising the treatment of a compound of structure (%) with
(C) acid in a polar solvent to remaove the silyl protecting groups; then
(D) treatment with dilute base to hydrolyze the alkyl amide; then

(E) heating of the carboxylate salt of the lactone in a hydrocarbon solvent; to form a compound of structure
R =

=17, The process of Claim B wherein Step (C) the acid is hydrofluoric acid and the polar solvent is acetanitrile;

and wherein Step (0 the dilute base is 2.0 M MaOH; and wherein Step (E) the carboxylate salt is heated at
100 DES C in toluene.

=18, The process of Claim 7 further comprising, after treatment with MaOH, contact with agueous ammania
to form the amrmaonium salt of the lactone.

=19, The process of Claim & wherein a and ¢ both represent double bonds.

~10. The process of Claim 9 wherein the compound prepared is selected from the group consisting
of:
(a) BR-[2-[B15)-2 2-dimethylbutyryloxy)-2(S) BiR)-dimethyl-1 2 B 7 8 BaiR)-hexahydronaphthyl-
1(Sh]ethyl]-4(R)-hydroxy-3 .4 5 B-tetraby dro-2H-pyran-2-one;
ib) BIR-[2-[B(5)-2 2-dimethylbutyryloxy - 2(S)-methy -6 (R)-hydroxymethyl-
126,78 BalR)-hexahydronaphthyl-1(S)ethyl-4(R)-hydroxy-3,4 5 B-tetrahydro-2H-pyran-2-one.

"Claim tree" option within "Claims"

80 .
(not always working properly)
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Multiple dependency

1. Product comprising A.

2. Product according to claim 1, further comprising B.

3. Product according any of the claims 1 or 2, further comprising C." ("any
+ or" = alternatives ; "and" would be improper)

4. Product according to claim 3, further comprising D.

Claim 3, although formally is only one formal claim, efectively includes two
claims, namely:

- The effective claim 3/1 ("claim 3 insofar it depends on claim 1", as it
is usually referred to in the EPO), only comprising the elements defined in
formal claims 3 and 1 (i.e. A+C)

- The effective claim 3/2, comprising elements defined in formal claims 3
and 2 (i.e. A+B+C).

Claim 4 es a single formal claim, but it includes two effective claims,
namely:

- The effective claim 4/3/1, comprising elements A+C+D

- The effective claim 4/3/2, comprising elements A+B+C+D
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DEPENDENCY GROUP = claim set formed by one
independent claim and all claims that -directly or through
others-, are dependent from the independent

Dependency schemes can be shwon with arrows or simple lines to represent a
dependency between claims.

| 12«3« 4 | This group has a 'tree’ with two dependency ‘chains’

T \
5«6 *

(1) is the only independent

5/1 OTHER CASE ‘

\)

12« 5/2 (1) is the only independent claim

T (2) - (4) are claims with simple dependency

3«4 «5/4 (5) has a multiple dependency ("according to any of

T the preceding claims"; thus, it defines

5/3 four effective claims, with the indicated notation
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Multiple dependent claims in the EPO
[EPO Guidelines] F-IV, 3.4 Independent and dependent claims

All applications will contain one or more "independent” claims directed
to the essential features of the invention. Any such claim may be
followed by one or more claims concerning "particular embodiments" of
that invention...

A claim defining further particulars of an invention may include all
the features of another dependent claim and should then refer
back to that claim. Also, in some cases, a dependent claim may
define a particular feature or features which may appropriately be
added to more than one previous claim (independent or
dependent). It follows that there are several possibilities: a
dependent claim may refer back to one or more [multiple
dependency] independent claims, to one or more dependent
claims, or to both independent and dependent claims.

Pascual Segura - Centre de Patents de la Universitat de Barcelona



Reivs. con dependencias multiples

1(Prod.comprising A); 2(+B); 3(+C); 4(+D)

Reivs.efectivas y sus ELEMENTOS

1 2 371

A A+B A+C
3/2
A+B+C

4/1
A+D

4/2
A+B+D

4/3/1
A+C+D

4/3/2
A+B+C+D

Reivs. con dependencias simples

1 2 3

A A+B A+B+C

84

4
A+B+C+D

Elementos en las reivs.
efectivas en un grupo
con 4 reivs. formales
redactadas en formato
estandar , y con

dependencia multiple
"segun cualquiera de
las reivs. anteriores”,
anadiendo un elemento
en cada nueva reiv.
dependiente

1. Product comprising A.

2. Product according to claim
1, further comprising B.

3. Product according to any
of the preceding claims,
further comprising C.

4. Product according to any
of the preceding claims,
further comprising D.
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Reivindicaciones FORMALES, con su NUMERACION

1 2 3 4 5 6 ce-- N
Reivindicaciones efectivas, con la NOTACION recomendada
1 2 3/71 4/1 5/1 6/1
3/72 4/2 5/2 6/2
4/3/1 5/3/1 6/3/1
4/3/2 5/3/2 6/3/2
5/4/1 6/4/1
5/4/2 6/4/2
5/4/3/1 6/4/3/1
5/4/3/2 6/4/3/2
6/5/1
6/5/2
6/5/3/1
6/5/3/2
6/5/4/1
6/5/4/2
6/5/4/3/1
6/5/4/3/2

N© TOTAL de reivindicaciones EFECTIVAS en el grupo

1(29) - 2(2Y) - 4(2) - 8(23) - 16(2%) - 32(25) .... 21!

85

El n° total de reivs.
efectivas en un grupo
con n reivs. formales
redactadas mediante
dependencia multiple
"sequn cualquiera de
las reivs. anteriores™
es 2n-1

Asi p.ej., paran =15
reivs. formales, que en
la EPO no pagan nada
extra, el numero total de
reivs. efectivas seria de
214 =16.384.

En la USPTO de una reiv.
multiple no puede depender
otra reiv. multiple. Pero, si
se permitiera hacer lo
anterior, habria que pagar
[(16.384 - 20) x 52] + (13x
390) = 855.998 USD en
concepto de reivs. (ver
tasas en USPTO)
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Drafting of multiple dependent claims is very
clear in the USPTO (and it has economic relevance)

35 U.S.C. 112 Specification [cont.]

(e) REFERENCE IN MULTIPLE DEPENDENT FORM. A claim in
multiple dependent form shall contain a reference, in the
alternative only, to more than one claim previously set forth and
then specify a further limitation of the subject matter claimed. A
multiple dependent claim shall not serve as a basis for any other
multiple dependent claim [peculiarity of US, different from EPO, ES
...]. A multiple dependent claim shall be construed to incorporate by
reference all the limitations of the particular claim in relation to which it
IS being considered.

- In the EPO it is said that a claim is independent / dependent / multiple dependent
- In the US law it is said that a claim is written in a ind./dep./multiple dep. form
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Multiple dependent claims in US [37 CFR 1.75 Claims]

(c) One or more claims may be presented in dependent form, referring
back to and further limiting another claim or claims in the same
application. Any dependent claim which refers to more than one other
claim ("multiple dependent claim™) shall refer to such other claims in
the alternative only. A multiple dependent claim shall not serve as a
basis for any other multiple dependent claim. For fee calculation
purposes under § 1.16, a multiple dependent claim will be considered to
be that number of claims to which direct reference is made therein. For fee
calculation purposes also, any claim depending from a multiple
dependent claim will be considered to be that number of claims to which
direct reference is made in that multiple dependent claim. In addition to the
other filing fees, any original application which is filed with, or is amended
to include, multiple dependent claims must have paid therein the fee set
forth in § 1.16(j). Claims in dependent form shall be construed to
include all the limitations of the claim incorporated by reference into
the dependent claim. A multiple dependent claim shall be construed to
incorporate by reference all the limitations of each of the particular claims
In relation to which it is being considered.
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[US MPEP] 608.01(n) I. F. Handling of Multiple Dependent
Claims by the Examiner

The following practice is followed by patent examiners when making reference to a

dependent claim either singular or multiple:

(A) When identifying a singular dependent
claim which does not include a reference
to a multiple dependent claim, either
directly or indirectly, reference should be
made only to the number of the dependent
claim.

(B) When identifying the embodiments
included within a multiple dependent claim,
or a singular dependent claim which
includes a reference to a multiple
dependent claim, either directly or indirectly,
each embodiment should be identified by
using the number of the claims involved,
starting with the highest, to the extent
necessary to specifically identify each
embodiment.
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_ Claim Approved
UL bE dependency  |practice
1 Independent 1
2 Depends from 1 2
3 Depends from 2 |3
4 Depends from |4/2

2or3 4/3
5 Depends from 3 |5
Depends from e
® 23, 0r5 o/
" 6/5
71612
7 Depends from 6 |7/6/3

71615
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600.01(n) I. A. Acceptable Multiple Dependent Claim Wording

35 USC 112 has been revised in view of the practice introduced by the PCT. It
authorizes multiple dependent claims as long as they are in the alternative form.
Cumulative claiming (e.g. "A machine according to claims 3 and 4, further
comprising...") is not permited.

Claim 5. A gadget according to claims 3 or 4, further comprising ---
Claim 5. A gadget according to any of the claims 3 or 4, further ------
Claim 5. A gadget as in any one of the preceding claims, in which ---
Claim 5. A gadget as in any one of claims 1, 2, and 3, in which ---
Claim 3. A gadget as in either claim 1 or claim 2, further comprising ---
Claim 4. A gadget as in claim 2 or 3, further comprising ---

Claim 16. A gadget as in claims 1, 7, 12, or 15, further comprising ---
Claim 5. A gadget as in any of the preceding claims, in which ---
Claim 8. A gadget according to one of claims 4-7, in which ---

Claim 5. A gadget as in any preceding claim, in which ---

Claim 10. A gadget as in any of claims 1-3 or 7-9, in which ---

Claim 11. A gadget as in any one of claims 1, 2, or 7-10 inclusive, in which
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[US MPEP] 600.01(n) I. B. Unacceptable Multiple
Dependent Claim Wording

1. Claim Does Not Refer Back in the Alternative Only

Claim 5. A gadget according to claim 3 and 4, further comprising ---
Claim 9. A gadget according to claims 1-3, in which ---

Claim 9. A gadget as in claims 1 or 2 and 7 or 8, which ---

Claim 6. A gadget as in the preceding claims in which ---

Claim 6. A gadget as in claims 1, 2, 3, 4 and/or 5, in which ---

Claim 10. A gadget as in claims 1-3 or 7-9, in which ---

2. Claim Does Not Refer to a Preceding Claim
Claim 3. A gadget as in any of the following claims, in which ---
Claim 5. A gadget as in either claim 6 or claim 8, in which ---

3. Reference to Two Sets of Claims to Different Features
Claim 9. A gadget as in claim 1 or 4 made by the process of claims 5, 6, 7, or 8, in
which ---

4. Reference Back to Another Multiple Dependent Claim
Claim 8. A gadget as in claim 5 (claim 5 is a multiple dependent claim) or claim
7, in which ---
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Claims Example of multiple dependency (in claim 8)

7.

A compaosition comprising an effective amount of at least one of the strains selected from the group consisting of

Lactobacillus plantarum CECT 7527, Lactobacillus plantarum CECT 7528, and Lactobacillus plantarum CECT 7529,
or mutant strains thereof, wherein the mutant strains are obtained by using the deposited strains as starter material,

and wherein the mutant strains retain or further improve the cholesterol lowering activity of the parent strains.

The composition according to claim 1, which comprises an effective amount of at least one of the strains selected
from the group consisting of Lactobacillus plantarum CECT 7527, Laclobacillus planiarum CEC 1 7528, and Lacto-

bacillus plantarum CECT 7529.

The composition according to claim 1, which comprises an effective amount of the strains Lactobacillus plantarum
CECT 7527, Lactobacillus plantarum CECT 7528, and Lactobacillus plantarum CECT 7529, or mutant strains thereof,
wherein the mutant strains are obtained by using the deposited strains as starter material, and wherein the mutant
sirains retain or further improve the cholesterol lowering activity of the parent strains.

The composition according to claim 3, which comprises an effective amount of the strains Lactobacillus plantarum
CECT 7527, Lactobacillus plantarum CECT 7528, and Lactobacillus plantarum CECT 7529.

A composition as defined in any of the claims 1-4, for use as a probiotic.

A compaosition as defined in any of the claims 1-4, for use as a prevention and/or therapeutic agent.

The composition according to claim 6, for use in the prevention and/or treatment of cardiovascular disorders.

The composition according to any of the claims 5-7, for use as a hypocholesterolemic agent.

Claims of EP 2 485 743 B1: "Lactobacillus plantarum strains as hypocholesterolemic agents
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Trees of claims 1-8 in EP 2 485 743 B1

2 > 1 « 3 <« 4

?(2) — %(1) “— ?(3) <~ 5(4) as defined in 1-4
8/5(2) 8/5(1) 8/5(3) 8/5(4) according to 5
8/6(2) 5/6(1) 8¢16(3) 316(4) according to 6
6(2) —»> 6(1) <« 6(3) <« 6(4) as defined in 1-4
0 0 0 0

7/6(2) ;/6(1) 7T16(3) ;16(4) according to 6

8/7/6(2) 8/7/6(1) 8/7/6(3) 8/7/6(4)  accordingto 7

There are three independent claims: 1, 5(1) & 6(1), introduced with "A".
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Kinds / classes / categories of claims at EPO & USPTO

EPO (case-law based)

activity

93

product (chem, pharma, bio)
apparatus (machine, system...)

(object, article...)

process/method to obtain
process/method (in general)
use of X as/for (non-medical use)

product for use in the treatment
(first & second medical uses)

USPTO (statutory)
composition of matter
machine

article of manufacture

process/method of making
process/method of doing

method of treatment of a patient
(no first medical use)
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Product for use in the treatment (therapy, surgery or
diagnosis): A new claim category for first & second
medical use in the EPO?

1. A product of formula X [e.g. a Markush formula], for use in the
treatment of an disease Y, in a patient population Z [the latest is optional].

2. The product for use according to claim 1, wherein the product is of
formula X1 [X1 < X].

3. The product for use according to claim 2, wherein the product is of
formula X2 [X2 < X1 < X].

4. The product for use according to any of the claims 1-3, wherein the
disease is Y1 [Y1 cC Y].

5. The product for use according to any of the claims 1-4, wherein the
patient population is Z1 [Z1 c Z].

Typically the "Product for use" is drafted as "Substance for use" (substance being a
pure chemical or biological product) or "Composition for use" (composition being a
pharmaceutical composition).
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Claims

1. Compound of Formula (I) for administration in combination with ionizing radiation for use in the treatment of tumor

growth
X
N
Q »
/I\
Y N N
o)
R,0
R40O Z
Formula (I)

EP 2 136 631 B1

95

2. Compound for the use according to claim 1 wherein the compound of Formula (1) is

NH,

Examples of EP
dependent \
claims in a N N\
group of )\ ‘ >
purpose-limited Y \“N X
product claims 0

for second R0

medical

indication HO F

wherein
Yis F, Cl, or Br;
R, is hydrogen or acyl; and salts and solvates thereof.

3. Comound for the use according to claim 1 wherein R, is hydrogen.

4, Compound forthe use according to claim 3 wherein the compound is clofarabine.
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EP 2 136 631 B1

Compound for the use according to claim 1 wherein the cancer cells or tumor growth is selected from a colon cancer,

a liver cancer, a colorectal cancer, a pancreatic cancer, a soft tissue cancers, a brain cancer, a head-and-neck
cancer, a gastrointestinal cancer, a breast cancer, an ovarian cancer, a lymphoma, a sarcoma, a melanoma cancer
of the cervix or endometrium, a bladder cancer, a renal cancer, or an ocular cancer.

Compound for the use according to any one of claims 1-5 wherein the compound is for administration before
radiotherapy.

Compound for the use according to any one of claims 1-5 wherein the compound is for administration after radio-

therapy.

Compound for the use according to any one of claims 1-7 wherein the compound is for administration throughout

the course of radiotherapy.

Compound for the use according to any one of claims 1-8 wherein the compound is for daily administration.
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Claims

1I

2.

10.

11.

12.

Aphosphodiesterase 4 (PDE-4) inhibitor for use intreating acute pain in a subject undergoing treatment with an opioid.

The PDE-4 inhibitor for use according to claim 1, wherein the PDE-4 inhibitor is ibudilast.

The PDE-4 inhibitor for use according to any one of claims 1 to 2, wherein the PDE-4 inhibitor or ibudilast is for
administration to the subject concurrently with the opioid.

The PDE-4 inhibitor for use according to claim 3, wherein the PDE-4 inhibitor, or ibudilast, and the opiocid are in the

same composition.

The PDE-4 inhibitor for use according to either of claims 3 or 4, wherein the PDE4 inhibitor, or ibudilast, and the
opioid are in separate compositions.

The PDE-4 inhibitor for use according to any one of claims 1 te 5, wherein the opioid is morphine.
The PDE-4 inhibitor for use according to any one of claims 1 to 5, wherein the opioid is oxycodone.

The PDE-4 inhibitor for use according to any one of claims 1 to 7, wherein the PDE-4 inhibitor is selected from the
group consisting of Rolipram, Arofylline, Roflumilast, Pentoxyfylline, and Propentofylline.

The PDE-4 inhibitor for use according to any one of the preceding claims, wherein the subject is human.

The PDE-4 inhibitor for use according to any one of the preceding claims, wherein the PDE inhibitor, or ibudilast is
for systemic administration.

The PDE-4 inhibitor for use according to any one of the preceding claims, wherein the PDE inhibitor,or ibudilast is
for intravenous, subcutaneous, intraperitoneal, oral, intranasal, or sublingual administration.

The PDE-4 inhibitor for use according to any one of the preceding claims, wherein the PDE inhibitor, or ibudilast,
and the opicid is for administration with multiple therapeutically effective doses.
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Claims

1.

¢ybu siyy s

(o]
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A composition for use in treating, reducing, ameliorating, or preventing an infection in a subject, the composition

comprising a fluoroguinolone having Formula IV or VI, a salt thereaf, or an ester thereof, wherein the fluoroguinclone,

salt thereof, or ester thereof is present in an amount effective to treat, reduce, ameliorate, or prevent said infection,

[ Formulae IV and VI ]

wherein (a) said composition comprises the fluoroquinolone having Formula IV or VI when said infection is caused
by oxifloxacin- or ciprofloxacin-resistant bacteria, gentamicin-resistant 3. aureus, gentamicin-resistant P. aerugino-
sa, or ampicillin-resistant H. influenza, or (b) said composition comprises the fluoroquinolone having Formula IV
when said infection is caused by vancomycin-resistant S. aureus, or levofloxacin-resistant S. pneumonia, or (c) said
composition comprises the fluoroquinolone having Formula VI when said infection is caused by penicillin G-resistant
S. pneumonia, and wherein the composition is capable of inhibiting a growth or survival of said bacterium.

The composition of claim 1 for the use aocnrding to claim 1, wherein the fluoroguinolone, salt thereof, or ester thereof

is present in an amount from 0.0001 to 10% by weight.

The composition of claim 1 for the use according to claim 1, wherein the fluoroguinolone, salt thereof, or ester thereof
is present in an amount from 0.01 to 5% by weight.

The composition of claim 1 for the use according to claim 1, wherein the fluoroguinolone, salt thereof, or ester thereof
is present in an amount from 0.01 to 1% by weight.

rther comprising an anti-inflammatory agent.

The composition of clai ' herein said anti-inflammatory agent is selected from
the group consisting of gNC2 , inflammatory drugs, inhibitors of cytokine production,
and mixtures thereof.
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Claims

10.

An antibody specific against substance P for use in a method of therapeutic treatment of a cancer expressing NK1
receptor and/or an ErbB receptor family member, by direct administration to a mammal, including a human.

The antibody according to clai@cr use according to clai@vherein the cancer expresses NK1 receptor and/or
HER1 receptor.

The antibody according to claim 1 for use according to claim 1, wherein the cancer expresses NK1 receptor and/or
HERZ2/neu receptor.

The antibody accordingh::_clail@:-r use accurding%rherein the cancer expresses NK1 receptor and

HER2/neu receptor.

The antibody according to clair@r use according to clai@vherein the cancer expresses NK1 receptor and/or
HERS recepor.

The antibody according to claig‘ r use according fo clai.v herein the cancer expresses NK1 receptor and/or

HER4 receptor.

The antibody according to claim wherein the cancer expresses NK1 receptor, HER 1 receptor and HERZ/neu receptor.

The antibody according to clair@nr use according to clair@vherein the cancer is selected from the group
consisting of astrocitoma, gliomay=feuroblastoma, pancreatic cer, melanoma, ovarian cancer, thyroid cancer,

pituitary adenoma, prostate cancer, cclon cancer and breast cancer.

The antibody acmrdinr use acmrdinherein the cancer is breast cancer.

The antibody according to any of the claimor use according to clain'@wherein the antibody recognizes the
amino acid sequence SEQ ID NO: 2.
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Algunos costes asociados a la extension de la
solicitud de patente y el numero de reivs.

Tasas del PCT (1.01.2013)
- 12 EUR / pagina posterior a la 30? en solicitud

Tasas de la EPO (11.09.2013)

- 14 EUR / pagina posterior a la 352 en la solicitud (sin contar las pags. de
listado de secuencias)

- 225 EUR / reivindicacion formal posterior a la 15% (555 a partir de 512)

Tasas de la USPTO (19.03.2013)
- 80 USD por cada reivindicacion efectiva posterior a la 202

- 420 USD / reivindicacién independiente posterior a la 32
- 780 USD por cada reivindicacion con dependencia multiple

En la OEPM no se pagan tasas ni por pagina ni por n° de reivs.
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The invention claimed is:

1. A method of treatment of a human patient suffermg from
a B-cell lymphoproliferative disorder, comprising adminis-
tering a therapeutically effective amount of a compound of
formula (I), or a pharmaceutically acceptable solvate or addi-
tion salt thereof, together with appropriate amounts of phar-
maceutically acceptable diluents or carriers; wherein, —R,,
—R; and —R; are radicals independently selected from the
group consisting of —H, PO(OH),, PO(OH)—O—PO
(OH),, PO(OH)—O—PO(OH)—0O—PO(OH),, CO—R'
and CO—OR"; R' being a hydrocarbyl radical up to twelve
carbon atoms, which may be aliphatic including alkyl, alk-
enyl, and alkynyl groups and groups which have a mixture of
saturated and unsaturated bonds, alicyclic, aryl or a combi-
nation thereof; wherein R' may be a radical from a straight-

-

O N NH,,
Rsﬂ/\g 4

RO OR,

]
et

2. The method according to claim 1, wherein in the com-
pound of formula (I) —R,. —R; and —R are radicals inde-
pendently selected from the group consisting of H, PO{OH),,
PO(OH)—0O—PO(OH), and PO(OH)}—O—PO(OH)—O—
PO(OH),.

3. The method according to claim 2, wherein in the com-
pound of formula (I) —R, and —R, are radicals H. and —R
is a radical selected from the group consisting of H and
—PQO(OH),.

4. The method according to claim 3, wherein in the com-
pound of formula (I) —R,, —R; and —R are radicals H.

5. The method according to any of the claims 3 to 4,
wherein the B-cell lymphoproliferative disorder is B-cell
chronic lymphoceytic leukemia.

6. The method according to any of the claims 1 to 4,
wherein the B-cell lymphoproliferative disorder is splenic
marginal zone lymphoma.

7. The method according to any of the claims 1 to 4,
wherein the B-cell lymphoproliferative disorderis mantle cell
lymphoma.

1002 There is no Markush group

Pasc

8. The method according to any of the claims 1 to 4.
wherein the B-cell lymphoproliferative disorder is follicular
lymphoma.

9. The method according to any of the claims 1 to 4,
wherein the B-cell lymphoproliferative disorder 1s lymphop-
lasmacytic lymphoma.

10. The method according to any of the claims 1 to 4,
wherein the B-cell lymphoproliferative disorder 1s Walden-
strom syndrome.

- US 7,560,435 B2 (new medical
indication of acadesine and related)



US 7,560,435 B - Today this set of claims would be awfully expensive!
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In EPO: 10 claims
In USPTO: 26 claims (only 1 indep)
6 with multipl. depend.
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Claim drafting for the EPC 2000 (*)

- Second medical use claims of the form "Compound X for use in treating
disease Y" are allowed (cf. Art. 54.5).

- Under the new central limitation procedure (Arts. 105a-c), any granted
European patent can be amended post-grant provided (Rule 95.2) the
amended claims constitute a limitation, are clear and supported by the
description (Art. 84), and do not add matter (Art. 123). Therefore, it is no
longer essential that all fall-back positions are included in the
dependent claims at grant.

- The number of (formal) dependent claims can be reduced without
affecting scope by combining different alternatives in a single claim and/or
by using multiple claim dependencies.

- Unless a dependent claim has commercial value (e.g. it forces a broader
interpretation of another claim, or covers a specific commercial product),
the claim language shoud instead be included at the end of the
description, together, if possible, with an indication of the associated
advantage (practitioners will have to study patent descriptions in greater
detail to assess risk of infringement). (*) N. Fox, epi information 1/2009, pp.20-1.
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‘Clauses’ [clausulas] in a EP application, as a claim
amending tool

These clauses are alternative sets of claims, initially not claimed but placed at the end
of the description for their eventual use in amending the initial claims (e.g. they may
come from a US priority appln. to be patented in the EPO). If not used to amend the
claims, they are erased during prosecution to avoid inconsistency between the
description and the claims. They may be introduced so:

"For reasons of completeness, various aspects of the present invention are set out In
the following numbered clauses:

Clause 1. An apparatus for.... comprising A, B and C.
Clause 2. The apparatus according to clause 1, wherein C is C'.

Clause 3. The apparatus according to clause 1, further comprising D.

[EPO Guidelines] F-IV, 4.3 Inconsistencies. ... can be of the following kinds:

(iii) Part of the subject-matter of the description and/or drawings is not covered by the
claims. For example, the claims all specify an electric circuit employing semiconductor devices
but one of the embodiments in the description and drawings employs electronic tubes instead. In
such a case, the inconsistency can normally be removed either by broadening the claims
(assuming that the description and drawings as a whole provide adequate support for
such broadening) or by removing the "excess" subject-matter from the description and
drawings.
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EPC Rule 43(2). Form and content of claims

(2) Without prejudice to Article 82, a European patent application may contain
more than one independent claim in the same category (product, process,
apparatus or use) only if the subject-matter of the application involves one of
the following:

(a) a plurality of interrelated products,

(b) different uses of a product or apparatus,

(c) alternative solutions to a particular problem, where it is inappropriate to
cover these alternatives by a single claim.

EPC Rule 62a. Applications containing a plurality of
independent claims (in force since 2010.04.01)

(1) If the European Patent Office considers that the claims as filed do not comply
with Rule 43(2), it shall invite [sic] the applicant to indicate, within a period of
two months, the claims complying with Rule 43(2), on the basis of which the
search is to be carried out. If the applicant fails to provide such an indication in
due time, the search shall be carried out on the basis of the first claim in each
category.

(2) The Examining Division shall invite [sic] the applicant to restrict the claims
to the subject-matter searched unless it finds that the objection under paragraph 1
was not justified.

106 Pascual Segura - Centre de Patents de la Universitat de Barcelona



EPC Art. 82: Unity of invention (= R13.1 PCT, LP 24.1)

The European patent application shall relate to one invention only
or to a group of inventions so linked as to form a single general
inventive concept.

[EPO Guidelines], F-V, 14 Relationship between Rule 43(2)
and Art. 82

Rule 43(2) refers expressly to Art. 82. This makes clear that the requirement
of unity has to be met by the subject-matter of the independent claims
in the same category. Thus, special technical features relating to the single
general inventive concept within the meaning of Rule 44 must be either
implicitly or explicitly present in each of the independent claims...

Where the application both lacks unity of invention and fails to comply with
the requirements of Rule 43(2), the examiner may raise an objection
under either Rule 43(2) or Art. 82 or under both. The applicant cannot
contest which of these objections has priority (see T 1073/98, Reasons 7.2).
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Rule 44 EPC. Unity of invention

(1) Where a group of inventions is claimed in a European patent application, the
requirement of unity of invention under Article 82 shall be fulfilled only when
there is a technical relationship among those inventions involving one or more
of the same or corresponding special technical features. The expression "special
technical features™ shall mean those features which define a contribution which
each of the claimed inventions considered as a whole makes over the prior art.
(= R13.2 PCT)

(2) The determination whether a group of inventions is so linked as to form a single
general inventive concept shall be made without regard to whether the inventions are
claimed in separate claims or as alternatives within a single claim. (= R13.3 PCT)

[EPO Guidelines] F-V, 2. Special technical features

... It is not necessary that the special technical features in each invention be the
same. Rule 44(1) makes clear that the required relationship may be found between
corresponding technical features. An example of this correspondence is the following:
in one claim the special technical feature which provides resilience is a metal spring,
whereas in another claim it is a block of rubber.

(cont.)
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[EPO Guidelines] F-V, 2. (continuation)

A plurality of independent claims in different categories may constitute a group of
inventions so linked as to form a single general inventive concept. In particular,
Rule 44(1) should be construed as permitting the inclusion of any one of the
following combinations of claims of different categories in the same
application:

(i) in addition to an independent claim for a given product, an independent claim for a
process specially adapted for the manufacture of the said product, and an
independent claim for a use of the said product; or

(ii) in addition to an independent claim for a given process, an independent claim for
an apparatus or means specifically designed for carrying out the said process; or
(iif) in addition to an independent claim for a given product, an independent claim for
a process specially adapted for the manufacture of the said product and an
independent claim for an apparatus or means specifically designed for carrying out
the said process.

However, while a single set of independent claims according to any one of the
combinations (i), (ii) or (iii) above is always permissible, a plurality of such sets of
independent claims in one European patent application can only be allowed if the
specific circumstances defined in Rule 43(2)(a) to (c) apply and the requirements of
Art. 82 and 84 are met...
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Chapter V - Unity of invention Chapter F-V: Unlty cl, 7
1. General remarks C-lll, 7.1

[§ 1]
2. Special technical features C-lll, 7.2
3. Intermediate and final products C-lll, 7.3
4. Alternatives C-lll, 7.4
S. Markush grouping C-Ill, 7.4.1
6. Individual features in a claim C-lll, 7.5
7. Lack of unity "a priori" or "a posteriori" C-Ill, 7.6
8. Examiner's approach C-Ill, 7.7
8.1 Reasoning for a lack of unity objection New
8.2 Determination of the invention first mentioned in the claims New
9. Dependent claims C-Ill, 7.8
10. Lack of unity during search C-lll, 7.9
11. Lack of unity during substantive examination C'JI'-'!cllL 7.10

itle

11.1 General principles E:-III,]?.‘ID

[§ 1, 5]
11.2 Objections to unsearched inventions New
11.3 Review of non-unity findings C-lll, 7.10

2

12. Amended claims §.||E, 7.10.1
13. Euro-PCT applications C-Ill, 7.11
13.1 International applications without supplementary search C-ll, 7.11.1
13.2 International applications with supplementary search C-lll, 7.11.2
13.3  International preliminary examination report (IPER) C-l, 7.11.3
13.4 Restricted IPER C-lll, 7.11.4
14. Relationship between Rule 43(2) and Art. 82 g!;! 7.1
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US Restriction requirement (requirement for
division)

Frecuentemente la primera accion oficial en la USPTO tiene la forma
de restriction requirement

- Es una objecion basada en que la solicitud reivindica mas de una
invencion

- Provisionalmente se debe elegir una invencion definida por un
grupo de reivindicaciones para su tramitacion

- El resto de reivindicaciones puede continuarse en solicitudes
divisionales

Se emite un restriction requirement cuando el examinador considera
que:

- Las invenciones que se reivindican debe ser independientes o
distintas de como estan reivindicadas, y

- su analisis conjunto se considera que supone un trabajo excesivo
para el examinador (serious burden on the Examiner)
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35 U.S.C. 121 Divisional applications.

If two or more independent and distinct inventions are claimed in one
application, the Director may require the application to be restricted to
one of the inventions. If the other invention is made the subject of a
divisional application which complies with the requirements of section 120
of this title it shall be entitled to the benefit of the filing date of the original
application. A patent issuing on an application with respect to which a
requirement for restriction under this section has been made, or on an
application filed as a result of such a requirement, shall not be used as a
reference either in the Patent and Trademark Office or in the courts
against a divisional application or against the original application or
any patent issued on either of them, if the divisional application is
filed before the issuance of the patent on the other application. If a
divisional application is directed solely to subject matter described and
claimed in the original application as filed, the Director may dispense with
signing and execution by the inventor. The validity of a patent shall not
be questioned for failure of the Director to require the application to
be restricted to one invention.
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37 CFR 1.141. Different inventions in one national
application.

(a) Two or more independent and distinct inventions may not be
claimed in one national application, except that more than one
species of an invention, not to exceed a reasonable number, may be
specifically claimed in different claims in one national application,
provided the application also includes an allowable claim generic to
all the claimed species and all the claims to species in excess of one
are written in dependent form (§ 1.75) or otherwise include all the
limitations of the generic claim.

(b) Where claims to all three categories, product, process of making,
and process of use, are included in a national application, a three way
requirement for restriction can only be made where the process of
making is distinct from the product. If the process of making and the
product are not distinct, the process of using may be joined with the claims
directed to the product and the pro-cess of making the product even though
a showing of distinctness between the product and process of using the
product can be made.
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37 CFR 1.142. Requirement for restriction.

(a) If two or more independent and distinct inventions are claimed in
a single application, the examiner in an Office action will require the
applicant in the reply to that action to elect an invention to which the
claims will be restricted, this official action being called a requirement for
restriction (also known as a requirement for division). Such
requirement will normally be made before any action on the merits;
however, it may be made at any time before final action.

(b) Claims to the invention or inventions not elected, if not canceled,
are nevertheless withdrawn from further consideration by the
examiner by the election, subject however to reinstatement in the event
the requirement for restriction is withdrawn or overruled.

114 Pascual Segura - Centre de Patents de la Universitat de Barcelona



Chapter 800 Restriction in Applications Filed Under 35 U.S.C.
111; Double Patenting

806.05(3) Related Products: Related Processes

801 Introduction 806.06 Independent Inventions
802 Basis for Practice in Statute and Rules 807 Patentability Report Practice Has No Effect on
802.01 Meaning of “Independent™ and ““Distinct”™ Restriction Practice
802.02 Definition of Restriction 808 Reasons for Insisting Upon Restriction
803 Restriction — When Proper 808.01 Reasons for Holding of Independence or Dis-
803.01 Review by Examiner With at Least Partial Sig- tinctness
natory Authority 808.01(a) Species
803.02 Markush Claims 808.02 Establishing Burden
803.03 Transitional Applications 809 Linking Claims
803.03(a) Transitional Application — Linking Claim Al- 809.02(a) Election of Species Required
lowable 809.03 Restriction Between Linked Inventions
803.03(b) Transitional Application — Generic Claim Al- 810 Action on the Merits
lc_:-wablel 1 811 Time for Making Requirement
803.04 Nucleotide Sequences 811.02 New Requirement After Compliance With Pre-
804 Definition of Double Patenting ceding Requirement
804.01 Prohibition_of Double Patenting Rejections 811.03 Repeg’ring After Withdrawal Proper
Uﬂd?r; DAL 2 _ o 811.04 Proper Even Though Grouped Together in Par-
804.02 Avoiding a Double Patenh_ng Rejection ent Application
804.03 Cl.'-}llllll{)tll}’ Dwnled Invg?tmns_ of 812 Who Should Make the Requirement
I f_fer;nt Ifn-'ep’r e EIIZ:LJtlltIESL N c:-n-lC?onnnDnly 212.01 Telephone Restriction Practice
St b B ] A R T 814 Indicate Exactly How Application Is To Be Re-
Research Agreement stricted
8{}&_1.{]4 Submission to Techflc:-log}:‘ Center Director 815 Make Requirement Complete
805 Effect of Improper Joinder in Patent . . L. .
) . .. 817 Outline of Letter for Restriction Requirement
806 Determination of Distinctness o1 Independence ]
. e 818 Election and Reply
of Claimed Inventions 818.01 Election Fix d{J Acti Claims
806.01 Compare Claimed Subject Matter 1 Sl 02 Elec?on {;E;e ] T:£ c]tzlon 101_1_ aums
806.03 Single Embodiment, Claims Defining Same ' sction IIEI 1 1an };pl el&% _
Essential Features 818.02(a) Ez} Drfgula .} Presented Claims |
306.04 Tt e e o e ey et 818.02(b) CTenel ic Claims Only No Election of Spe-

115 U S PTO _ M P E P C hapter 800 e de Patents de la Universitat de Barcelona



[US MPEP] Chapter 800 Restriction in Applications Filed
Under 35 U.S.C. 111; Double Patenting

801 Introduction

This chapter is limited to a discussion of the subject of restriction and double
patenting under Title 35 of the United States Code and Title 37 of the Code of
Federal Regulations as it relates to national applications filed under 35 U.S.C.
111(a). The discussion of unity of invention under the Patent Cooperation
Treaty Articles and Rules as it is applied as an Inter-national Searching Authority,
International Prelimi-nary Examining Authority, and in applications entering the
National Stage under 35 U.S.C. 371 as a Designated or Elected Office in the U.S.
Patent and Trademark Office is covered in Chapter 1800.

802 Basis for Practice in Statute and Rules

The basis for restriction and double patenting practices is found in the following
statute and rules:

- 35 U.S.C. 121. Divisional applications.

- 37 CFR 1.141. Different inventions in one national application.

- 37 CFR 1.142. Requirement for restriction.
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[US MPEP] 802.01Meaning of “Independent” and “Distinct”

I.INDEPENDENT

The term “independent” (i.e., >unrelated<) means that there is no disclosed
relationship between the two or more inventions claimed, that is, they are unconnected in
design, operation, and effect. For example, a process and an apparatus incapable of
being used in practicing the process are independent inventions. See also MPEP §
806.06 and § 808.01.

II.>RELATED BUT< DISTINCT

Two or more inventions are related (i.e., not independent) if they are disclosed as
connected in at least one of design (e.g., structure or method of manufacture), operation
(e.g., function or method of use), or effect. Examples of related inventions include
combi-nation and part (subcombination) thereof, process and apparatus for its practice,
process and product made, etc. In this definition the term related is used as an alternative
for dependent in referring to inventions other than independent inventions.

Related inventions are distinct if the inventions as claimed are not connected in at least
one of design, operation, or effect (e.g., can be made by, or used in, a materially different
process) and wherein at least one invention is PATENTABLE (novel and nonobvious)
OVER THE OTHER (though they may each be unpatentable over the prior art). See
MPEP § 806.05(c) (combination and subcombination) and § 806.05(j) (related products or
related processes) for examples of when a two-way test is required for dis-tinctness.
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PROGRAMA
1. Introduccion
2. Formato (y dependecia simple)
3. Estilo
4. Numero (y dependencia multiple)

5. Coste

6. Ordenacion

/. Estructura
8. Contenido

9. Conclusion
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Una patente suele tener varias reivindicaciones, de varias categorias
(en este ejemplo: E = Entidad/producto; U = Uso; PO = Procedimiento de
Obtencion), y de distintos alcances de proteccion (representado por las

superficies superficies) dentro de cada categoria.

] W

Pero las reivindicaciones
no se ordenan al azar en
119

la solicitud de patente ...
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En una solicitud de patente las reivindicaciones se agrupan por

categorias y, cuandos sus alcances de proteccion (superficies) son
unos subconjuntos de otros (= hay dependencias entre reivs.), se
ordenan correlativamente, de mas general a mas especifica, p.ej.:

EH O
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La dependencia entre reivindicaciones (necesariamente de la misma
categoria) se puede indicar agrupandolas de forma conceéntrica, segun
sus alcances de proteccion (superficies). En este caso:

En este esquema, los distintos grosores de linea quieren
simbolizar distintas fuerzas de proteccion frente a la imitacion (=
derechos concedidos segun Art. 50 LP):

- Las reivs. de Entidad/producto son las mas fuertes.

- Dentro de las reivs. de Actividad, en el sector quimico-farmaceutico
las reivs. de Uso (si es el uso comercial) son mas fuertes que las de
Procedimiento de Obtencion.
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Ordenacion y numeracion en los grupos de
dependencias de reivindicaciones

Es importante el orden y numeracion en el grupo de dependencia,
pues una reiv. que depende de otra dependiente no puede separarse de
ella por una tercera reiv. que no dependa de esa dependiente.

P. ej., no se permite la dependencia: 1 — 2 «— 4, siendo la reiv. 3 no
dependiente de la 2, pues separaria a la reiv. 4 que si depende de la
reiv. 2, y romperia la numeracion natural de la linea de dependencia:

123 ..

Cuando hay lineas de dependencias, lo deseable en la numeracion,
tanto en la USPTO como en la EPO, es acabar una linea/cadena antes
de comenzar otra, y comenzarla en el punto de anclaje mas alto
posible.
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ES 1 069 292 U

REIVINDICACIONES
1. Dispositivo de secado para eliminar el agua de un cuerpo himedo que comprende:

un cuerpo que presenta un receptaculo y una pieza de instalacion. disponiéndose una particion entre el receptaculo
y la pieza de instalacion;

una unidad de rotacion que comprende:

un miembro soportante dispuesto en el receptaculo y que recibe un cuerpo humedo; y

un eje de transmision dispuesto en la pieza de instalacion y conectado al miembro soportante:
una unidad de transmision dispuesta en la parte de instalacion y conectada al eje de transmision: y
una unidad empuwjadora conectada a la unidad de transmision:

en el que la unidad mnpuridm'i acciona mecianicamente la unidad de transmision. v la unidad de transmision hace
airar la unidad de rotacion para eliminar el agua del cuerpo himedo.

2. Dispositivo, segtn la rewvindicacion I, en el que la unidad de transmision consiste en un conjunto de engranajes.

3. Dispositivo, segtn la reivindicacion 1, en el que la unidad de transmision comprende un engranaje lineal, un
primer engranaje, un segundo engranaje, un engranaje de un sentido, estando conectados entre si el primer engranaje
y el cngnm]c lineal, siendo coaxiales el primer engranaje v el segundo engranaje, siendo coaxiales el cn:’-:nm]n, de un
sentido y el eje de transmision, estando conectados entre si el engranaje de un sentido y el segundo engranaje.

4. Dispositivo, segin la reivindicacion 1. en el que la unidad de transmision comprende ademds un miembro
I]LKW“MMIU flexible al engranaje lineal, estando fijado otro extremo a la pieza de

mnstalacion.

5. Dispositivo. segtn la reivindicacion 3, en el que la pieza de instalacion presenta una rueda de guia y un rail de
guia. estando dispuestos la rueda de guia y el rail de guia a ambos lados del engranaje lineal para limitar el movimiento
del nerrdndw lineal a lo largo de una direccion prmlclcumrmdd

6. Dispositivo, segtin la reivindicacion 1, en el que la unidad empujadora presenta un pedal y una manivela. estando
dispuesto el pedal en un extremo de la manivela. y otro extremo estando conectado a la unidad de transmisién.

5

ordenacion
incorrecta

2

4

ordenacion
correcta
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[EPO Guidelines] F-1V, 4.24 Order of claims

There is no legal requirement that the first claim should be the
broadest. However, Art. 84 requires that the claims must be clear not only
individually but also as a whole. Therefore, where there are a large
number of claims, they should be arranged with the broadest claim
first. If the broadest of a large number of claims is a long way down, so
that it could easily be overlooked, the applicant should be required either to
re-arrange the claims in a more logical way or to direct attention to the
broadest claim in the introductory part or in the summary of the description.

Furthermore, if the broadest claim is not the first one, the later broader
claim must also be an independent claim. Consequently, where these
independent claims are of the same category, an objection may also
arise under Rule 43(2) (see F-1V, 3.2 and 3.3).

[The first claims will probably be searched first, and they will have a
higher probability of being granted. Therefore, the commercial
importance of claims should be taken into account]
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Numbering and ordering of claims

[US MPEP] 608.01(m)

... Claims should preferably be arranged in order of scope so that
the first claim presented is the least restrictive. All dependent
claims should be grouped together with the claim or claims to
which they refer to the extent practicable. Where separate
species are claimed, the claims of like species should be grouped
together where possible. Similarly, product and process claims
should be separately grouped. Such arrangements are for the
purpose of facilitating classification and examination.

Rule 43.4 EPC ...

All dependent claims referring back to a single previous claim, and
all dependent claims referring back to several previous claims, shall
be grouped together to the extent and in the most appropriate
way possible.
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PROGRAMA
1. Introduccion
2. Formato (y dependecia simple)
3. Estilo
4. Numero (y dependencia multiple)
5. Coste

6. Ordenacion

7. Estructura
8. Contenido

9. Conclusion
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How are dependent claims structured?

A dependent claim adding a selection of -or an improvement to- a
feature can only depend on preceding claims which themselves
provide an antecedent for that feature.

A dependent claim adding an extra feature can have dependency
on any single preceding claim, and it may have [not necessarily
should] multiple dependency on several or all preceding claims.

In single dependency chain, features are added successively in
decreasing order of importance. In multiple dependency it is the
other way round (except when there is only one multi-dependent
claim allowed, as in USPTO).

Generally, one dependent claim is constructed per
added/selected feature.

But there are cases (e.g. Markush general formulae, see later) where
several features are selected simultaneously.
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Redaccion de estructura en "linea o cadena”

Adecuada para posiciones de retroceso, tanto con
elementos nuevos (D y E en la figura) como con
preferencias del mismo elemento (C1, C2 ...)

(1)A+B+C (2)=(1)+D (3)=(2)+E

A, By C son los unicos elementos imprescindibles, por lo que son los Unicos
comprendidos en la reivindicacion independiente (1). Se anaden elementos en
orden de importancia. El siguiente elemento en importancia (en combinacion
con los anteriores) es D, que se ainade a la primera reiv. dependiente (2). El
siguiente es E, que se anade en la segunda reiv. dependiente (3), etc.

128 Pascual Segura - Centre de Patents de la Universitat de Barcelona



Alcances en un estructura en "linea o cadena”

(1)A+B+C

(2)=(1)+D

3)=(2)+E
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Si la reiv. 1 no es patentable, la reiv. 2 nos sirve de
posicion de retroceso, sin problemas de falta de unidad

: (1)A+B+C

(2)=(1)+D

(3)=(2) + E
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Redaccion de una estructura en "piramide”

Adecuada para alternativas, autoexcluyentes o no

A ., By C son los unicos elementos imprescindibles, por lo que son los Unicos
comprendidos en la reivindicacion independiente (1). La adicién a (1), por
separado, de los elementos D, E y F, da lugar a tres reivs. dependientes del
mismo nivel para proteger realizaciones alternativas igualmente preferidas.

(4)=(1)+F (1A+B+C (2)=(1)+D

B)=(N+E

En el caso de que D, E y F sean elementos alternativos autoexcluyentes, el
alcance de la proteccion tiene la forma de la diapositiva siguiente.
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Alcance en una "piramide autoexcluyente™

(1)A+B+C

(2)=(1)+D (3)=(1)+E

(4)=(1)+F
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i Riesgo de que la reiv. 1 no sea patentable,
sin tener posicion de retroceso (falta de unidad) !

(1)A+B+C

(2)=(1)+D (3)=(1)+E

(4)=(1)+F
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Alcance en una "piramide no-autoexcluyente™

(1)A+B+C

A
v,
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Si la reiv. 1 no fuese patentable, cabria la posibilidad de que la zona
de solapamiento comun sirviese de base para alegar unidad de
invencidn, con una reiv. independiente con tres alternativas, o con
tres reivs. independientes de la misma categoria

(1)A+B+C

\/
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Redaccion de varias cadenas en piramide

(2)=(1)+D (4)=(1)+E 6)=(1)+F

(3) = (2) + D1 (5) = (4) + E1 (7) = (6) + F1

A , By C son los unicos elementos imprescindibles, por lo que son los unicos
comprendidos en la reiv. (1). La adicion en orden de importancia de otros

elementos autoexcluyentes (D, E, F) con distintos grados de especificidad (p.ej.
D1c D; E1c E; F1c F) da lugar a sendas cadenas separadas en piramide.
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Alcance de varias cadenas autoexcluyentes en piramide

(1)A+B+C

2=M*+D | f@a)=()+E (6)= (1) +F

(3) = (2) + D1 (5) = (4) + E1 (7) = (6) + F1
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i Riesgo de que la reiv. 1 no sea patentable,
sin tener posicion de retroceso (falta de unidad) !

: 1)A+B+C

2=M+D | f@)=(+E (6)= (1) +F

(3) = (2) + D1 (5) = (4) + E1 (7) = (6) + F1

138 Pascual Segura - Centre de Patents de la Universitat de Barcelona



Recomendable: Redactar una (o varias) "posiciones de
retroceso” antes de comenzar las alternativas en piramide

(5)=(2) +F (6) = (5) + F1

(1)A+B+C (2)=(1)+D - 6 reivs. formales
- 6 reivs. efectivas
3)=@2)+E (4)= (3) + E1

A , By C son los unicos elementos imprescindibles, por lo que son los unicos
comprendidos en la reivindicacion independiente (1). D es el siguiente elemento
en importancia, que se desea aparezca en la "posicién de retroceso".
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Recomendable: Alcance con una "posicion de retroceso”
antes de comenzar las alternativas en piramide

(1)A+B+C
(2)=(1)+D

3)=(2)+E 9)=(2)+F

(4) = (3) + E1 (6) = (3) + F1
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Si la reiv. 1 no es patentable, la reiv. 2 (ahora
independiente) sirve como posicion de retroceso,
incluyendo el elemento importante D

i (1)A+B+C
(2)=(1)+D

3)=(2)+E 9)=(2)+F

(4) = (3) + E1 (6) = (3) + F1

141 Pascual Segura - Centre de Patents de la Universitat de Barcelona



iMuy recomendable! Redactar una dependencia multiple
al final, para tener varias posiciones de retroceso

(4)= (1) +F (5) = (4) + F1

- 6 reivs. formales
(2)=(1) +E (3) =(2) + E1 - 10 reivs. efectivas

A , By C son los unicos elementos imprescindibles, por lo que son los unicos
comprendidos en la reivindicacion independiente (1). D es el siguiente elemento
en importancia, y se reserva para introducirlo al final en todas las
reivindicaciones, mediante una ultima dependencia multiple.
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iMuy recomendable! Alcance con una dependencia
multiple al final, para tener varias posiciones de retroceso

(1)A+B+C

6/1=(1)+D
(4)=(1)+F

6/4 = (4) + D

(3) = (2) + E1 (5) = (4) + F1

‘6/3=(3)+D ‘6/5=(5)+D
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Si la reiv. (1) no es patentable, la reiv. (1) + D es una muy

buena posicidon de retroceso, sin tener que redactar nada:
Basta con abandonar las antiguas reivs. formales 1-5, mantienendo
(renumerandolas) las cinco reivs. efectivas ya existentes, provenientes de
la antigua reiv. multiple (6), todas las cuales tienen el elemento D

(1)+D

(1)+D+E (1)+D+F

(1) + D + E1 (1) + D + F1

(1)=A+B+C
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In single dependency chain, features are added
successively in decreasing order of importance. In multiple
dependency it is the other way round

(1)A+B+C (4) = (any) +D

- 4 formal claims

(2)=(1)+E (3)=(2)+F - 6 effective claims

A , By C are the only essential elements, i.e. the only comprised in independent
claim 1. Importance of other elements in in alphabetical order: D > E > F.
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In this case, two fallback positions of one element (C2
C1 c C) are drafted before adding element D (the
following in importance) with multiple dependency

(1)A+B+C (4)=(any)+D
- 4 formal claims
(2)=(1) + C1 (3)=(2) + C2 - 6 effective claims
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From a claim in multiple dependent form, other claim(s) may
depend, but only with single dependency in the US, and
paying as the multiple dependent from which it depends

(5) = (4) + D1
- 5 formal claims
(2)=(1)+E (3)=(2)+F - 9 effective claims
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From a claim in multiple dependent form, other claim(s) may
depend with multiple dependency in the EPO and ES, paying
fees as formal claims -> Highly recommended!

(5) = (any) + D1

- 5 formal claims
(2)=(1)+E 3)=(2)+F - 12 effective claims!

- Non alowed in US !!!

- Very common in EPO
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Redaccion en piramide seleccionado por separado
alternativas especificas de un unico elemento (A)

A22 c A2 c A
A21 c A2 c A

A1l c A1 cA
Al12 c A1 A

(1)A+B

(2) = (1), A1 (5)=(1), A2

(3) = (2) , A11 (4) = (2) , A12 (6) = (5) , A21 (7) = (5) , A22

A y B se definen de forma general en la reivindicacion independiente (1). De la
definicion general de A interesa seleccionar las alternativas especificas y
autoexcluyentes A1y A2, por separado. De la alternativa A1, interesa
seleccionar las A11 y A12, autoexcluyentes y mas especificas, por separado.
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Alcance de selecciones separadas de alternativas
especificas y autoexcluyentes de un elemento (A)

(2)=(1), A1 (5)=(1), A2

(3)=(2), A11 (6) = (5) , A21

(4) =(2), A12 (7) = (5), A22
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Redaccion en piramide seleccionando simultaneamente
alternativas especificas de dos elementos (A y B)

A22 c A2 A B22 = B2 =B
A21 c A2 c A B21 cB2c<B
A11cA1cA (1)A+B B11cB1c<B
A12 cA1cA B12=B1c<B

(2)=(1), A1, B1 (5)=(1), A2, B2

(3) = (2), A11, B11 (4) =(2), A12, B12 (6) = (5), A21, B21 (7) = (5), A22, B22

A y B se definen de forma general en la reivindicaciéon independiente (1). De las
definiciones generales de A y B interesa seleccionar las alternativas especificas

A1y B1 simultaneamente, excluyentes con A2 y B2. De (A1, B1) interesa
seleccionar las alternativas excluyentes y especificas (A11, B11) y (A12, B12).
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Alcance de piramide seleccionando simultaneamente
alternativas especificas y autoexcluyentes de dos elementos

(2)=(1), A1, B1 (5)=(1),A2, B2

(3) =(2), A11, B11 (6) = (5) , A21, B21

(4)=(2),A12,B12 (7) = (5), A22 , B22

152



Traduccion de las reivs. de ES2071919T4

_ L
EP 463.756 B1 for contracting . T
states other than ES T T o)
1N
I. Un compuesto de la férmula [ N
/]\H N
o2
b
SDZN\J{.
y sales farmacéuticamente aceptables. R5

2. Un compuesto como se reivindica en la reivindicacion 1 en el que R' es H, metilo o etilo; R* es alquilo(C,-
C,) opcionalmente sustituido con OH o metoxi: R? es alquilo(C,-C3) o alilo(C;-C;); R* tomado conjuntamente con
el atomo de nitrdgeno al cual estd unido completa un grupo piperidino o 4-N-(R®)piperazinilo; R* es H, NR'R® o
CONR'R®: R® es H. alquilo(C;-C5), hidroxialquilo(C,-Cs). CONR’R®. CSNR’R® 0 C(NH)NR'R®: y R y R¥ son cada
uno independientemente H o metilo.

3. Un compuesto como se reivindica en la reivindicacion 2 en el que R! es metilo: R? es n-propilo; R? es etilo, n-
propilo o alilo; R* tomado conjuntamente con el dtomo de nitrégeno al cual estd unido completa un grupo 4-N-(R®)
piperazinilo; R* es H; y R® es H, alquilo(C,-C3) o 2-hidroxietilo.

4. Un compuesto como se reivindica en la reivindicacion 3 en el que dicho compuesto se selecciona de

5-2-aliloxi-5-(4-metilpiperazinilsultonilytenil |- 1 -metil-3-n-propil- 1.6-dihidro-7H-pirazolo-14.3 -d |pirimidin-7-
ona;
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REIVINDICACIONES Old 1

1. Sistema para la recogida de residuos urbanos
racterizado porque comprende unos buzones-tdonde
s¢ depositan los residuos por parte del cigdadano, los
cuales forman una red de vertido desde donde los re-
siduos son trasladados neumaticamente por una red
de transporte. que consta de waa arteria principal a la
que descargan ramificacigries auxiliares provistas de
vilvula de aislamiente realizandose la separacion de
los residuos en la-€orriente de aire el cual es lavado
dentro de una-Central de transporte. siendo compac-
tados los_rkésiduos en grandes contenedores paralele-

pipédicos antes de su traslado final a los centros de
afamiento o de eliminacion.

Publicacion de una

Patente de invencion
corregida (B9) donde
soOlo se ha anulado la
Reivindicacion 1 (por
decision judicial firme)

@ Numero de publicacion: 2 245 535
2D Namero de solicitud: 200202802

One
effective (19 Folleto corregido: B
e claim: Texto afectado:  Reivindicaciones
Old 2

2. Sistema. seen reivindicacion 1. caract
porque los buzones son fijos y la red de transporte esta
constituida por tuberias enterradas que conducen los
residuos a la central remota de recogida. facilitando
el transporte neumatico la recogida selectiva con se-
paracion de fracciones en origen. estando las tuberias
provistas de medidores de velocidad que controlan el
caudal del aire.

3. Sistema. sectun rewvindicaciones 1 v 2. caracte-
rizado porque los buzones estan equipados con dis-
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Cumplimiento de sentencia de 11-03-2009

Anulada la primera reivindicacion

48) Fecha de publicacién de la correccion: ~ 13.07.2011

GD Int. cl.:

B65F 5/00 (2006.01)

Two effective claims: Old 3/1 & Old 3/2
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REIVINDICACIONES

I. Sistema para la recogida de residuos urbanos, Re-pUbllCaC|On de una
de los que comprenden unos buzones donde se depo- . .,
sitan los residuos por parte del ciudadano, los cuales Patente de invencion
forman una red de vertido desde donde los residuos .
son trasladados neuméticamente por una red de trans- Correglda (Bg) donde
porte. que consta de una arteria principal a la que des- 7
cargan ramificaciones auxiliares provistas de valvula SOIO se ha anUIado Ia
de aislamiento. realizandose la separacion de los re- . .
siduos en la cor Qg 2 ire el cual es lavado den- antlgua Reiv. 1 y se han
tro de una centri: ue uansporte. siendo compactados =
los residuos en grandes contenedores paralelepipédi- renumerado IaS reivs.

cos_antes de su lmaladn (inal a los centros de_trata-

miento o de eliminacion. caracterizado pmquc Tos

e = j—
buzones son fijos y la red de transporte esta constitui- (1D Numero de publicacion: 2 245 535
da por tuberias enterradas que conducen los residuos
a la central remota de recogida, facilitando el trans- @D Numero de solicitud: 200202802

porte neumatico la recogida selectiva con separacion

i . . : . (13 Folleto corregido: B9
de fracciones en origen, estando las tuberias provistas

de medidores de velocidad que controlan el caudal del INID afectado: 74
i‘lil‘&"l . Il " " Il
2. Sistema, segtin reivindicacion 1%, caracteriza- Texto afectado:  Reivindicaciones

do porque los buzones estan equipados con dispositi- Cumplimiento de sentencia de 11-03-2009
vos controladores del nivel de su llenado que. al ser

activados, se produciré el transporte de las bolsas con Old 3/2 Reivindicaciones renumeradas por nulidad
los residuos almacenadas en el tramo vertical de las de la primera

tuberias previsto en la zona baja de los buzones. o en Fecha de publicacién de la correccion:  18.11.2011
el acerado de la via puhlmd donde wmpmml::n una

FRE L et

I'\Illst'adke OI‘d “clalm 3/1 H\afs‘dlsappeared ! ) (20001

155 PATENTE DE INVENCION CORREGIDA B9



REIVINDICACIONES

1. Sistema para la recogida de residuos urbanos,
de los que comprenden unos buzones donde se depo-
sitan los residuos por parte del ciudadano., los cuales
forman una red de vertido desde donde los residuos
son trasladados neumadticamente por una red de trans-
porte. que consta de una arteria principal a la que des-
cargan ramihcaciones auxiliares provistas de valvula
de aislamiento. realizandose la separacion de los re-
siduos en 1= carriapte de aire el cual es lavado den-
tro de w Old 2 de transporte. siendo compactados
los residuos en grandes contenedores paralelepipédi-
cos antes de su traslado final a los centros de ftrata-
miento o de eliminacion, caracterizado porgque los
Buzones son fijos y Td red de transporte esta’constifin-
da por tuberias enterradas que conducen los residuos
a la central remota de recogida, facilitando el trans-
porte neumatico la recogida selectiva con separacion
de fracciones en origen, estando las tuberias provistas
de medidores de velocidad que controlan el caudal del
aire,

REIVINDICACIONES

donde los re-
iente por una red
a arteria principal a la
es auxihiares provistas de
Zrealizandose la separacion de
orriente de aire el cual es lavado
entral de trans Qg 4 do compac-
siduos en grandes comcncuores paralele-

cuales forman una red de vertido des
siduos son trasladados neumatic;
de transporte, que consta de
que descargan ramificaci
valvula de aislamient
los residuos en g
dentro de un;
tados los

9. Sistema, segun la 1? reivindicacion, caracte-
rizado porque cada fraccion de residuo dispone de
su contenedor correspondiente, estando controlado el
grado de su llenado mediante presostato individual
que establece la senal para la compactacion automati-

(Reivindicacion anulada)

Old 10/1

10. Sistema, segun reivindicacion 1, caracteriza-
do porque cada fraccion de residuo dispone de su con-
tenedor correspondiente, estando controlado el grado
de su llenado mediante presostato individual que es-
tablece la sefial para la compactacion automatica.

Mistake: A new claim 9/1 has been created, with the text of a non-existing Old 10/2

Re-publicacion de la patente de

156 invencion corregida (B9)
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La situacion mas sencilla es muy peligrosa: tres
reivs. formales (1, 2 y 3) donde la 3 tiene
dependencia multiple (redaccion)

_ 3 : cualquiera
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Alcance de las cuatro reivindicaciones efectivas
iniciales. ¢ Qué pasa si se anula la reiv. 1?

3M:A+B+D

3I2:A+B+C+D
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No se pueden renumerar con una sola reiv.
independiente (1), manteniendo el alcance inicial

3M1:A+B+D

2:A+B+C

3I2:A+B+C+D
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An intuitive approach to claim drafting

Legal, commercial and technical considerations are juxtaposed
to get the balance between the patentee and the public.

The draftsman skKill lies in spotting every invention involved in the
Inventor's new product or process, and claiming it correctly,
without claiming any prior art.

Thinking in terms of embodiments in the invention space.
Inventors think in terms of products, discoveries or research
results, not in terms of inventions!

Although validity/infringement considerations are crucial when
drafting, the most difficult requirement is clarity. Drafting is
mostly intuitive, and all considerations tend to be applied
simultaneously, not in a sequence of steps.
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Claiming the invention on the shelf

Commercial considerations must be taken into account when drafting.
There are infringement issues but also deal with clarity. For a claim to be
commercially useful it must be possible, with the claim in front of him, for
the infringer to look at the alleged infringing product and assess whether or
not it infringes. This is the interest of "claiming on the shelf”, i.e.
claiming exactly what would appear in the shops or warehouses (in
case of a product claim).

Another aspect of "claiming on the shelf" is to ensure that the claim
covers what is made or sold or used. The claim should cover the
smallest patentable component of "distributed inventions”, to avoid that
they are sold separately and assembled elsewhere or by the public.
Sometime this is done by claiming "a kit".

Besides specific products (e.g. components), one should attempt to claim

all commercial products (e.g. machines) that include them. This would
allow asking for higher compensation for damages (% over sold machines).
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An approach to draft an independent claim
1. Spot the invention
2. ldentify the novel feature
3. Select the claim category (product/entity or process/activity)
4. Choose the "subject” (i.e. words it starts with)
5. Identify the other features you need
6. Are there any more inventions?

7. Do a validity and infringement check

While drafting always remember what the invention is (i.e. the novel
feature) and think of appropriate basis for arguing inventive step
(e.g. an associated effect/advantage)
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What goes into independent claims?

F-1V. 4.5.2 Definition of essential features

Essential features of a claim are those necessary for achieving a
technical effect underlying the solution of the technical problem with
which the application is concerned (the problem usually being derived from
the description). The independent claim(s) should therefore contain all
features explicitly described in the description as being necessary to
carry out the invention. Any features which, even if consistently mentioned in
the context of the invention throughout the application, do not actually
contribute to the solution of the problem are not essential features.

As a general rule, the technical effect or result produced by the feature will
provide the key to answering the question of whether or not the feature
contributes to solving the problem (see also G-VII, 5.2).

In particular, where patentability depends on a technical effect, the claims
must be so drafted as to include all the technical features of the
invention which are essential for the technical effect (see T 32/82).
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[EPO Guidelines] Chapter F-IV: Claims (clarity and support)
Annex Examples concerning essential features

Example 3

Claim 1 is directed to a shut-off device for preventing the spread of fire in
ducts in ventilation systems. According to the description, the problem to be
solved is to provide a duct shut-off device which in a non-activated state will
offer the lowest possible flow resistance in the ducting. The description
consistently discloses that this problem is solved by providing plates
extending in the flow direction which are coated with a particular fire-
protection paint that expands far more than the material normally used in the
art. The inter-plate spacing may thus be increased, which leads to a
reduction of flow resistance. However, the adhesion properties of the paint
requires that the plates must have a particular length. Since the description
consistently indicates that the solution to the problem consists not only in the
length dimension of the plates but also in the provision of high-expansion
paint, the independent claim has to include this latter feature. It is not
sufficient to define only the dimensions of the plates since this implies
neither the use of a specific fire protection material nor an increased spacing
of the plates (see T 575/02).
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When an claim has been drafted, one should carry
validity and infringement checks

With experience, the draftsman applies the following checklist without

thinking, and continuously while the claim is being drafted. The objective

are that the claim, being clear, is not so narrow as to be commercially
useless but not so broad that is unpatentable.

Main validity checks:

- Is the claim novel?
- Does the inventive step argument work??

- Is the claim a "mere desideratum"” (a result without mentioning how it is
achieved)?

Main infringement checks:

- Does the claim have an too limiting word or feature?
- Does the claim cover what is made or sold, including components?

- Is the claim self-contained? (can it be understood without reference to
external, non-claimed matter?)
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What goes into the dependent claims?

- Extra interacting features (additional features that provide
advantages)

- Extra non-interacting features

- Features that may be commercially important

- Terms to clarify elements of the independent claim

- Terms to clarify the broad meaning of the related term in the

independent claim. When the independent claim has a broad term and a
dependent claim includes a narrower expression of that term then, by inference, the
main claim must cover more than just the narrow expression of the term as
otherwise the dependent claim would be redundant.

- Etc.
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WORTHY
PATENT
APPLICATION

When looking for a valuable patent protection, the question
“Is there anything patentable among these R&D results?” is
WRONG

If the results are original, one can always find something patentable; but
it may be minor and worthless. ; |

Example: granted EP for /P _}-22b
21b

The RIGHT question is: "From this knowledge (R&D results, etc.)
are we able to find out any invention which is worth being
patented?"
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Are we able to draft claims which are worth being patented?
(out of inventors/applicants knowledge and our own skills)

Inventors/applicants knowledge Inventions, i.e. claims

- "Positive" experiments (those that - products/entities,

"work", preferably ordered by their activity) - processes of making products

- "Negative" experiments (those that "do
not work". They are not part of the

invention, but they may be useful to define
limits (comparative examples) and/or as ? claims which are:
inventive step arguments

- other processes/methods, including
l|uses|l

_> ... technical solutions to technical
- Technical ideas/drawings related to de problems (have technical character
invention and industrial applicability)
- Business considerations (PATENTS ... patentable (are novel, involve
ARE ABOUT MAKING MONEY!), often inventive step, are supported by the
provided from non-inventors (e.g. managers description, etc.)

or marketing people) ... enforceable before courts (to deter

- Known prior art imitation or to prosecute infringers), and

- Etc. ... protecting against imitation of
some profitable activity (to provide a
competitive advantage)
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CONCLUSION

A la vista de todo lo anterior, esta claro que, en una patente concedida,
- lo que haya costado en cuanto a tasas;

- lo que haya costado en cuanto a honorarios de agente -y a tiempo de
inventores- para responder a las acciones oficiales de los examinadores;

- el que se haya sufrido o no objeciones de falta de unidad o similares;
-y, en general, la calidad de la proteccion que se haya obtenido...

habran dependido mucho de como se redactaron las reivindicaciones
de la correspondiente solicitud,;

y no solo por los términos empleados en ellas, sino también por su:

- formato,

- estilo,

- numero,

- ordenacion,

- y estructuracion de dependencias,

gue son aspectos que hemos tratado brevemente, dado el tiempo disponible.
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Para saber mas (junto con la bibliografia antes citada):

Modulo de Redaccion
La practica de la redacciéon de memorias
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A quien tenga conocimientos sobre patentes o que
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