Gestion y Valoracion de Patentes

Una aproximacion practica

Enric Carbonell



El por que de la gestion

 Las patentes son activos = deben ser gestionados

o Gestionar implica conocer valor



¢ Por que valorar?

e Permite la gestion objetiva

o Permite informes al exterior (inversores)



¢ Qué es valorar?

o Comparar caracteristicas objetivas con las
de otras patentes

e Valoracion # determinacidon de un valor
monetario



Metodos valoracion de patentes
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1.a. - Precio de coste

 Valor = coste de adquisicion

* No refleja el valor real de la patente para la
compania o para otros

e Resulta en rankings arbitrarios



1.b. - Valor en el mercado

* No existe un mercado formal de patentes

 El valor se estima por comparacion con
transacciones conocidas de activos
comparables



1.c. - Beneficios esperados

e Valor = “Cash-Flow” futuro a precio actual



1.d. -Teoria precio sobre
opcIones

e Se basa en comparar una patente con una opcion de
compra (Call option)

 Modelo Black-Scholes de establecimiento precio sobre
opciones adaptado (método TRRU® implementado por The
patent & License Exchange)



2.a. - Relevancia comercial vs.

Planes estratégicos
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2.b. - Criterios: técnicos - mercado -
compania

* Valor segun 3 tipos de criterios:

A. Propiedades basicas y status técnico de las patentes
B. Potencial utilizacion patentes en el mercado

C. Intenciones, competencias y recursos de la compafia



Aplicacion del metodo

» Ponderacion del peso de cada uno de los factores

* Asignacion del valor de la patente segun cada
factor

C. The company’s competen-
cies, intention and resources to POINT
ilise the patent SCORE

Assessment factors Importance Maximum
43 21 0 point score  |point score
-t F

I. The company’s competencies, intention and
resources to utilise the pate




Aspecto mascara de entrada

A: Basic properties and
technical status of the patent

« Status de la patente (solicitada, concedida,..)
» Validez de la patente

e Ciclo de vida de la patente

 Posibilidad extension periodo proteccion

« Cobertura geografica de la patente



A.- Propiedades basicas de la patente

 Status de la patente (solicitada, concedida,..)
* Validez de la patente

e Ciclo de vida de la patente

 Posibilidad extension periodo proteccion

o Cobertura geografica de la patente



A. - Status tecnico de las patentes

¢ Protege la patente una tecnologia superior?
¢ Se han identificado usos en mas de una area?

¢ Hasta qué grado ha sido la tecnologia
ensayada?

¢ En que medida es necesario ulterior desarrollo
para la comercializacion?

¢ En que medida existen tecnologias sustitutorias
de igual calidad?



B. - Potencial utilizacion en el mercado (1)

¢ Existe demanda para el producto patentado?

¢ Puede el producto patentado producirse a coste
razonable?

¢.Son faciles los canales de comercializacion del
producto?

¢Requiere la comercializacion permisos especiales
(autorizaciones, licencias,...)?

¢Anade valor la patente al producto al cual se aplica?



B. - Potencial utilizacion en el mercado (2)

¢Cual es la probabilidad de productos alternativos?

¢ Hasta que punto es el producto obsoleto (ciclo de
vida)?

¢ Cual es el volumen del mercado?
¢ Cual es el crecimiento del mercado?
¢ Qué cuota de mercado es esperable?

¢A que velocidad puede alcanzarse dicha cuota?



B. - Rentabilidad de la patente

 ¢/Cuan alto es el precio que el consumidor
paga por el valor anadido conferido por la
tecnologia patentada?

 (Cual es el Cash Flow esperado para el
producto objeto de la patente?

» ¢(Cuan atractivo para la compania es el
beneficio esperado para el producto objeto
de la patente?



C. - Intenciones, competencias y
recursos de la compania

¢En qué medida vigila / puede vigilar la compaiiia los
mercados locales para detectar posibles infractores?

¢ Tiene la compaiiia la capacidad financiera de mantener
la patente en los mercados relevantes?

¢ Tiene la compania los recursos y competencias
necesarias para hacer valer la patente frente a
Infractores?

¢ ENn que grado los inventores estan en disposicion de
colaborar en procesos legales?

¢En qué medida conoce la compania el alcance de la
proteccion?



C. - La utilizacion estrategica de la
patente por la compania

» ;En qué medida las patentes son usadas
ofensivamente?

e (En qué medida la patente se explota mediante
licencias o por utilizacion directa?

e (En qué medida se usa la patente como moneda de
cambio en conflictos con la competencia?



Un ejemplo practico

Ejemplo de valoracion de
dos patentes hipoteéticas

Patente Patente
fuerte débil



¢ QuIén debe participar en el proceso?

e |Laempresa en su conjunto debe ser involucrada:

— Propiedades basicas (inventores) y status técnico
(agentes de patentes) de las patentes

— Potencial utilizacion patentes en el mercado
(inventores, marketing)

— Intenciones, competencias y recursos de la companiia
(marketing, direccion)
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RECKITT
BENCKISER

Patente fuerte

Points

No. Assessment Importance 0} 1 2 3 4 Max Score %

Al The status of the patent (applied for, 4 X 16 16 100

A2  Tenability of the patent? 8 X 32 24 75

A3  Stage in the life cycle of the patent (new, 3 X 12 9 75
mature, about to expire)

A4 Is it possible to extend the period of protection 0 0 0 0
afforded by the patent?

A5  How likely is it that the period of protection 0 (0] 0 0
afforded by the patent will be extended?

A6  The geographical coverage of the patent, 2 X 8 6 75
number of countries.

A7 To what extent is the invention developed fora 6 X 24 12 50
superior technology?

A8 To what extent is the invention described by 1 X 4 1 25
the use of examples of different

A9 To what extent has the invention been tested? 3 X 12 12 100

A10 To what extent is further development 4 X 16 16 100
necessary before commercialisation is
possible?

All To what extent is the invention technically 5 X 20 10 50

superior compared to substitutable technology?

Total for A 144 106 74
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RECKITT
BENCKISER

Patente fuerte

Points
No. Assessment Importance (0} 1 2 3 4 Max Score %

B1 To what extent is there a demand in the 8 X 32 24 75
market for the service or the product
encompassed by the patent?

How likely is it that a product, which has
been produced wusing the technology
concerned, can be produced at a reasonable
price?

B2 4 X 16 16 100

B3 How straightforward are the sales channels 2 X 8 8 100
for the product or the service covered by the
patent?

B4 Do sales of the product/service require that -6 X 0 0 0
special permissions, licenses, etc. be
obtained? And in such case, how long can
such permissions be maintained?

B5 To what extent will the invention add 4 X 16 8 50
something new to the product or service it
supports?

B6 How probable is it that competitive or 3 X 12 3 25
substitute products/services will appear?

B7 Can infringing/copy products be produced 3 X 12 0 0
easily?

B8 How easy is it to detect infringing/copy 4 X 16 12 75
products?

B9 To what extent is the product or the service, 2 X 8 6 75
which the patent covers, obsolete?

B10 How large is the market area? 6 X 24 24 100

B11 What is the rate at which the market is 4 X 16 4 25
growing?

B12 What market share can be expected to be 6 X 24 18 75
conquered?

B13 How fast can the desired market share be 3 X 12 9 75
conquered?

B14 What is the life cycle of the product in the 3 X 12 6 50
market?

B15 How high a price will the purchaser pay for 4 X 16 8 50
the value which is added by the use of the
technology in the patent concerned?

B16 What is the expected cash flow from the 4 X 16 12 75
product or the services covered by the
patent?

B17 How attractive to the company will the 5 X 20 15 75
absolute profit be that can be expected to be
attributed from the product covered by the
patent?

Total for B 236 173 73
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RECKITT
BENCKISER

Patente fuerte

Points
No. Assessment Importance (0} 1 2 3 4 Max Score %
Comments

Cl To what extent does the company monitor the 4 X 16 16 100
patent for purposes of identifying possible
infringements, the status of the of the rights
locally?

C2 To what extent does the company have the 4 X 16 16 100
financial ability to maintain the patent in the
relevant markets?

C3 To what extent does the company possess the 5 X 20 15 75
competencies and financial ability to enforce
the patent against any possible infringing
parties?

C4  Access to the inventor in connection with 3 X 12 9 75
instances of objections or lawsuits?

C5 To what extent does the company possess 3 X 12 9 75
knowledge of the potential scope of the
applications and, hence, of the
commercialisation potential of the patent?

C6 To what extent does the company utilise the 3 X 12 9 75
patent to screen off its market area from its
competition? (defensive use)

C7 To what extent is the patent used in a goal- 4 X 16 8 50
oriented fashion for sales and marketing
purposes in order to raise entry barriers or
stop the development of competitors?
(offensive use with regard to positioning)

C8 To what extent is the patent used to avoid 2 X 8 4 50
lawsuits or to gain access to the technology of
others? (offensive use with regard to saving
expenses)

C9 To what extent does the company 2 X 8 2 25
commercialise the trademark by licensing or
sales? (offensive use with regard to revenues)

Total for C 120 88 73

Total for Patent X 500 367 73
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RECKITT

BENCKISER

Patente débil

No.

Al

A2

A3

A4

A5

A6

A7

A8

A9

Al10

All

Points

Assessment Importance 0} 1

The status of the patent (applied for,

Tenability of the patent?

Stage in the life cycle of the patent (new,
mature, about to expire)

Is it possible to extend the period of protection
afforded by the patent?

How likely is it that the period of protection
afforded by the patent will be extended?

The geographical coverage of the patent,
number of countries.

To what extent is the invention developed for a
superior technology?

To what extent is the invention described by
the use of examples of different

To what extent has the invention been tested?

To what extent is further development
necessary before commercialisation is
possible?

To what extent is the invention technically
superior compared to substitutable technology?
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16 4 25

32 8 25

X 12 9 75
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0 0 0

X 8 4 50
24 6 25

X 4 2 50
12 3 25

16 4 25

20 5 25

Total for A 144 45 31

Changed: 14701702 10:50



RECKITT
BENCKISER

Patente débil

Points

No. Assessment Importance (0} 1 2 3 4 Max Score %

B1 To what extent is there a demand in the 8 X 32 16 50
market for the service or the product
encompassed by the patent?

B2 How likely is it that a product, which has 4 X 1 12 -
been produced wusing the technology 6 5
concerned, can be produced at a reasonable
price?

B3 How straightforward are the sales channels 2 X 8 8 100
for the product or the service covered by the
patent?

B4 Do sales of the product/service require that -6 X 0 0 0
special permissions, licenses, etc. be
obtained? And in such case, how long can
such permissions be maintained?

B5 To what extent will the invention add 4 X 16 4 25
something new to the product or service it
supports?

B6 How probable is it that competitive or 3 X 12 9 75
substitute products/services will appear?

B7 Can infringing/copy products be produced 3 X 12 6 50
easily?

B8 How easy is it to detect infringing/copy 4 X 16 12 75
products?

B9 To what extent is the product or the service, 2 X 8 6 75
which the patent covers, obsolete?

B10 How large is the market area? 6 X 24 18 75

B11 What is the rate at which the market is 4 X 16 4 25
growing?

B12 What market share can be expected to be 6 X 24 6 25
conquered?

B13 How fast can the desired market share be 3 X 12 6 50
conquered?

B14 What is the life cycle of the product in the 3 X 12 6 50
market?

B15 How high a price will the purchaser pay for 4 X 16 4 25
the value which is added by the use of the
technology in the patent concerned?

B16 What is the expected cash flow from the 4 X 16 12 75
product or the services covered by the
patent?

B17 How attractive to the company will the 5 X 20 5 25
absolute profit be that can be expected to be
attributed from the product covered by the
patent?

Total for B 236 134 57
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RECKITT
BENCKISER

Patente débil

Points
No. Assessment Importance (0} 1 2 3 4 Max Score %
Comments

Cl To what extent does the company monitor the 4 X 16 12 75
patent for purposes of identifying possible
infringements, the status of the of the rights
locally?

C2 To what extent does the company have the 4 X 16 8 50
financial ability to maintain the patent in the
relevant markets?

C3 To what extent does the company possess the 5 X 20 15 75
competencies and financial ability to enforce
the patent against any possible infringing
parties?

C4  Access to the inventor in connection with 3 X 12 9 75
instances of objections or lawsuits?

C5 To what extent does the company possess 3 X 12 6 50
knowledge of the potential scope of the
applications and, hence, of the
commercialisation potential of the patent?

C6 To what extent does the company utilise the 3 X 12 3 25
patent to screen off its market area from its
competition? (defensive use)

C7 To what extent is the patent used in a goal- 4 X 16 4 25
oriented fashion for sales and marketing
purposes in order to raise entry barriers or
stop the development of competitors?
(offensive use with regard to positioning)

C8 To what extent is the patent used to avoid 2 X 8 2 25
lawsuits or to gain access to the technology of
others? (offensive use with regard to saving
expenses)

C9 To what extent does the company 2 X 8 2 25
commercialise the trademark by licensing or
sales? (offensive use with regard to revenues)

Total for C 120 61 51

Total for Patent X 500 240 48
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