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What is Intellectual property? 

§  IP means ‘Intellectual Property’. But… What is Intellectual Property? 

§  Intellectual Property refers to creations of the mind, such as:  

o  inventions 

o  knowledge (inventions are part of it) 

o  designs 

o  symbols, names and images used in commerce 

o  literary, scientific and artistic works 

 



Types of IP protection 

§  Know-how: industrial secret 

 

 

§  Inventions: Patents and Utility model 

§  Industrial design: protect the external form/appearance of the object 

§  Trademarks: recognizable sign, design or expression with graphic representation which 
identifies products or services in the market 

 



What is a patent? 

A patent is an exclusive right granted for an invention, eg a product or process that 
provides a new technical solution to a problem. 
 

Protection 
provided 

The patent owner can prevent others from using his/her invention 
without his permission 

Duration Generally for 20 years 

Requirements Invention must be novel, inventive and industrially applicable 

Aim To reward inventors for sharing their findings with society and making it 
to progress 



Patentability requirements 

  Industrial applicability 

What is an invention? 

 

 Novelty 

What is the prior art? 

 

  Inventive step 

What is obvious? 

 

 Sufficiency of disclosure 

Quid pro quo: protection in exchange of disclosing the invention. At expiry, the technology is public. 



Pharma Industry 

0 6 8 10 12 14 

§  Development cost very high: molecule screening, very few new chemical entities reach the market 

§  Full development 



How is Knowledge protected in Pharma Industry? 

Ø  Inventions or any other type of knowledge è Secret 

Ø  Inventions  è Patents:  Product patent 
   Process patent 
   Salt or crystalline form patent 
   Formulation patent  
   Use patent 

Ø  Knowledge acquired by developing a new drug: clinical and toxicology studies, stability, etc., 
included in a registration dossier is protected by law. No other company can rely on it to file a 
dossier for the same product for a period of some years (data exclusivity). 

Ø  If a drug is approved for an orphan indication (such as a rare disease), no similar product can be 
filed for several years for this indication (orphan exclusivity). 

 

 





Abstract  
 
The invention provides 3(R)-(2-hydroxy-2,2-dithien-2-ylacetoxy)-1-
(3-phenoxypropyl)-1-azoniabicyclo [2.2.2] octane in salt form, 
pharmaceutical compositions comprising it, and methods of 
using it for treatment of respiratory disorders, alone or in 
combination with other bronchodilatory compounds.  
 





EP2100598 tries to protect a given dose 
 
1.  A pharmaceutical composition for inhalation comprising aclidinium in the form of a dry powder of a 

pharmaceutically acceptable salt in admixture with a pharmaceutically acceptable dry powder carrier,  
providing a metered nominal dose of aclidinium equivalent to about 200 micrograms aclidinium 
bromide.  

3.  A pharmaceutical composition according to claim 1 in the form of a multi-dose dry powder 
formulation for administration in a multidose dry powder inhaler device calibrated to provide a 
metered nominal dose of aclidinium equivalent to about 200 micrograms aclidinium bromide.  

 
5.  The pharmaceutical composition according to any of the preceding claims wherein the 

pharmaceutically acceptable carrier is lactose particles.  
 



What is an Industrial Design? 

An industrial design refers to the  
ornamental or aesthetic aspects of an article.  
It may consist of:  
§ three-dimensional features 
§ two-dimensional features 
 

Duration Usually range from 10 to 25 years (it depends on the country) 

Requirements New or original and nonfunctional 

Aim An industrial design is primarily of an aesthetic nature. Any 
technical features of the article to which it is applied are not 
protected by the design registration (they could be protected by a 
patent) 





What is a Trademark? 

A trademark is a distinctive sign that identifies certain goods or services produced or 
provided by an individual or a company.  
 

Duration For life (if you renew and use it) 

Requirements Distinctiveness, graphical representation… 

Aim Trademarks helps consumers to identify and purchase a product 
or service based on whether its specific characteristics and quality 
– as indicated by its unique trademark - meets their needs 





The mark consists of the colors green and off-white 
applied to the entire surface of the product. The 
drawing is lined to indicate the color green. 

IC 005. US 006 018 044 046 051 052. G & S: pharmaceutical 
preparation for the treatment of sexual dysfunction.  
The mark consists in part of the configuration of the goods consisting of 
a diamond-shaped dosage tablet, combined with the color blue as 
applied to the entire surface of the goods.  



Importance of IP in the Pharmaceutical Industry 

•  The main asset of a pharmaceutical company is its 
Intellectual Property 

•  If the rest of competitors could immediately copy a 
newly approved products, pharma companies could not 
compensate for the cost of development for new drugs 

•  When patent protection for a blockbuster drug 
approaches, companies need to have found suitable 
replacement products or companies are forced to be 
restructured… 

•  For OTC (non-prescription) products trademarks are a 
key driver for sales.  

•  IP experts are highly valued 



IP department: tasks and responsibilities 

Ø  Find or assess possible new products 

Ø  Protect the IP generated 
•  Design a strategy for protection 
•  Identify and propose what can be protected or kept secret 
•  File applications for patents, designs, trademarks 
•  Prosecute applications 
•  Defend your granted rights in opposition/invalidation procedures 
•  Assess if third parties infringe 
•  Enforce such rights 

Ø  Freedom to Operate reports (FTO): detailed analysis of the reference drug  and the patents 
covering it 

Ø  Assess the IP of other companies for:  
•  products your company is planning, developing or marketing (avoid infringement) or  
•  products offered for licensing. 

Ø  Take actions to oppose (at the patent offices) or invalidate (at the courts) rights that limit your 
company’s business 



Examples of tasks 

•  Find relevant documents to defend your patents or attack a third company 
patent and assess them. 

•  Provide advice to the management on the strength of the IP protection of a 
technology to be acquired 

•  Find when generic competition can start?  
How should generics be developed? (useful for generics and innovator 
companies) 

Project 
Selection  FTO Support to  

R&D/ PM 
Patent filing 

and prosecution 
Litigation 
& clients 



IP department personnel 

The composition depends on the size and type of company and its aims. 

Members 

Technical specialists Chemists, pharmacists, biologists, biotechnologists, engineers, etc. with legal knowledge.  
They deal mostly with patents and act as internal patent attorneys. 
 

Lawyers They could be inside the department, cooperate from the Legal Department or be 
external specialized lawyers. They deal mostly with [pre]litigation activities and general 
legal counsel. 

Paralegals (specialized 
administrative support) 

They deal with the formalities to prosecute and maintain the IP portfolio and can also 
work from an outsourced IP firm. 



Personal skills 

•  Analytical skills 
•  Strategic thinking: moving scenarios 
•  Discipline and patience: not easy to find key documents 
•  Responsibility: if you fail, your company will suffer 
•  Self-learning and self-motivation 
•  Drafting skills 

-  Patent applications  
-  Communications to patent offices/courts 
-  Internal reports 

•  Communication skills: need to be understood.  



Ideal knowledge for dealing with pharma patents 

•  Understanding of science behind inventions 
-  Chemical processes: Organic/Inorganic Chemistry 
-  Solid State Chemistry: Crystalline/amorphous structure for polymorphs patents 
-  Pharmaceutical technology: formulation patents 
-  Pharmacokinetics/Pharmacodynamics for indication patents or patents claiming PK parameters 
-  Mechanics: for device patents 
-  Biotechnology 
 

•  Searching skills 

•  Legal background 
-  Patent and Pharmaceutical law 
-  Case law 

•  Languages: English is a must, French and German can help. 
 
•  Knowledge of the Pharmaceutical Industry 



Career development at an IP Department for patent specialist 

•  Explore other technical areas 
•  Legal training specially for European and US patent and pharmaceutical law. How to get it? 

-  Preparation to be European/Spanish Patent Attorney  
-  Learn from your cases looking at the prosecution of some patents and contact with lawyers 
-  Litigation experience 
-  Many training opportunities: courses, webinars… 
-  Numerous blogs discuss IP cases 
 

•  Development of language skills 

•  Interesting work if you want to be in contact with the technology without being in the laboratory 
 
 
There are plenty of things to learn in this profession and many changes… 



What can be next? 

•  Examiner in EPO, OEPM 

•  Be promoted to senior specialist, head of IP Department (head of another department) 

•  Move to another technical department depending on your technical background 

•  Move to Licensing/Business development 

•  Move to private practice as patent attorney 

In my experience more than 80 % of the patent specialist remain motivated and in the profession for  

many years.  

The job is somehow ‘addictive’: you want to know  

how the plot develops, if you are going to win the cases you deal with.  

People that do not like it realize it soon  

(in less than one year). 
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